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STATEMENT OF QUESTION PRESENTED 
Whether, on a motion to find the Appellant in contempt, 
the District Court erred in enjoining the use of the trade 


name BIOVIDON in the absence of any evidence that BIO- 


VIDON was confusingly similar to the trade mark CORICIDIN. 


JURISDICTIONAL STATEMENT 


STATEMENT OF THE CASE 


STATUTE INVOLVED 


STATEMENT OF POINTS 


SUMMARY OF ARGUMENT 


ARGUMENT: 


I, 


Before the Use of a Trade Name May be Enjoined in 
An Unfair Competition and Trade Mark Infringement 
Action, There Must be Proof that the Use of Such 
Name Infringes Plaintiff's Rights by Confusing the 
Public into Believing that the Product Defendant Has 
Designated by Such Trade Name in Fact Emanated 
From Plaintiff. Only if Such Actual or Probable 
Confusion Exists Does the Plaintiff Have an Interest 
Protectible by Injunctive Relief. Since There Was No 
Such Showing of Actual or Probable Confusion, the 


District Court Erred in Enjoining Use of the Name 
BIOVIDON “ ‘ 2 : . 


Assuming that Schering Might Properly Assert 
Rights Under the Stipulation the Only Rights Granted 
By that Agreement Were to an Injunction Restraining 
Dart "From Further Acts of Unfair Competition and 
Trade Mark Infringement." Since There Was no 
Evidence that the Name BIOVIDON Infringed 
Schering's Trademark, the Factual Basis for 
Enjoining Its Use Under the Stipulation Did Not 
Exist. Hence,the Judgment Entered Cannot be 
Upheld by Resort to the Stipulation r 


The District Court's Power to Modify the Original 
Decree Did Not Permit It to Restrain Dart from 
Using the Name BIOVIDON Absent a Showing Both 
That Such Use Constituted Unfair Competition or 
Trademark Infringement and that Such Use Must be 
Enjoined in Order to Protect Plaintiff's Legal 
Interests. Neither Has Been Shown. Hence, the 
Injunction Against Such Use Cannot Stand 
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DART DRUG CORPORATION, et al, 


Vv. 


SCHERING CORPORATION, 


APPEAL FROM THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF COLUMBIA 


BRIEF FOR APPELLANTS 


JURISDICTIONAL STATEMENT 


| 
Jurisdiction of this action for unfair competition and trade mark 
infringement was conferred on the District Court by 28 U.S.C. § 1338 
and 15 U.S.C. §§ 1121 and 1125(a). That Court entered a final order en- 
joining the use of a certain name by Defendant- Appellant. Jurisdiction 
to review this order is conferred on this Court by 28 U.S.C.) ‘5 1291 and 
15 U.S.C. § 1121. 


2 
STATEMENT OF THE CASE 


Appellants [hereinafter referred to collectively as "Dart"], operate 
retail discount drug stores in the Metropolitan Washington area. Dart 
sells many drug products under its own private label in addition to sell- 
ing other customary retail drug products. Appellee [hereinafter referred 
to as "Schering”] is a manufacturer of various drug products. 


On January 20, 1960, Schering brought suit in the United States Dis- 
trict Court for the District of Columbia against Dart asserting that Dart 
had engaged in unfair competition and trademark infringement by use of 
the name BIOCIDIN, which, it was alleged, was confusingly similar to 
Schering’s trademark CORICIDIN. Schering prayed for injunctive relief 
against future acts of unfair competition and trademark infringement 
(J.A. 3). 


Upon motion by Schering for a preliminary injunction (J.A. 18), 
Judge Youngdahl found these to be the pertinent facts: Schering produced 
a cold remedy in tablet form and marketed it under the trademark CORI- 
CIDIN; Dart marketed a similar, but not identical, product under the trade- 
mark BIOCIDIN; CORICIDIN was sold in a bottle inserted in a box where- 
as BIOCIDIN was sold in a bottle alone, and since the labels of the two 
products were dissimilar, the appearance of the two products differed 
markedly. Further, nineteen drug products using the suffix CIDIN were 
listed in the United States Patent Office. The motion was denied because 
Schering had not shown likely public confusion between the products, had 
not shown any "palming off” by Dart, and had not shown that it would be 
irreparably injured by the denial of preliminary relief a (J.A. 31). 


z It should be noted that the only issue in the original case material to this ap- 
peal was whether the name BIOCIDIN infringed Schering's trademark CORICIDIN. 
Although there were allegations of "palming off” by using similar red pills and 
similar labels, these issues were dropped from the case early in its history. As 
Judge Youngdahl observed, in his ruling on Schering's motion for a preliminary 
injunction, "Tablets of identical size, color and shape are common in the drug in- 
dustry. At the hearing hereof, plaintiff's counsel conceded that plaintiff's claim 
was not based upon either the size, color or shape of the tablet'’ (J-A. 30). As to 
the labels, provision was made in the stipulation hereafter discussed that Dart 

(continued on next page) 
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Subsequent to this ruling, Schering and Dart entered into a stipula- 
tion which was filed with the District Court on Jamary 12, 1961 (J.A. 36). 
The stipulation provided that Dart would not in the future use the name 
BIOCIDIN, or any name composed of any of a number of syllables includ- 
ing the syllable DIN. In return for this promise by Dart, Schering prom- 
ised to deliver to Dart approximately $7,000 worth of CORICIDIN. The 
stipulation also provided: 

"7, This Court will retain jurisdiction of this action for 

the purpose of enforcing the provisions of this stipula- 

tion against all parties; and upon a showing by the plain- 

tiff of a violation by the defendants, or either of them, | 

their officers, agents or employees, their successors or 

assigns, or the successor assignee of any of them, or by 

any firm which is owned or controlled by any defendant, 

the Court will enter a permanent injunction for the relief 

prayed for in the complaint, in the customary and usual 

form of an injunction in a suit for trademark infringe- | 

ment and unfair competition . . ." (J.A. 38). | 
On January 12, 1961, the Court dismissed the cause with prejudice sub- 


ject to the terms and provisions of the stipulation (J.A. 39). 


During the ninety day period allowed by the stipulation for Dart to 
find a new name to replace BIOCIDIN, Herbert Haft, Dart's president, 
sent a bulletin to his store managers advising them to quickly sell all re- 
maining BIOCIDIN as the name was to be changed to BIOVIDIN (J.A. 45). 
Schering obtained a copy of this bulletin and protested to Dart that the 
use of the syllable DIN violated the stipulation (J.A. 46). Dart advised 
Schering that the name to be used was BIOVIDON, a name with the syl- 
lable DON having been expressly approved in the stipulation (A. 47). 


Subsequently Dart began marketing its cold tablets anda number 
of other cold remedies under the trademark BIOVIDON (JA. 76). How- 
ever, on April 27, 1961, an advertisement appeared in The Washington 

| 
1 (continued from preceding page) 


would not use the label it had been using at the time of the filing of the complaint 
nor any label more similar to CORICIDIN's label than the one in use’ at the time 
of the stipulation (J.A. 37). No violation of this provision of the TEESE has 
ever occurred. 
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Post describing Dart's cold tablet as BIOCIDIN (J.A. 75). Dart discovered 
this violation of the stipulation and, on its own initiative, pulled the adver- 
tisement after it had appeared one day in The Washington Post and in one 
edition of The Evening Star (J.A. 75). By uncontested affidavit, it appears 
that this violation resulted from the carelessness of the independent ad- 
vertising agency engaged by Dart in using an old advertising mat (J.A. 51). 
Judge McLaughlin held Dart legally responsible for the acts of the adver- 
tising agency. Accordingly, pursuant to a motion by Schering based on 

the mandatory language of paragraph seven of the stipulation, he perma- 
nently enjoined Dart from, among other things, use of the name BIOCIDIN 
and the syllable DIN (J.A. 52-53). 


Until late in 1961, Dart purchased these stock cold tablets for re- 
sale under its private label, BIOVIDON, from two drug manufacturers. 
Then, in order to diversify its sources of BIOVIDON, Dart arranged with 
a third manufacturer, Continental Vitamin Corporation, for the latter to 
supply BIOVIDON under the Dart label (J.A. 76). The first shipment of 
this product and of BIOVIDON-DC, a decongestant cold tablet, from Con- 
tinental was mislabeled BIOVIDIN and BIOVIDIN-DC. Dart continued to 
receive correctly labeled shipments of these products from its other sup- 
pliers. Dart became aware of Continental's mistake and attempted to cor- 
rect it by issuing orders for relabelling (J.A. 76, 92). However, through 
Dart’s carelessness some of these mislabelled products reached the re- 
tail shelves. 


On April 26, 1962, Schering moved the District Court to find Dart 
in contempt of Court, to fine Dart, and to enter a decree in accordance 
with the original complaint (J.A. 53). At the hearing on this motion, held 
on May 31, 1962, it appeared that agents of Schering had been able to pur- 
chase BIOVIDON mislabelled as BIOVIDIN in three stores (J.A. 64). As 
a result of Schering's motion, Dart had made a search for the mislabelled 
product and had discovered its presence in one other of its fourteen stores 
(J.A. 66). This search did not result in the discovery of a quantity of BIO- 
VIDON-DC mislabelled as BIOVIDIN-DC which was located in a window 
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display in one store but not that store’s retail shelves (J.A. 66). Appar- 
ently Dart's failure to locate the mislabelled display was due to the 
crowded nature of its window displays (J.A. 82). It also appeared, how- 
ever, that the sign used with the display advertised the product as BIO- 
VIDON-DC (J.A. 73). | 


At all times material hereto, Dart regularly advertised these cold 
remedy products under the name BIOVIDON (J.A. 76). These products, 
including those which were mislabelled, were identified on its retail 
shelves by point of sale signs as BIOVIDON (J.A. 74). Of the six cold 
products bearing the name BIOVIDON, only a portion of two of these prod- 
ucts (the shipments from Continental) was mislabelled (J.A. 73). 


At the conclusion of the hearing, the District Court, on June 22, 
1962, found that Dart by its conduct had indicated "a disinterest in and 
a disregard for" (J.A. 111) the provisions of the injunction and entered a 


decree fining Dart $500, ordering it to pay Schering's attorneys’ fees in 
the amount of $2,896.37, and enjoining it from using the name BIOVIDON 
(J.A. 112). Dart immediately paid the fine and Schering's attorneys’ fees 
(J.A. 3). | 


STATUTE INVOLVED 


15 U.S.C. § 1114(1) | 


Any person who shall, in commerce, (a) use, without 
the consent of the registrant, any reproduction, counterfeit, 
copy, or colorable imitation of any registered mark in con- 
nection with the sale, offering for sale, or advertising iof 
any goods or services on or in connection with which such 
use is likely to cause confusion or mistake or to deceive 
purchasers as to the source of origin of such goods or serv- 
ices; or (b) reproduce, counterfeit, copy, or colorably imi- 
tate any such mark and apply such reproduction, counterfeit, 
copy, or colorable imitation to labels, signs, prints, pack- 
ages, wrappers, receptacles, or advertisements intended to 
be used upon or in connection with the sale in commerce of 
such goods or services, shall be liable to a civil action by 
the registrant for any or all of the remedies hereinafter 


6 


provided in this chapter, except that under subsection (b) 
of this section the registrant shall not be entitled to re- 
cover profits or damages unless the acts have been com- 
mitted with knowledge that such mark is intended to be 
used to cause confusion or mistake or to deceive pur- 
chasers. 


(The Lanham Act). 


STATEMENT OF POINTS 


(1) Before the use of a trade name may be enjoined in an unfair 
competition and trade mark infringement action, there must be proof that 
the use of such name infringes plaintiff's rights by confusing the public 
into believing that the product defendant has designated by such trade name 
in fact emanated from plaintiff. Only if such actual or probable confusion 
exists does the plaintiff have an interest protectible by injunctive relief. 
Since there was no such showing of actual or probable confusion, the Dis- 


trict Court erred in enjoining use of the name BIOVIDON. 


(2) Assuming that Schering might properly assert rights under the 
stipulation the only rights granted by that agreement were to an injunction 
restraining Dart “from further acts of unfair competition and trade mark 
infringement.” Since there was no evidence that the name BIOVIDON in- 
fringed Schering’s trademark, the factual basis for enjoining its use under 
the stipulation did not exist. Hence, the judgment entered cannot be up- 
held by resort to the stipulation. 


(3) The District Court's power to modify the original decree did 
not permit it to restrain Dart from using the name BIOVIDON absent a 
showing both that such use constituted unfair competition or trademark 
infringement and that such use must be enjoined in order to protect piain- 
tiff's legal interests. Neither has been shown. Hence, the injunction 
against such use cannot stand. 


7 
SUMMARY OF ARGUMENT 


Under both the common law and the Lanham Act, the use of a name 
constitutes unfair competition and trademark infringement only if such 
use has confused or probably would confuse the public into thinking that 
the product so designated emanated from the plaintiff's business. And, a 
Court may only enjoin the use of a name if it can properly find that such 
use involves unfair competition and trademark infringement. 


Since there is no evidence whatsoever that Dart's use of the name 
BIOVIDON caused any actual or probable confusion in the minds of pur- 
chasers so that they thought they were purchasing a Schering product, no 
cause of action for unfair competition and trademark infringement has 
been established. Without proof of any wrong, there is no legal basis for 
the District Court's action in enjoining Dart from use of the name BIOVIDON. 


The foregoing well-accepted rule of law is not affected by the stipu- 
lation in this case or by the District Court's power to modify its decree. 
The stipulation in no way prohibits the use of the trade name BIOVIDON. 
While the stipulation may give Schering a right to an injunction against 
future acts of unfair competition and trademark infringement, there are 
no facts to show that the use of the name BIOVIDON constituted unfair 
competition or trademark infringement. Finally, the District Court's 
power to modify its decree does not authorize it to extend its decree by 
enjoining the use of a trade name not shown to involve unfair competition 
or trademark infringement. | 


Accordingly, the decree of the District Court enjoining use of the 
name BIOVIDON should be set aside. 


Before the Use of a Trade Name May be Enjoined in an 
Unfair Competition and Trade Mark Infringement Action, 
There Must be Proof that the Use of Such Name Infringes 
Plaintiff's Rights by Confusing the Public into Believing 
That the Product Defendant Has Designated by Such Trade 
Name in Fact Emanated from Plaintiff. Only if Such 
Actual or Probable Confusion Exists Does the Plaintiff 
Have an Interest Protectible by Injunctive Relief. Since 
There Was no Such Showing of Actual or Probable Confusion, 
The District Court Erred in Enjoining Use of the Name 
BIOVIDON. 


To succeed in a suit alleging unfair competition and trade mark in- 
fringement, it is axiomatic that the plaintiff must show that the name com- 
plained of actually confused or probably would confuse the public into think- 
ing that the product bearing this name emanated from plaintiff's business. 


This rule applies whether the action be common law in origin or brought 
under the Lanham Act, 15 U.S.C. § 1114. See Champion Paper & Fibre Co. 


y. National Ass'n. of Mutual Ins. Agents, 102 App. D.C. 10, 249 F. 2d 525 
(1957). Only if such actual or probable confusion exists does plaintiff have 


an interest which will be protected by equitable relief. The elements that 
must be proved were succinctly stated in McGraw Hill Pub. Co. v. Amer- 
ican Aviation Associates, Inc., 73 App. D.C. 131, 132-33, 117 F. 2d 293, 
294-95 (1940): 


"These facts outline the first issue to be considered, 
the charge that the defendant has infringed the plaintiff's 
trade mark. The law of registered and common law trade 
marks evolved from the broad doctrine of unfair compe- 
tition. The cause of action for technical trade mark in- 
fringement, however, rests upon a precise base. The ‘un- 
fair competition’ in an infringement action comes merely 
from interfering with the trade mark itself. There is in- 
fringement if the words or designs used by the defendant 
are identical with, or so similar to, the plaintiff's that they 
are likely to cause confusion. 


"In determining whether the words or designs create 
probable confusion, two methods may be followed. The 
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"marks themselves may be compared and contrasted; evi- 
dence may be introduced to show actual instances of con- 
fusion in the purchase of goods. 


"In following the first method, it must be remembered 
that the law of trade marks is for the market place. Its 
purpose is to protect the several manufacturers in their re- 
spective spheres of public relations and to safeguard the 
consumer by helping him get what he thinks he wants. The 
method starts, therefore, with placing oneself in the posi- 
tion of a purchaser. One should look at the plaintiff's trade 
mark to obtain a general impression, the impression that 
would be carried in the memory, and then to observe, still 
as a buyer, the defendant's mark to determine if it is likely 
to be mistaken for this ‘memory trade mark’ of the plain- 
tiff."’ H 


See also Audio Fidelity, Inc, v. High Fidelity Recordings, Inc., 283 F. 2d 
551 (9th Cir. 1960); Metropolitan Life Ins. Co. v. Metropolitan Ins. Co., 
277 F. 2d 896 (7th Cir. 1960); Faciane v. Starner, 230 F. 2d '732 (5th Cir. 


1956); Chas. D. Briddell, Inc. v. Alglobe Trading Corp., 194 F, 2d 416 
(2d Cir. 1952). 


Since no evidence was taken on the issue of confusion, and since it 
is clear, as a matter of law, absent a showing of actual public confusion, 
that the name BIOVIDON is not confusingly similar to the name CORICIDIN, 
the District Court erred in concluding that the use of such name by Dart 
constituted unfair competition and trade mark infringement. As the use 
of the name BIOVIDON does not constitute unfair competition or trade 
mark infringement, the District Court exceeded its authority in enjoining 
the use of such name. E.g., Everest & Jennings, Inc. v. E. & J. Mfg. Co., 
263 F. 2d 254 (9th Cir. 1958), cert. denied, 360 U.S. 902 (1959); Faciane v. 
Starner, 230 F. 2d 732 (5th Cir. 1956); Sunbeam Furniture Corp. v. Sun- 
beam Corp., 191 F. 2d 141 (9th Cir. 1956); Jewel Tea Co. v. Kraus, 187 
F, 2d 278 (7th Cir. 1950). 


It is clear that this analysis is not affected by the presence ofa 
stipulation in this case. The stipulation in no way prevented Dart from 
using the name BIOVIDON. That the stipulation provides for enjoining 
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certain conduct at a certain time does not provide any right to relief for 
other conduct at other times, absent proof of unfairness or illegality of 
such other conduct. E.g., Ford Motor Co. v. United States, 335 U.S. 303 
(1948); Alligator Co. v. Ciarochi, 94 F. Supp. 93 (E.D. Pa. 1950). And 

such stipulations are strictly construed. Star Bedding Co, v. Englander 
Co., 239 F. 2d 537 (8th Cir. 1957); American Radium Co, v. Hipp Didisheim 
Co., 279 Fed. 601 (S.D. N.Y. 1921), affirmed, 279 Fed. 1016 (2d Cir. 1922). 
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Assuming that Schering Might Properly Assert Rights 
Under the Stipulation, the Only Rights Granted by That 
Agreement Were to an Injunction Restraining Dart "From 
Further Acts of Unfair Competition and Trade Mark 
Infringement.” Since There Was no Evidence that the 
Name BIOVIDON Infringed Schering's Trademark, the 
Factual Basis for Enjoining Its Use under the Stipulation 
Did Not Exist. Hence the Judgment Entered Cannot Be 


Upheld by Resort to the Stipulation, 00 

Assuming that the stipulation gave Schering the right to have an order 
entered restraining Dart from “further acts of unfair competition and trade- 
mark infringement," 5 this alone, without a proper factual determination 
by trial of the issue that the use of the name BIOVIDON constituted an act 
of unfair competition or trade mark infringement, could not serve as a 
legal basis for the District Court to enter an order enjoining Dart from us- 
ing the name BIOVIDON. That such stipulation raised a question disposed 
of only by trial of the fact issues involved was the precise holding of Star 
Bedding Co. v. Englander Co., 239 F. 2d 537 (8th Cir. 1957). Since the un- 
fair or infringing nature of such use was not shown, and since, therefore, 
Schering had no protectible interest, the District Court was plainly in error 


= Schering asserted this same right in its motion for entry of a permanent in- 
junction pursuant to the terms of the stipulation. Although the District Court's 
reason for failing to enter such an injunction does not appear, it is clear that an 
injunction against "further acts of unfair competition and trademark infringement" 
would be so vague as to'be unworkable and unenforceable. See e.g., 4 Callman, 
Unfair Competition & Trademarks, § 88.5 (a) (2d ed. 1950). 
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in enjoining the use of the name BIOVIDON. Resort to the stipulation pro- 


vides no support for this erroneous ruling. 


i. 


The District Court's Power to Modify the Original Decree 
Did not Permit It to Restrain Dart from Using the Name 
BIOVIDON Absent a Showing both That Such Use Constituted 
Unfair Competition or Trademark Infringement and That 
Such Use Must Be Enjoined in Order to Protect Plaintiff's 
Legal Interests. Neither Has Been Shown. Hence, the 


Injunction Against Such Use Cannot Stand. 

It has long been recognized that an existing decree may be modified, 
on motion of a party, by the District Court if changed circumstances war- 
rant such modification. E.g., United States v. Swift & Co., 286 U.S. 106 
(1932). But as the Supreme Court there pointed out with reference to the 
modification of a decree entered pursuant to a stipulation, “nothing less 
than a clear showing of grievous wrong evoked by new and unforeseen con- 
ditions should lead us to change what was decreed after years of litigation 
and with the consent of all concerned" (id. at 119). Sucha showing is en- 
tirely absent in the case at bar. Therefore, there is no legal basis for a 
modifying order and the judgment of the District Court must be reversed. 


The statement by the District Court in its order that "the defend- 
ants . . . are enjoined and restrained from any and all further acts of un- 
fair competition and trademark and trade name infringement including 
those arising from their use of the trade[name] . . . BIOVIDON 5 5 
could be construed as a finding that BIOVIDON did violate Scherin's legal 
rights. To the extent that it is so construed, it is in error as being with- 
out factual support. | 


There is no evidence that the use of such a name is confusing or 
misleading to the public with respect to Schering's product CORICIDIN. 
Indeed, the only time in which the fact of confusion was in feeae was in 
the proceeding on Schering's motion for a preliminary injunction before 
Judge Youngdahl, and he stated that Schering had not established confusion 
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of the public by Dart's use of the name BIOCIDIN. And, if BIOCIDIN was 
not shown to be confusing even when there was an attempt to make such 

a showing, it follows inevitably that a less similar name, such as BIO- 
VIDON, has not been shown to be confusing when no evidence so indicating 
has been introduced. Therefore, the decree cannot be affirmed on the ba- 
sis that it was merely a broadening of the injunction to include an addition- 
al act of unfair competition or trade mark infringement. United States v. 
Swift & Co.,286 U.S. 106 (1932); W. E. Bassett Co. v. H. C. Cook Co., 164 

F. Supp. 278 (Conn. 1958); Sunbeam Corp. v. Sunbeam Furniture Corp., 
139 F. Supp. 770 (S.D. Cal. 1956). 


Nor can it be established that protection of Schering's legal inter- 
ests requires the injunctive relief granted. At the hearing on its motion, 
Schering contended that because Dart had negligently violated the Court's 
decree, it should be enjoined from using a name that would permit such 
negligence to again occur. This argument is totally fallacious because 
negligence as such is not enjoinable. Schering seems to argue that since 
the name BIOVIDON may be mis-spelled BIOVIDIN, it should not be used 
at all. But assume the name ASPIRIN, and the same result is possible. 
It is just as likely that negligence will result in the spelling ASPIDIN, and 
this would again violate the injunction in this suit through use of the for- 
bidden syllable DIN. There is no valid reason for enjoining use of the 
name BIOVIDON simply because it can be negligently mis-spelled. Any 
name can be negligently mis-spelled. 


Particularly is this so where, as in the case at bar, the mis-spelling 
is of no benefit to the' party against whom an injunction is sought. With 
the exception of the mislabelled shipment, Dart has at all material times 
sold its product under the name BIOVIDON, and, as a result, consumer 


identification, an important element in any sales program, has coalesced 
around that name. Use of the name BIOVIDIN, therefore, rather than con- 
ferring a benefit defeats this consumer identification which has been es- 
tablished through the expenditure of much advertising effort. Clearly there 
is no basis for an assumption that Dart would willfully mis-spell the name 
BIOVIDON. 
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Finally, enjoining use of a name which does not infringe the plain- 
tiff's trademark, and which, therefore, results in no injury to plaintiff en- 
titling him to legal protection, is plainly beyond the limited remedies a 
Court is entitled to grant in trademark infringement and unfair competi- 
tion suits. As stated by the Ninth Circuit in a recent decision, a Court 
cannot prevent a use which has not caused nor is likely to cause confu- 


sion, Everest & Jennings, Inc. v. E. & J. Mfg. Co., 263 F. 2d 254 (9th 

Cir. 1958), cert. denied, 360 U.S. 902 (1959). Indeed, the whole premise 
underlying the law of unfair competition is that, competition being a posi- 
tive good, competitive practices should be enjoined only when they are 
demonstrably unfair. See,e.g., 1 Nims, Unfair Competition & Trade-Marks, 
§ 3 (4th ed. 1947). This principle was precisely stated in Most Worship- 


ful Grand Lodge Free, Ancient & Accepted Masons v. Grimshaw, 34 App. 
D.C. 383, 385-86 (1910): 


"The principle upon which courts of equity ee 
in restraining the simulation of names is not that there 
is property acquired by one party in the name, but to | 
prevent fraud and deception in the dealing with the party 
charged with the simulation of a name used by another 
in a similar business or manufacture... There must 
be some pecuniary injury resulting from the use of a 
name that may have been adopted by another, to warrant 
inquiry and justify relief. The injury must not be fanci- 
ful or sentimental, but real. It must be substantial and 
such as a court of equity, upon principles of justice, will 
interpose to prevent." | 


See also American Ice Co. v. Royal Petroleum Co., 261 F. bd 365 (3d 
Cir. 1958); Standard Oil Co. v. Standard Oil Co., 252 F. 2d 65 (10th Cir. 
1958); Brooks v. Great Atlantic & Pacific Tea Co., 92 F. 2d 794 (9th Cir. 
1938); E. I. DuPont De Nemours & Co. v. Purofied Down Products Corp., 
176 F. Supp. 688 (S.D. N.Y. 1959). | 
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CONCLUSION 


For the foregoing reasons, the Appellants respectfully submit that 
the decree enjoining the use of the name BIOVIDON should be set aside. 


ROBERT B. HIRSCH 
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COUNTERSTATEMENT OF QUESTION PRESENTED 


This appeal originated as a trademark infringement and 
unfair competition sait by Appellee, the owner of the trade- 
mark CORICIDIN for cold remedy products, against Ap- 
pellants, who adopted the imitative name BIOCIDIN for 
similar products. By court-approved stipulation settle- 
ment, Appellants agreed to discontinue the use of the name 
BIOCIDIN and to adopt a name without using certain 
specified syllables including ‘‘DIN”’. Thereafter, Appel- 
lants committed a series of violations of the court-approved 
stipulation, and, as it later became, the formal decree of 
the court below. These violations resulted from the simi- 
larity of the newly-adopted name BIOVIDON and Appel- 
lants’ disinterest in and disregard for the provisions of the 
stipulation and decree of the court. 


The sole question presented by this appeal is whether the 
District Court, after finding Appellants in contempt for 
disregarding and not effectively attempting to comply with 
the court’s decree, properly exercised its discretion by en- 
joining Appellants from using the name BIOVIDON in 
order to prevent further violations of its decree. 
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Dart Drvue Corporation, et al, Appellants, 
v. 


Scuerrmna Corporation, Appellee. 


An Appeal from the United States District Court for the 
District of Columbia 


BRIEF FOR APPELLEE 


COUNTERSTATEMENT OF THE FACTS 


There is no dispute as to the facts. However, Appel- 
lants’ (Dart)® statement of the facts is both inadequate 
and misleading. Dart treats the case as though it were an 
appeal from a decree based on a trial on the merits whereas 
in fact the appeal is from a finding of contempt based on 
repeated violations of orders of the court below. The other 
fault with the statement is that it omits facts which are 


* Aw in Appellants’ brief, we refer to Appellants as ‘‘Dart’’, to Appellee 
as ‘‘Schoring’’ and to the printed joint appendix as ‘‘JA’’, 
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essential to an understanding of the action of the District 
Court. This counterstatement will supply the additional 
factual information which Schering believes will be helpfal 
to the Court. 


Schering is a manufacturer and distributor of pharma- 
ceutical preparations including the well-known cold tablet 
CORICIDIN. (JA 5) CORICIDIN is a registered trade- 
mark of Schering. (JA 6) Net sales of CORICIDIN prod- 
ucts increased from $600,000 in 1949 to approximately $9 
million in 1959. (JA 7) 

Dart operates a chain of fourteen retail drugstores in 
the Washington Metropolitan area. (JA 7) In the Fall of 
1959, Dart introduced a colorable imitation of CORICIDIN 
cold tablets under the name of BIOCIDIN. (JA 8) Both 
CORICIDIN and BIOCIDIN contain four syllables; the 
last two syllables of each name are identical. The initial 
sounds of CORICIDIN and BIOCIDIN are both what are 
known as “‘voiced plosives’’ and are acoustically similar. 
(JA 8) 


Dart’s intention to imitate the mark CORICIDIN is indi- 
cated by the fact that CORICIDIN is derived from the 
conjunction of two Latin roots: ‘cori’? meaning ‘‘cold’’ 
and “‘cidin’’? meaning ‘“‘kill’’. Literally translated, the 
name means to kill colds. (JA 6) On the other hand, 
BIOCIDIN is derived from the Greek root ‘‘bio”” meaning 
“life”? and the Latin root ‘‘cidin’’? meaning “oll’’; and 
literally translated, it means to kill life. Obivously the 
name was not adopted because of its root meanings, but 
because of its similarity to CORICIDIN. BIOCIDIN was 
never registered as a trademark. 


The BIOCIDIN product was imitative of CORICIDIN in 
virtually every other respect. (JA 9-11) The BIOCIDIN 
cold tablets were identical in size and shape as the CORI- 
CIDIN pillow-shaped tablets. They were the same color 
as the maroon shade of CORICIDIN. The ingredients 
were identical with CORICIDIN except for one constituent 
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where an interchangeable substitute was used. (JA 8) 
BIOCIDIN was packed in bottles containing 100 tablets 
that were identical in size, shape and color to the CORI- 
CIDIN 100 tablet bottle. (JA 9) The color of the labels 
on the BIOCIDIN products was almost identical to the 
maroon color of the CORICIDIN labels. The wording on 
the labels, panel for panel, was almost verbatim with the 
words on the CORICIDIN labels, and this was so to such 
an extent that it is inconceivable that the BIOCIDIN labels 
could have originated other than by copying the CORI- 
CIDIN labels. (JA 9-10) 


A. Complaint and Settlement 


On January 20, 1960, Schering filed a complaint in the 
District Court to enjoin Dart from trademark and trade 
name infringement and unfair competition. (JA 3-17) On 
June 29, 1960, Judge Youngdahl denied Schering’s motion 
for a temporary injunction against Dart. (JA 18, 29-31) 
Thereafter, on January 10, 1961, the case came on for trial 


before Judge McLaughlin. (JA 2) After counsel for both 
sides made opening statements, the Court suggested that 
the parties discuss the possibility of settling the litigation 
without trial. (JA 54) Such discussions were held and 
on January 12, 1961, a settlement agreement was reached 
in the form of a stipulation (JA 36-39) which provided in 
pertinent part: 


‘‘The defendants agree that .. . they will not at any 
time or in any way use the name BIOCIDIN as a 
trademark or trade name for any pharmaceutical prod- 
uct... and... any trade name or trademark used 
by them ... shall not include any syllable which is 
identical to any of the following syllables, or any com- 
to De said syllables: (1) COR, (2) CI, (3) CID, 
(4 


‘This court will retain jurisdiction of this action 
for the purpose of enforcing the provisions of this 
stipulation against all parties; and upon a showing by 


+ 


the plaintiff of a violation by the defendants . . . the 
court will enter a permanent injunction for the relief 
prayed for in the complaint, in the customary and 
usual form...” (JA 36-38) 


On the same day the stipulation itself was approved and 
accepted by Judge McLaughlin, and by separate order, the 
Court provided that the ‘‘Stipulation has been and hereby 
is approved and accepted by this court’’. (JA 39) 


Over the course of the following year and a half, Dart 
committed a series of violations of these provisions by re- 
peatedly using trade names for its products with the pro- 
hibited syllable ‘“DIN’’. 


B. First Hearing on Violation 


Under the terms of the stipulation, Dart had 90 days 
within which to discontinue the use of the name BIOCIDIN 
and to adopt another name for its products. The stipula- 
tion recited a number of trade names that Dart advised 
Schering that it was considering in lieu of BIOCIDIN, 
and Schering agreed that none of the suggested names vio- 
lated the stipulation. (JA 36-37) As part of the stipula- 
tion settlement, Schering made a contribution of goods to 
Dart to defray the costs involved in the name change. 
(JA 38) 


On February 21, 1961, Dart sent a memorandum to their 
store personnel advising that they were changing the name 
of their cold tablets from BIOCIDIN to BIOVIDIN. (JA 
45) The latter name with the syllable ‘‘DIN’’ was clearly 
in violation of the court-approved stipulation. On March 1, 
1961, Schering wrote Dart protesting that the name BIO- 
VIDIN violated the stipulation; and on March 2, 1961, 
Dart replied that Schering had been misadvised and that 
Dart was changing the name to BIOVIDON instead of 
BIOVIDIN. (JA 46-47)? The Dart memorandum of Feb- 


1 BIOVIDON was not one of the names listed in the stipulation that Dart 
indicated that it was considering as the new nume, (JA 36-37) 
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ruary 21, 1961, which appears in the joint appendix at page 
45, shows conclusively that Schering had not been mis- 
advised, 


On April 27, 1961, Dart ran advertisements in the Wash- 
ington Post and the Washington Evening Star using the 
name BIOCIDIN, in open violation of the stipulation. Im- 
mediately thereafter, on May 5, 1961, Schering, pursuant to 
the reservation of jurisdiction in the court-approved stipu- 
lation, filed a motion in the District Court for the entry 
of a decree by that Court on the grounds of the two viola- 
tions described above. (JA 40-49) This motion came on 
for hearing before Judge McLaughlin, who on June 30, 
1961, entered a decree finding: 


“The Court further finds that the defendants have 
thus violated the provisions of the stipulation of Jan- 
uary 12, 1961, accepted and approved by this Court on 
that date.”’ (JA 52) 


Dart was then enjoined, this time by decree of the District 
Court, from, inter alia, using the name BIOCIDIN or any 
other trade name ‘‘which includes any syllable which is 
identical to any of the following syllables . .. : (1) COR, 
(2) CI, (3) CID, (4) DIN, (5) SCHER, (6) RING”? in the 
sale of any products similar to CORICIDIN. (JA 52) 


C. Second Hearing on Violation 


Approximately 10 months later, on April 26, 1962, Scher- 
ing filed a further motion to adjudge Dart in contempt for 
violation of Judge McLaughlin’s decree of June 30, 1961. 
(JA 53-60) That motion, as amended, alleged that on 
April 25, 1962, Dart offered for sale at three of its retail 
drugstores cold tablets bearing the name BIOVIDIN in 
violation of the Court’s decree. (JA 58-60) In response 
to the original motion, Dart, filed an answer admitting 
under oath that it had purchased cold tables improperly 
labeled ‘‘BIOVIDIN’’, but it stated that none of these 
mislabeled products had reached the public through any 
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of its retail stores. (See JA 65) Still later, Dart filed a 
second answer to the amended motion, and this time it 
attached two supporting affidavits by Shipe and Eidelman, 
which, as we show below, contained misleading and un- 
truthful statements of fact. (JA 66) 


The affidavits of Eidelman (Vice-President of Dart) 
stated that the first notice that he had that any of the 
improperly labeled products had reached the shelves of 
Dart’s retail stores was the filing of the Schering motion; 
that an immediate check revealed mislabeled bottles in only 
three of its stores; and that there were no incorrectly 
labeled bottles in any of the eleven other stores. (JA 
$889) The affidavit of Shipe, Dart’s Vice-President for 
Operations, stated that the mislabeled bottles, which were 
admittedly in violation of the decree, had been offered for 
sale in only three of Dart’s fourteen stores and that as of 
the date of that affidavit (May 18, 1962) all such mis- 
labeled bottles had been withdrawn from the shelves. (JA 
65-66, 99-102) 


The motion for contempt came on for hearing before 
Judge Tamm on May 31, 1962. (JA 61) Dart did not 
challenge its sales of mislabeled bottles in three of its 
stores nor did it dispute that these sales constituted clear 
violations of the Court’s decree. (JA 65, 71) 


Schering next offered a photograph taken of a display 
window at a fourth Dart drugstore showing a large dis- 
play of tablets bearing the name BIOVIDIN and offered 
to prove that the situation represented by that photograph 
existed even as of the very day of the hearing, notwith- 
standing Dart’s affidavits of two weeks earlier that all 
BIOVIDIN tablets had been withdrawn from sale. (JA 
66) Following the noon recess, Dart’s counsel conceded 
that the store in question did contain a window display of 
BIOVIDIN tablets throughout that very morning; and, 
counsel added, he was ‘‘terribly sorry’’ that the improperly 
labeled product had not been removed and that during the 
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noon hour the store employees were instructed to remove 
the display. (JA 82) 


The window display contained white cold tablet products 
imitative of CORICIDIN decongestant cold tablets, The 
Dart bottles were labeled ‘‘BIOVIDIN, DC’’, which plainly 
violated the decree since it prohibited the use of the syl- 
lable ‘‘DIN”’ as to all CORICIDIN cold remedy products. 
(See JA 52-53) 


As to this violation of the degree, Dart’s officials at the 
hearing testified that they did not know how many im- 
properly labeled white tablets had been purchased, how 
many of the Dart stores received it, or how many bottles of 
the product still remained on the shelves of its stores. They 
admitted that they knew as early as January that they re- 
ceived a shipment of the product labeled ‘““BIOVIDIN”’ 
and that as late as the hearing date in May BIOVIDIN- 
labeled products were still being displayed in at least one 
store. (See testimony of Haft, President of Dart, (JA 
90-98) and Shipe, Vice-President of Operations of Dart 
(JA 99-102) ). 


As for the red cold tablets improperly labeled ‘‘BIO- 
VIDIN’’, counsel for Dart admitted that in their first an- 
swer they stated ‘‘upon information and belief that said 
shipment of incorrectly labelled products never found its 
way into the hands of the public’’, but that ‘‘quite frankly, 
we didn’t check around to see whether we had any product 
(‘‘BIOVIDIN’’) on the shelves ... at that time.’’ (JA 72) 
In the second answer, the attached affidavits of Dart stated 
that the improperly labeled red cold tablets had reached 
the shelves of only three Dart retail stores, but after the 
evidence was presented at the hearing, Dart admitted that 
it had been sold in at least four stores, and that a fifth drug 
store had the improperly labeled white tablets. Finally, 
after the evidence disclosed the errors of the affidavits 
and the existence of the window display of illegally labeled 
merchandise, Dart’s President, when asked how many 
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stores got the products labeled BIOVIDLY, testified: ‘‘I 
would say all the stores received it.”’ (JA 92) 


When Judge Tamm asked counsel for Dart, ‘‘How can 
the Court have any assurance in the accuracy of your 
affidavits? If this type of thing can occur in one display, 
doesn’t it suggest—and I suppose that is the purpose for 
which counsel offers it—that the Court should not place 
much reliance upon your affidavits?”’, he replied, ‘‘The 
point is certainly well-taken. I can’t quarrel with it un- 
duly.”” (JA 82-83) 

At the conclusion of the hearing, the Court below ruled 
that in its opinion Dart had ‘‘indicated a disinterest in, in 
fact, a disregard for the provisions’’ of the stipulation and 
decree of the Court Referring specifically to ‘‘the fact 
that as recently as today, the prohibited name ‘‘Biovidin’’ 
has appeared on merchandise in at least one of the defend- 
ant’s windows’’, the Court stated that ‘‘upon the complete 
testimony and exhibits’’, it must conclude that the viola- 
tion was ‘“‘contumacious in the sense that [Dart] has not 


effectively attempted to comply with the Court Order.’’ 
““Under the circumstances”, Judge Tamm concluded, ‘‘I 
believe the Court is required to adjudicate this defendant 
in contempt of Court.”” (JA 102) 


After making this ruling, the District Court stated that 
it would approve an order granting the relief prayed for 
in the complaint. As part of the relief, the Court enjoined 
and restrained Dart from ‘‘any and all further acts of un- 
fair competition and trademark and trade name infringe- 
ment including those arising from their use of the trade 
names ‘‘Biocidin’”’, ‘‘Biovidin’”’ and ‘¢Biovidon’’ or any 
other simulation or colorable imitation of plaintiff’s prod- 
ucts bearing the trademark “Coricidin” .. .”” (JA 111). 
This appeal is from that part of the quoted provision of 
the decree prohibiting the use of the name ‘‘BIOVIDON”’. 


1 Later, during the argument on relief, counsel for Dart agreed that ‘*the 
defendant evidenced or indicated a disinterest in effeetively complying with 
the decree... .’’ (JA 104) 


9 


STATUTE INVOLVED 


Section 34 of the Lanham Trademark Act, 15 U.S.C.A. 
§ 1116, provides in pertinent part: 


‘The several courts vested with jurisdiction of civil 
actions arising under this chapter shall have power 
to grant injunctions, according to the principles of 
equity and upon such terms as the court may deem rea- 
sonable, to prevent the violation of any mght of the 
registrant of a mark registered in the Patent Office. 
Any such injunction may include a provision directing 
the defendant to file with the court and serve on the 
plaintiff within thirty days after the service on the 
defendant of such injunction, or such extended period 
as the court may direct, a report in writing under oath 
setting forth in detail the manner and form in which 
the defendant has complied with the injunction. Any 
such injunction granted upon hearing, after notice to 
the defendant, by any district court of the United 
States * * * shall be operative and may be enforced 
by proceedings to punish for contempt, or otherwise, 
by the court by which such injunction was granted 


eoe@ey 
. 


SUMMARY OF ARGUMENT 


In the Court below Schering moved to adjudge Dart in 
contempt for violations of the court-approved stipulation 
and decree of the Court. The stipulation agreement of the 
parties provided, inter alia, that if Dart violated any of the 
provisions of the stipulation, then the Court was empow- 
ered to grant all of the relief prayed for in the original com- 
plaint. The prayer for relief in the complaint requested the 
Court to exercise its full statutory and equitable powers to 
dissipate the effects of past violations and to prevent future 
violations of the trademark rights of Schering. 


Based on a record of repeated violations of the Court’s 
orders, the District Court adjudged Dart guilty of con- 
tempt. As part of the relief, the Court enjoined Dart from 
further use of the name “BIOVIDON”’’. This relief, we 
submit, was proper under the authority of the stipulation 
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agreement and the general equitable powers of the Court 
as supplemented by § 34 of the Lanham Act. 


In the law on relief in trademark infringement and 
unfair competition, it is well settled that an infringer, once 
convicted, must adopt a name and dress for its product 
which is dissimilar from that of the infringed trademark. 
The law is summarized by one leading authority as follows: 

“In a contempt proceeding one who has been found 
guilty of unfair competition must do more than see 
how close he can with safety come to the name or dress 
he was enjoined from using on his goods. He must ‘get 
well away from the dividing line between violation of 
and compliance with the injunction.’ ’’ 2 Nims, ‘‘Un- 
Soe eke and Trade-Marks’’, p. 1188 (4th Ed. 


Applying these principles, the District Court granted an 
injunction against the further use of a trade name which 
gave rise to repeated violations of the Court’s orders. 
That trade name BIOVIDON was not easily distinguishable 
from the prohibited names BIOVIDIN and BIOCIDIN; 
and indeed BIOVIDON represented as close an approxima- 
tion to the prohibited names as human ingenuity could 
devise. Accordingly, the District Court properly concluded, 
in accordance with the stipulation agreement of the parties 
and established legal principles, that effective relief to pro- 
tect the trademark rights of Schering would require that 
Dart be enjoined from further use of the name BIOVIDON. 


In addition, Dart itself admitted that the use of the name 
BIOVIDON resulted in repeated violations of the court- 
approved stipulation and decree. Its only explanation for 
the violations was that the name BIOVIDON was so close 
to the names banned by the original injunction that those 
persons handling the product could not avoid making mis- 
takes and errors in violation of the decree. Under these 
circumstances, the conclusion was compelling that an in- 
janction against BIOVIDON was necessary to prevent a 
repetition of such violations of the Court’s orders. 
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ARGUMENT 
THE DISTRICT COURT. AFTER FINDING DART IN CONTEMPT 
FOR DISREGARDING AND VIOLATING THE COURT'S DECREE. 
PROPERLY EXERCISED ITS DISCRETION IN GRANTING RE- 
LIEF ENJOINING THE USE OF THE NAME BIOVIDON TO 
PREVENT FURTHER VIOLATIONS OF ITS ORDER 
In the Court below Dart was adjudged guilty of contempt 
of the decree of the Court. Because of the seriousness of 
the offense, the Court below imposed a fine, awarded at- 
torneys’ fees and expenses and enjoined Dart from all fur- 
ther acts of trademark infringement and unfair competi- 
tion including those arising from the use of the trade names 
BIOCIDIN, BIOVIDIN, and BIOVIDON. This appeal 
relates only to that part of the relief enjoining the use of 
the name BIOVIDON. 


The whole argument of the appeal brief of Dart is mis- 
directed. There is a basic misconception which underlies 
the three issues posed and discussed in the brief. This case 
did not involve, as the brief assumes throughout, a trial on 


the merits and an adjudication of trademark infringement 
and unfair competition. 


The matter before the District Court was Schering’s 
motion to adjudge Dart in contempt for violations of the 
decree of the Court. This decree was based upon a stipu- 
lation between the parties for the settlement of the original 
litigation for trademark infringement and unfair competi- 
tion; and it was that stipulation, which was accepted and 
approved by the Court, which provided that if Dart vio- 
lated any of the provisions of the stipulation, then the 
Court was empowered to grant all the relief prayed for in 
the complaint. There is no question on this appeal but that 
Dart committed acts in violation of the provisions of the 
stipulation and the decree of the Court: and, accordingly, 
the Court below ruled at the end of the hearing that it 
would ‘(approve an order, to be presented, enjoining the 
defendant [Dart] from the conduct complained of in the 
original bill of complaint.’’ (JA 102) 
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The sole question presented on this appeal, therefore, is 
whether the Court’s injunction against the use of the name 
BIOVIDON was reasonable relief to protect the rights of 
Schering, as the owner of the CORICIDIN trademark, 
against farther infringement and to insure obedience of 
the decree of the Court. 


A. The Relief Granted Was Necessary and Reasonable to 
Protect the Trademark Rights of Schering 

In the complaint the prayer for relief included a request 
for a permanent injunction to restrain Dart “‘from further 
acts of unfair competition, false, misleading and deceptive 
claims, descriptions and representations, and trademark in- 
fringement, as herein described, in violation of the Lanham 
Trade-Mark <Act.”? (JA 14) In addition, the Court was 
requested to ‘enter such other and further orders as may 
be necessary and appropriate in order to dissipate the 
effects of the violations of law alleged herein and to restore 
fair competition and make plaintiff whole.’ (Ibid)* In other 


words, the prayer for relief asked the Court to exercise its 
full statutory and equitable powers to dissipate the effects 
of past violations and to prevent future violations of the 
rights of Schering. 


Based on the record of violations by Dart, the Court 
below was certainly justified in issuing an injunction against 
the further use of the name BIOVIDON. By its repeated 
violations, Dart not only demonstrated its contemptuous 
disregard for the rights of Schering and the orders of the 
Court, but it demonstrated further that the use of the name 
BIOVIDON was an open invitation to trademark infringe- 
ment. Even Dart admitted the difficulties it encountered in 
trying to locate the illegally designated BIOVIDIN among 
its other products designated BIOVIDON. The only effec- 
tive way to eliminate this type of confusion was to require 


3 Paragraph J of the prayer for relief requested ‘‘that plaintiff be granted 
such other and further relief as the nature of the case may require and as may 
appear just and appropriate to this Honorable Court.’’ (JA 14) 
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Dart to adopt a designation for its products which would 
not have the likelihood of creating confusion and causing 
injury to the trademark rights of Schering. 


The authority for the Court’s prohibition against the 
use of BIOVIDON is firmly settled in the trademark and 
unfair competition cases dealing with relief. After viola- 
tion is found, the courts insist that the trademark infringer 
must adopt a name and dress for its product which is dis- 
similar from that of the infringed trademark. The appli- 
cable law is summarized in a Seventh Circuit Court of 
Appeals opinion, Independent Nail € Packing Co. v. Strong- 
hold Screw Products, Inc., 215 F.2d 434 (7th Cir. 1954). 
The conduct of the defendant in that case parallels Dart’s 
in this case. In the original action, the defendant was 
enjoined from using the plaintiff’s trademark STRONG- 
HOLD. The defendant then turned around and adopted 
the name STRONGSCREW and printed it in the same 
logotype. In a subsequent proceeding, the Court of Ap- 
peals held that due trademark protection requires the 
defendant to use a name that was a safe distance away from 
the margin line. Quoting established principles from ear- 
lier opinions, the Court of Appeals said: 


‘In Northam Warren Corp. v. Universal Cosmetic Co., 
7 Cir., 18 F.2d 774, this court said, at page 775: ‘One 
entering a field of endeavor already occupied by an- 
other should, in the selection of a trade-name or trade- 
mark, keep far enough away to avoid all possible con- 
fusion.’ In Weiner v. National Tinsel Mfg. Co., D.C., 
35 F.Supp. 771, 772, the court said: ‘The late comer in 
such an established field is under a special duty to avoid 
confusion.’ ”’ (215 F.2d at 436)? 


On the question of the remedy, the court emphasized that 
effective relief would require that the infringer adopt a 


1 Quoted and followed more recently in Harold F, Ritchie, Ine. v. Chese- 
brough-Pond’s, Inc., 281 F.2d 755, 758 (2nd Cir, 1960); G. D. Searle $ Co. v. 
Chas, Pfizer $ Co., Inc., 265 F.2d 385, 387 (7th Cir.), cert. denied, 361 U.S, 
819 (1959). 
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mark that was substantially different from that of the 
plaintiff. 

“Plaintiff, being entitled to relief, was entitled to 
effective relief. William R. Warner & Co. v. Eli Lilly 
& Co., 265 U.S. 526, 532, 44 S.Ct. 615, 68 L.Ed. 1161. 
‘The due protection of trade-mark and similar rights 
rege that a competitive business, once convicted of 
‘air competition in a given particular, should there- 
after be required to keep a safe distance away from the 
margin line—even if that requirement involves a handi- 
cap as compared with those who have not isqualified 
themselves.’ Broderick & Bascom Rope Co. v. Manoff, 

6 Cir., 41 F.2d 353, 354.” (Id. at 436-37) 


In a Fifth Cireuit case, the Court of Appeals was pre- 
sented with a factual situation similar to the instant case. 
Eskay Drugs, Inc. v. Smith, Kline & French Laboratories, 
188 F.2d 430 (5th Cir. 1951). There, by consent decree, the 
defendant was enjoined from using the registered trade- 
mark “Eskay”’ or any colorable imitation thereof. The 
infringer then adopted as its trademark the name ‘‘Enkay”’. 


This new name, as in the instant case, was but one letter 
away from violation. 


In a later contempt action, the Court of Appeals upheld 
the lower court’s ruling that the new name ‘“‘Enkay’’ vio- 
lated the injunction. In this connection the court stated: 


“Tn such a case as this, where the appellants have been 
found guilty of infringing the tra e-mark rights of 
others, they should thereafter be required to keep a 
safe distance away from the dividing line between 
violation of, and compliance with, the injunction. They 
must do more than see how close they can come with 
safety to that which they were enjoined from doing. 
Appellants, by the use of the word ‘Enkay,’ are try- 
ing to come about as close as is conceivably possible to 
a continuance of the use of the word ‘Eskay,’ which 
they are prohibited from using by the final judgment. 
If this court permitted such an act, it would render 
ineffective the consent decree entered into between these 
game parties, which we do not intend to do! (188 F.2d 
at 432; fn. omitted) 
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One of the leading authorities on trademark law sum- 
marized the law as follows: 


“In a contempt proceeding one who has been found 
guilty of unfair competition must do more than see 
how close he can with safety come to the name or dress 
he was enjoined from using on his goods. He must 
‘get well away from the dividing line between violation 
of and: compliance with the injunction.’ ’” 


Quite clearly, then, the law is that a company found 
guilty of trademark infringement should be required ‘‘to 
keep a safe, distance away from the dividing line between 
violation of, and compliance with, the injunction.’’ Cer- 
tainly Dart did not do this. By stipulation and court de- 
cree, Dart was originally prohibited from using the name 
BIOCIDIN or any name with certain specified syllables 
including ‘‘DIN’’. To facilitate a bona fide name change, 
Schering even agreed to contribute to the costs that would 
be incurred by Dart. Yet, with a limitless selection of 
names suitable for its products and with every reason to 
‘‘keep far enough away to avoid all possible confusion,”’ 
Dart did exactly the reverse. It adopted the name BIO- 
VIDON. Obviously BIOVIDON was as close to BIO- 
CIDIN as human ingenuity could devise without violating 
the prohibitions. Technically, the new name was permis- 
sible under the stipulation, but it certainly did not represent 
a good-faith attempt to use a dissimilar name so as to 
prevent any likelihood of confusion or of future violation. 
As the courts have stated so frequently: 


“Tt is so easy for the honest business man, who 
wishes to sell his goods upon their merits, to select 


1 Nima, Unfair Competition and Trade-Marks (4th ed. 1947), p. 1188. See 
further discussion under Section 373g, particularly where the author draws 
attention to the type of evasion evidenced by this case: 


‘«Another method of trying to avoid the effect of an injunction is to 
adopt a new name closely similar to the prohibited name and to the plain- 
tiff’s name, but which consists of a word in the public domain which under 
normal circumstances would not be enjoined. This also may be held to be 
contempt.’’ (p. 1191) 
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from the entire material universe, which is before him, 
symbols, marks and coverings which by no ssibility 
ean cause confusion between his goods and those of 
competitors, that the courts look with suspicion upon 
one who, in dressing his goods for the market, ap- 
proaches so near to his successful rival that the public 
may fail to distinguish between them.’’* 


In considering Dart’s imitation of the Schering trade- 
mark, it must be remembered, too, that this action was not 
based solely on infringement but, as the complaint shows, 
Dart was charged with one of the boldest forms of slavish 
imitation. (JA $14) Apart from trademark simulation, 
Dart slavishly copied every other aspect of the CORI- 
CIDIN product—the tablets, container and label—and in 
each case matching the size, color and shape.* In short, 
Dart’s whole course of conduct revealed a persistent at- 


2 Florence Mfg. Co. v. J. C. Dowd § Co., 178 Fed. 73, 75 (2nd Cir. 1910); 
reeently quoted and followed in Harold F. Bitchie, Inc. v. Chesebrough-Pond’s 
Iac., 231 F2a 755, 758 (2nd Cir. 1960); Atlantic Monthly Co. v. Frederick 
Ungar Publishing Co., 197 F.Supp. 524, 532 (8.D.N.Y. 1961). 

In Q-Tips v. Johnson ¢ Johnson, 206 F. 2d 144, 147 (3rd Cir. 1953) cert. 
denied 246 US. 867 (1953), the Third Circuit said: 

“It is quite clear why, with all the possibilities open to it, defendant 
made this choice. * * * The evidence is convincing that defendant made its 
choice of ‘“Cotton Tips’’ in order to come as close as it thought legally 
possible to ‘‘Q-Tips’’ and bas in the reflected popularity of plaintiff’s 
mame.’’ 


Another example is 4. Smith Bowman Distillery, Ino. v. Schenley Distillers, 
Inc., 198 F. Supp. 822, 825-27 (D. Del. 1961) where the court quite naturally 
was not impressed with defendant’s explanation that it did not try to imitate 
‘<Virginia Gentlemen’’ for its bourbon, but ‘‘just hit upon’’ the name «“Indi- 
ana Gentlemen”’. 


2 Contrary to Dart’s contention, Schering has never ‘‘dropped’’ the simula- 
tion of the label and tablets. (See App. Br. 2, fn. 1) Schering’s position 
throughout has been that the yarious elements of simulation must be con- 
sidered together and not in isolation. (JA 54, 62) Shortly after the complaint 
was filed, Dart, apparently to establish some basis for differentiating its prod- 
net, changed the color of its label from maroon to black and yellow (JA 62); 
and in the stipulation Dart agreed not to revert back to the maroon label and 
that if it made any further changes in the design, color or text of its label 
that they would be of ‘‘a greater dissimilarity’? than the CORICIDIN label. 
(See JA 37 and JA 53) 
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tempt to-come as close as possible to a trademark product 
with a high degree of established good will. 


The new name BIOVIDON, as the history of usage has 
shown, was not easily distinguishable from BIOVIDIN or 
BIOCIDIN; and as a result, its use gave rise to repeated 
violations of the Court’s orders. Obviously the relief in the 
stipulation and first Court decree proved ineffective. On 
the basis of the violations, the District Court therefore con- 
cluded that Schering was entitled not merely to the limited 
relief embodied in the stipulation agreement, but, in accord- 
ance with that stipulation, to the full measure of relief 
prayed for in the original complaint. (See JA 68-69) Un- 
der these circumstances, we submit that the Court below 
quite properly determined that effective relief included the 
enjoining of the further use of the name BIOVIDON. In 
doing so, it did no more than exercise, pursuant to Section 
34 of the Lanham Act, its “power to grant injunctions, 
according to the principles of equity and upon such terms 
as the court may deem reasonable, to prevent the violation 
of any right” of a registered trademark owner. (15 
US.C.A. § 1116)? 


B. The Relief Granted Was Necessary and Reasonable To Insure 
Obedience To the Court’s Decree 


The injunction against BIOVIDON was additionally 
needed to insure compliance with and to prevent further 
violations of the orders of the Court. Dart no longer con- 
tests that its use of BIOVIDON resulted in a series of 
violations of the court-approved stipulation and its first 
decree. In the hearing before J udge Tamm, Dart admitted 
that it flagrantly disobeyed the Court’s orders, but it sought 
to explain these violations by attributing them to “errors”? 


1See, og. Lincoln Restaurant Corp. v. Wolfers Rest, Inc., 291 FP. 24 302, 
308 (2nd Cir.) cert. denied, 368 U.S. 889 (1961); Audio Fidelity, Inc. v. 
High Fidelity Recordings, Inc., 283 F, 2a 551, 556-57 (9th Cir. 1960); 4. Smith 
Bowman Distillery, Inc. v. Schenley Distillers, Inc., 198 F. Supp. 822, 896.27 
(D, Del. 1961). 


2See excellent discussion of trademark injunctions in 4 Callmann, Unfair 
Competition and Trade-Marks, § 88 (2nd ed. 1950). 
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and “mistakes” of others while nevertheless conceding its 
responsibility for their actions. (JA 71, 104) By its very 
explanations, Dart only confirmed the need for the relief 
granted by the Court. 


The first violation—the bulletin announcing BIOVIDIN 
as the new name—was supposedly an error of the office 
personnel. (JA 74-75; also 63) The second violation—the 
advertisements of BIOCIDIN in the two newspapers—was 
attributed to ‘‘an obvious definite error on the part of the 
advertising agency.”? (JA 75) The third and fourth viola- 
tions—the red and white tablets labeled BIOVIDIN—were 
allegedly due to the ‘‘error’’ and “mistake”? of the drug 
supplier? (JA 73-74, 76-77, $4) Dart admitted that it did 
not detect the illegally labeled product and that it reached 
its own retail stores. (JA 72-73) But, Dart claimed, when 
it learned of the mislabeled merchandise, it issued instruc- 
tions, first in February and again in April, to its store man- 
agers to physically check and remove all BIOVIDIN-labeled 
products. (JA 76-77, 83, 92-93) Despite these efforts, Dart 
still failed to detect and remove all the mislabeled mer- 
chandise. (Ibid.; also JA 98) As for the window display 
of BIOVIDI, Dart explained that ‘‘we just missed it and 
we are sorry for that.’’ (JA 82) As further explanation, 
Dart stated that even the warehouse manager and another 
person went to all the stores to check specifically the window 
displays but ‘‘they apparently missed this one.”’ (JA 83, 
92) 

Surely these explanations, in sum, constitute a clear ad- 
mission that the name BIOVIDON was so close to the 
names banned by the original injunction that those persons 
handling the product could not avoid violating the decree. 
This was not only true for third parties such as the adver- 
tising agency and the drug manufacturer, but it was equally 
true for Dart’s skilled personnel including its own profes- 


1 This explanation, it should be added, seems highly implausible since the 
supplier must have copied labels supplied by Dart. (See JA 66-67, 87-88) 
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sional pharmaceutical employees. Even when these people 
were specifically on notice of the illegally labeled products, 
they admittedly were unable to detect such products among 
their other merchandise because of the similarity of the 
name and appearance of the products. For Dart to argue 
now that the ‘‘errors’’ and ‘‘mistakes’’ were ‘‘inadvertent” 
only more forcefully shows the inherent likelihood of their 
repetition if Dart is permitted to continue to use the name 
BIOVIDON:* 


On the other hand, the simple fact is that none of the 
violations would have occurred if Dart, after agreeing to 
change its name, had adopted a genuinely dissimilar name 
for its products. Certainly Dart was unable to come up with 
any explanation for its violations other than the errors and 
mistakes caused by the similarity between BIOVIDON and 
the prohibited names. In view of this whole situation, it was 
certainly reasonable to conclude that the only way to avoid 
a repetition of such violations was to enjoin the use of 
BIOVIDON and thereby require Dart to adopt a name that 
does not stand precariously balanced on the line between 
compliance with and violation of the injunction. (See JA 
108) 


The groups of cases cited and briefly discussed in the 
appeal brief of Dart are wholly inapposite to the basis for 
the injunctive relief granted by the District Court. 


In the argument portion of the brief (App. Br. pp. $-13), 
Dart makes reference to cases supporting the proposition 
that confusing similarity is required in an adjudication 
of trademark infringement and unfair competition. This is 
true enough, but the proposition has no application here. 
The District Court’s injunction in this case was not based 
upon a trial and adjudication, but instead upon the stipula- 


1 Even learned counsel could not avoid the confusion of namea. See refer- 
ence by counsel for Dart to BIOVIDON ‘‘DC’’ meaning BIOVIDIN ‘‘DC’’. 
(JA 82) Counsel for Schering was by no means immunized from the confusion. 
Seo Errata, JA 60. 
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tion agreement between the parties which provided that 
upon violation Schering was entitled to the full relief 
prayed for in the original complaint. 


The same kind of argument now advanced by Dart was 
made in the Eskay case, supra. There, as here, the appel- 
lants in a contempt action admitted violating the decree but 
ther argued that the court, in prohibiting the use of 

“‘Enkay”’, did not hold a trial to determine ‘‘whether the 
public would be confused by the appellants’ use of the term 
‘Enkay’ ’”?. (188 F.2d at 431) In rejecting this contention, 
the Court of Appeals rightly pointed out that in a contempt 
case based upon a consent judgment, the proceeding was 
““beyond the stage of trial on the issue of infringement.”’ 
(Ibid.) 

CONCLUSION 


For the foregoing reasons we submit that the order of 
the District Court should be affirmed. 
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Appellants deem it necessary to file a reply brief to present its 
position on certain statements and arguments set out in Appellee's brief 
which were not treated in Appellants" brief. 
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REPLY TO COUNTER STATEMENT OF FACTS 


1. In its brief Appellee (Schering)" states that Dart treats its 
case as though it were an appeal from a decree based on a trial on the 
merits rather than an appeal from a finding of contempt (S. br. 1). 
Schering then states that a fault with Dart's statement of facts is that it 
omits facts that are essential to an understanding of the action of the 
District Court. Schering proceeds to set forth statements which it 
believes will be helpful to the Court. logically, the statements set 
forth are allegations of Schering's complaint in the original action in 
this case, which allegations pertain to the merits of a claimed infringe- 
ment and have no bearing whatsoever upon the issue in this Appeal. 
Indeed, Schering's contention that the allegations set forth on pages 2 
and 3 of its brief will be helpful to the Court is tantamount to admitting 
that the District Court should not have enjoined the use of Dart's trade- 
mark in the absence of proof of infringement or unfair competition. 


2. On page 3 of its brief, Schering quotes in part paragraph 2 of 
the Stipulation which was entered into between the parties on January 12, 
1961. Significantly, Schering does not set forth the sentence of para- 
graph 2 immediately following the incomplete sentence quoted in 
Schering’s brief. The sentence not set forth shows that Schering agreed 
that the use of trademarks using the syllable "BIO", trademarks contain- 
ing two or three syllables and a trademark containing "DON" as an end- 
ing syllable would not be deemed in violation of the Stipulation. (JA 36- 
37). 


, For convenience, Appellee is referred to as "Schering", Appellants are 
referred to as "Dart", the Joint Appendix is referred to as "JA", Schering's 
brief is referred to as "S. br.", and Dart's main brief is referred to as "D. br.". 
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REPLY TO ARGUMENT : 

In support of its position, Schering cites a number of cases in 
which courts have held that a trademark infringer must adopt a name 
and dress for its product which is dissimilar from that of the infringed 
trademark. (S. br. 13-17). It is submitted that none of the cited cases 
are applicable since all of them involve factual situations in which the 
defendants were found or admitted to be trademark infringers. In the 
instant case, there has been no trademark infringement, nor has there 
been any admission of a trademark infringement. There has been a 
violation of a stipulation and a decree entered pursuant to such stipula- 
tion. However, there has never been a finding that Dart has infringed 
Schering's trademark. It is interesting to note the ingenious way in 
which Schering presents its argument; namely, in a way that causes the 
reader to lose sight of the fact that Schering's trademark is CORICIDIN 
and that the trademark used by Dart is BIOVIDON. Merely setting the 
two names alongside each other and comparing them makes it apparent 
that Dart's trademark BIOVIDON is not confusingly similar to Schering's 
trademark CORICIDIN. The last syllable (DON) of Dart's trademark 
does have only one letter which is different from the last syllable (DIN) 
of Schering's trademark. However, it is apparent from paragraph 2 of 
the Stipulation that Schering agreed that a trademark having a last 
syllable DON would not be deemed in violation of the Stipulation. 


Schering continues its efforts to insert in its argument questions 
concerning alleged simulation of its product - the tablets, container and 
label - and their size, color and shape.(S. br. 16) As pointed out on page 
2 of Dart's brief, these matters were dropped from the case early in 
its history. (D. br. 2). It should also be noted that paragraph 6 of the 
Stipulation provides as follows: 


“Plaintiff agrees that this stipulation shall not in any way 
restrict or limit defendants, their successors or assigns, 
or any firm owned or controlled by any defendant or their 
officers, agents or employees, from producing and selling 
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a cold tablet, cold syrups or nasal sprays containing 
the same ingredients as are contained in the defend- 
ants' said products sold on the date hereof under the 
BIOCIDIN trade name or trade mark; plaintiff agrees 
that subject to the provisions of paragraphs 2 and 3 of 
this stipulation, the sale of said products in their 
present formula, shape, color and size and in the 
present bottles, with their present labels, including 
specifically the color, design and language thereon, 
does not violate this stipulation, does not infringe on 
plaintiff's trade name or trade mark, and does not 
constitute unfair competition to the plaintiff;" 


(J.A. 37-38) 


Defendant concludes its argument by stating that the relief granted 
by the United States District Court was necessary and reasonable to as- 
sure obedience to the Court's Decree (S. br. 17-20). Upon this basis, 
Schering contends that the District Court injunction against the use of 
the trade name BIOVIDON by Dart was proper even though not based 
upon a trial and adjudication as to whether there was an infringement. 


In support of this argument, Schering relies upon Eskay Drugs, Inc. v. 
Smith, Kline & French Laboratories, 188 F. 2a 430 (5th Cir. 1951) 


(S. br. 2G), and closes with a quotation that in rejecting a con- 
tention in that case that a trial should have been held to determine 
whether the public would be confused by the particular trade names 
involved therein, "The Court of Appeals rightly pointed out that in 
a contempt case based upon a consent judgment, the proceeding was 
"beyond the stage of trial on the issue of infringement’ " (S. br. 20). 


The patent fallacy of Schering's argument and its reliance upon 
the Eskay case is found in the following statement by the Court in that 
case at page 431: 


"If this case had gone to trial on the issue of infringement, 
it would ‘certainly have been necessary and proper for the 
trial court to receive evidence as to the nature of Appel- 
lant's business, and whether there was a possibility of 
deception by the use of the term "Eskay". But since 


there was an admission of infringement in the consent 
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decree, and since appellants were enjoined from the 
further use of the term "Eskay" or 


denitation thereot, there was no longer present the issue 

of infringement. Appellants waived their right to sub- 
mit such evidence when they consented to the final judg- 
ment. When the appellee filed its petition for an order 
of civil contempt, the proceedings. were justifiably | 
beyond the stage of trial on the issue of eo 
(Emphasis added). 

There is a significant difference between the Eskay ‘ase and the 
instant case since the first involved a consent decree and an admission 
of infringement and the latter did not involve either. It is submitted 
that the cases set forth in Dart's main brief are in point and that the 


decree enjoining the use of BIOVIDON should be set aside. 


ROBERT B. HIRSCH 
THOMAS SCHATTENFIELD 
| 


Arent, Fox, Kintner, 
Plotkin & Kahn 

1000 Federal Bar Building 

1815 H Street, Northwest 

Washington 6, D. C. | 
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Attorneys for Appellants. 
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(Rep. Dorothy S. Hoffman) filed 


Motion of pltff for final decree pursuant to stipulation filed 
1-12-61; c/m 5-5-61; Exhibits (5) notice M.C. 5-12-61 
filed 


Order enjoining, restraining, and prohibiting defts from 
using any trade name or trademark as stated in this order 
(Provisions of this Decree not to be effective until July 
12, 1961) (N) McLaughlin, J. 


Motion of pltf to adjudge defts in contempt; c/m 4-26-62; 
exhibits (3). filed 


Amendment of pitff to motion to adjudge deft in contempt. 
filed 


Transcript of proceedings, May 31,1962. (Rep. Eva M. 
Sanche) (Clerks Copy) filed 
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Proceedings 


Findings of fact & Decree finding defts guilty of contempt 
of Court; defts fined $500.00 & costs; fine to be paid 
in 5 days; attys' fees & expenses of $2,896.37 awarded 
to pltff, to be paid within 5 days; reaffirming & incorpor- 
ating order & decree of 6-30-61; enjoining & restraining 
defts; within 10 days defts to file affidavit showing 
compliance. (N) Tamm, J. 

| 


Receipt of pltff for costs. | filed 


Deposit of $500.00 by Schattenfield for contempt of 
Court pursuant to order of 6-22-62. 


Transcript of proceedings, 6-21-62. (Rep. E.M. Sanche) 
(Court Copy) 


Affidavit of Charles D. Shipe. | filed 


Order staying part of decree entered 6-22-62 enjc ining 
defts from use of trade name, pending appeal of defts, 
if necessary, ten days after final order on appeal; approving 
supersedeas bond in amount of $2,500.00. (N) Pine, J. 


Notice of appeal by defts, Dart Drug, on decree of 6-22- 62; 
deposit by Schattenfield $5.00; copy mailed to Howrey & 
Simon. 


Supersedeas undertaking in amount of $2,500.00 with 
Peerless Insurance Company approved and | filed 


[Filed Jan. 20, 1960] 
COMPLAINT 


(An Action for Trademark Infringement, Unfair 
Competition, and Misrepresentation, Asking for 
Preliminary and Temporary Injunction, Accounting 


and Damages) 
| 


Plaintiff, Schering Corporation, by its attorneys, brings this action 
against the defendants and complains and alleges as follows: | 
Count One 
I. | 
JURISDICTION | 
1. This is a civil action for unfair competition and misrepresertation 
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arising under the trademark laws of the United States, and an action 
for infringement of a trademark registered in the United States Patent 
Office. Jurisdiction is conferred on this court by 28 U.S.C. 81338 and 
15 U.S.C. 88 1121, 1125(). 
0 
PARTIES 

2. Plaintiff, Schering Corporation, is a corporation incorporated 
under the laws of the State of New Jersey, and having its principal office 
at 60 Orange Street, Bloomfield, New Jersey. 

3. Dart Distributing Corporation (hereinafter referred to as Dart 
Distributing) is a District of Columbia Corporation chartered April 8, 
1958, with its principal office and place of business located at 1801 
Columbia Road, Northwest, Washington, D.C. The current District of 
Columbia telephone directory lists this address as "General Offices" 
for all defendant Dart Drug Stores. 

4. Dart Drug Downtown, Inc. (hereinafter referred to as Dart 
Downtown), is 2 District of Columbia Corporation chartered July 18, 
1957, and operating a retail drug store located at 828 Fourteenth Street, 
Northwest , Washington, D. C. 

5. Dart Drug Corporation, Connecticut Avenue and K (hereinafter 
referred to as Dart Connecticut and K), is a District of Columbia Cor- 
poration chartered September 30, 1958, operating a retail drug store located 
at 1713-15 K Street, Northwest, Washington, D. C. 

6. Dart Drug, 13th and E, Inc. (hereinafter referred to as Dart 
13th and E),is a District of Columbia Corporation chartered July 29, 1959, 
and operating a retail drug store located at Thirteenth and E Streets, 
Northwest, Washington, D. Cc. 

7. Dart Drug, 11th and E, Inc. (hereinafter referred to as Dart 
11th and E), is a District of Columbia Corporation chartered July 29, 
1959, and operating a retail drug store located at 429-37 Eleventh Street, 
Northwest, Washington, D. C. 

8. Dart Drug Corporation, of Maryland, Inc. (hereinafter referred 
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to as Dart Silver Spring), is a Maryland Corporation chartered March 12, 
1956, and operates a retail drug store located at 8511 Fenton Street, 
Silver Spring, Maryland. 
9. Dart Drug Corporation, of Bethesda, Inc. (bereinafter referred 

to as Dart Bethesda), is a Maryland Corporation chartered December 18, 
1958, and operates a retail drug store located at 7227 Wisconsin Avenue , 
Bethesda, Maryland. | 

10. Dart Drug Corporation, of Virginia, Inc. (hereinafter referred 
to as Dart Virginia), is a Virginia Corporation chartered March 16, 1959, 
and operates a retail drug store located at 700 King Street, apie acs 
Virginia. 

11. Dart Drug Corporation, of Delaware, Inc. (hereinafter referred 
to as Dart Delaware), is a Delaware Corporation chartered April 1, 1954, 
qualified to do business in the District of Columbia December 7, 1954, 
and operates a retail drug store at 1801 Columbia Road, Northwest, 
Washington, D. C. : 


12. Herbert H. Haft, 7012 West Greenville Parkway, Chevy Chase, 
District of Columbia, is the principal and controlling stockholder, the 
chief executive officer, and is responsible for the management ae policies 


of each of the defendant corporations. 

13. Alvin A. Shapiro, 621-24th Street, South, Arlington, Virginia, 
is part owner and local agent for Dart Drug Corporation, Connecticut 
and K; Dart Drug, 11th and E, Inc. and Dart Drug, 13th andE, Inc. 

Ol | 
NATURE OF PLAINTIFF'S BUSINESS : 

14. Plaintiff, Schering Corporation, is incorporated under the 
laws of the State of New Jersey, having its principal office and place of 
business at Bloomfield in said State, and is engaged in research, devel- 
opment, manufacture, distribution and sale of medical and pharmaceutical 
preparations to the medical professions, hospitals and to consumers 
through over 50,000 local drug stores, pharmacies and epotbecaes 
located throughout the United States. 
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15. In the course of its said business plaintiff developed an effec - 
tive cold remedy consisting of chlorprophenpyridamine maleate, aspirin, 
phenacetin and caffeine. Plaintiff coined as a trademark for use on this 
special formula the word CORICIDIN, derived from a conjunction of two 
Latin roots, "cori," meaning "cold,” and "cidin,” meaning "kill." This 
CORICIDIN trademark was registered with the United States Patent Office 
on the principal trademark register, pursuant to the Lanham Trademark 
Act of 1946, on November 21, 1950, Registration No. 533,777, and con- 
tinues now to be owned by plaintiff and to be valid, subsisting and uncan- 
celled. A copy of said registration certificate is attached hereto as 
Exhibit A. 

16. As declared in its trademark registration with the United States 
Patent Office , plaintiff first used the CORICIDIN trademark in commerce 
in the United States on August 18, 1949. 

17. Plaintiff devised a unique package, label and tablet design 
incorporating distinctive identifying features. The formula was combined 
into glazed red-colored tablets of a flattened spherical shape, with each 
tablet containing the following proportions of the formula: 

Chlorprophenpyridamine maleate - 2 mg. 

Aspirin - 2.23 Gm. 

Phenacetin - 0.16 Gm. 

Caffeine - 0.03 Gm. 
These tablets were packaged in various sized bottles, the two most popular 
consisting of 25 and 100 tablets. The label design consisted of maroon 
lettering on a white background, as more fully described in paragraph 30 
of this complaint. 

18. Plaintiff's CORICIDIN was originally sold on prescription only. 
In July 1951 CORICIDIN was removed from the status of a prescription- 
only drug and was sold over the counter to the public without the need of 


a prescription. Starting in 1953, various companion products were mar- 
keted under the CORICIDIN trademark. These included CORICIDIN 
FORTE , CORICIDIN MEDILETS (for children), CORICIDIN COUGH SYRUP, 
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CORCIDIN with Codeine, etc. The net sales of CORICIDIN tablets in- 
creased from about $600,000 in 1949 to about $7,000,000 in 1959. The 
net sales of all the plaintiff's CORICIDIN trademarked products, in- 
cluding tablets, were about $9,000,000 in 1959. | 

19. During the years 1955 to 1959, plaintiff spent approximately 
$650,000 each year for advertising and promoting the sale of CORICDDIN. 
At the beginning of the period these expenditures were mainly for pro- 
motion to physicians; thereafter emphasis has also been pinot on point- 
of-sale promotion aimed at the consumer. 

Iv, 
NATURE OF DEFENDANTS’ BUSINESS 

20. The individual defendants named herein own, operate, manage , 
direct and control the corporate defendants named herein. All of the 
defendant corporations are operated as a unit of a single enterprise under 
the direction, ownership and control of the individual cates? named 
herein. 

21. Defendant Dart Distributing serves as purchasing nour jobber, 
warehouser, manufacturer and distributor to the other corporate defen- 
dants, hereinafter referred to collectively as Dart Drug Stores. 

22. The Dart Drug Stores consist of high volume, self-service 
discount drug stores operating in the metropolitan Washington, D.C. 
area, including Alexandria, Virginia; Bethesda, Maryland; oi Silver 
Spring, Maryland. 

28. The defendant Haft manages and operates the defendants Dart 
Drug Stores and Dart Distributing as a single enterprise having the same 
merchandise, prices and policies. The Dart Drug Stores engage in 
common advertising, viz., newspaper advertisements of sales by "Dart 
Drug Stores" listing the various locations of each Dart Drug Corporation 
in such a manner as would indicate to the reader that the individual Dart 


Drug defendants were branches of a single corporate chain of discount 


drugstores having common ownership and management. 
24. The Dart Distributing defendant likewise has ownership and 
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management in common with the defendant Dart Drug Stores and serves 
the function of purchasing and manufacturing merchandise for distribu- 
tion to the various defendant Dart Drug Stores for resale to the consuming 
public. 

25. Defendants named herein have purchased CORICIDIN directly 
from plaintiff through orders placed by and shipments made to the 
defendant , Dart Distributing Corporation, at 5458 Third Street, Northeast, 
Washington, D.C. 

Vv. 
OFFENSES CHARGED 

26. During 1959, defendants named herein started to produce and 
distribute a colorable imitation of plaintiff's distinctive CORICIDIN cold 
tablets. In an effort to misappropriate the goodwil and consumer accep- 
tance which plaintiff had successfully created for CORICIDIN, defendants 
copied not only the identical formula, with the insignificant substitution 
of salicylamide for aspirin, but they also coined as a trademark the word 
BIOCDIN. 

27. Plaintiff's trademark CORICIDIN is a fanciful trademark and 
has acquired a secondary meaning for plaintiff's special cold remedy, 
as demonstrated by its overwhelming public acceptance. This secondary 
meaning, as shown by plaintiff's sales of the product, is a result of the 
high quality of the product and plaintiff's extensive promotional activities 
and expenditures hereabove stated. 

28. To trade on the goodwill thus created by plaintiff, defendants 
imitated the CORICIDIN trademark by adopting a trademark containing 
the same number of syllables, having the same stress pattern with pri- 
mary accent on the first syllable and secondary accent on the third. 

The last two syllables of CORICIDIN and BIOCIDIN are identical. The 
initial sounds of CORICIDIN and BIOCIDIN are both what are known as 
"voiced plosives" and are acoustically similar; the only dissimilar sound 
in the two trademarks is the "r” in CORICIDIN. Such slight differences 
in the sound of similar trademarks do not protect the trademark offender. 
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Defendants' BIOCIDIN mark is a "colorable imitation” and so resembles 
plaintiff's registered trademark as to be likely to cause confusion or 
mistake or to deceive purchasers as to the sources of origin of the goods. 
The trademarks CORICIDIN and BIOCIDIN designate the products which 
have virtually identical formulas, identical uses, and are sold to the 
public through the same channels of trade. Plaintiff's products are 
widely promoted by word-of-mouth advertising and are generally pur- 
chased by the consuming public through oral or telephone requests. 
These products, of plaintiff and of the defendants, are sold to the same 
class of purchasers and all sales are made without direct advertising 

to the ultimate consumer. ) 

29. Defendants fashioned a label closely resembling plaintiti’s 
unique design for its CORICIDIN and made their tablets virtually a 
Chinese copy of plaintiff's CORICIDIN in consistency, color, shape and 
size. Even the size and shape of the popular 100 tablet bottle was copied. 
The similarity of the two packages is illustrated in the photograph attached 
hereto as Exhibit B. | 

30. Defendants have attempted to copy the wording on plaintiff's 
label with only minor word substitutions and paraphrasing. This simil- 


arity is demonstrated by side-to-side comparison of the two labels. 
A. Left Panel : 


BIOCIDIN 


Analgesic, Antihistaminic n 
Antipyretic 


Each tablet contains: 
Chlorprophenpyridamine 


CORICIDIN 


Antihistaminic-Analgesic - 
Antipyretic Compound 


Each tablet contains: 


Chlor-Trimeton Maleate..2mg. 
(1/30 gr.) 
(Chlorprophenpyridamine 

Maleate) 

Aspirin. . . . .0.23 Gm. (3-1/2 gr.) 

ieee S . 0.16 Gm. (2-1/2 gr.) 

Caffeine .. . .0.03 Gm. (1/2 gr.) 


Do not exceed recommended dosage. 


*Salicylamide ... 3 1/2 gr. 
Phenacetin. . -2- 1/2 gr. 
Caffeine....... 1 gr. 


Do not exceed recommended 


If drowsiness occurs, do not drive 
or operate machinery. 


dosage. If drowsiness occurs, 
do not drive or operate machinery. 


CORICIDIN 


IMPORTANT: If pain or symptoms 
persist or are unusually severe, 
consult your physician. 


BIOCIDIN 


*Newer more effective replace - 


ment for Aspirin. Will not 
upset stomach. 


B. Center Panel 


Schering 
100 tablets 
Family Size 
CORK DIN 


To relieve: 
Cold Symptoms; fever, aches and 
pains accompanying 2 cold; 


CORICIDIN 


Simple headache, neuralgia and 
minor muscular aches and pains; 
Pain of tooth extraction and 
other dental procedures; 
Functional (menstrual) pain. 
Warning: Keep medicines out of 
reach of children. 


SCHERING CORPORATION 
Bloomfield, New Jersey 


Price, $3.98 
100 tablets 
BIOCIDIN 


To relieve: 
Cold symptoms, fever, aches 
and pains due to a cold. 


BIOCIDIN 


Simple headache, minor muscular 
aches and pains, neuralgia and 
toothache. 

Functional (menstrual) pain. 


Prepared expressly for KENT 
PHARMACAL LABS. 
Wilmington, Del. 


C. Right Panel 


100 tablets 
Family Size 
CORICIDIN 


Dosage: Cold Symptoms: 2 
tablets at the first sign; then 
4 tablets daily (one every four 
hours). 


Continue treatment as needed 
if relief is obtained within 72 hours. 


Dosage: Other Indications 
Listed: 1 or 2 tablets to 
start. Then 1 tablet every 
four hours as needed. 


Children age 6 to 12: one-half 
adult dosage. Under six, con- 
sult your physician. 


Dosage: Cold Symptoms: 2 
tablets at the first sign; 
then 4 tablets daily (one 
every four hours). 


Continue treatment as needed 
if relief is obtained within 72 hours. 


Dosage: Other Indications 
Listed: 1 or 2 tablets to 
start. Then 1 tablet every 
four hours as needed. 


Children age 6 to 12: one-half 
adult dosage. Under six, con- 
sult your physician. 


xxx 
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31. Plaintiff's sales catalog suggests a list price of $3.98 for its 
100 tablet bottle of CORICIDIN and $1.08 for its 25 tablet bottle. Def- 
endants have "pre-ticketed"” their BIOCIDIN with prices identical to 
those suggested list prices. These pre-ticketed prices are marked 
by defendants on the top front panel of the respective labels of BIOCIDIN. 

32. To capitalize on the goodwill and selling power of plaintiff’ 8 
CORICIDIN mark, defendants have and currently are stating to the con- 
suming public, and otherwise misrepresenting to the consuming public , 
in the Washington metropolitan area, that BIOCIDIN is a substitute for 
"CORICIDIN"; that it is "like CORICIDIN"; that it is exactly the same 
thing as CORICIDIN; that it is made according to the same formula as 
CORICIDD;; that it contains the same ingredients as CORICIDIN; and that 
CORICIDIN has lost its patent and anyone can make it now. | 

33. Defendants' adoption and use of the BIOCIDIN trademark, 
similar design and content of its BIOCIDIN tablets, bottles and labels, 
and identical list prices, result in confusion in the consuming public's 


identification of the said respective products of plaintiff and defendants, 
and enable defendants to pass off its BIOCIDIN as CORICIDIN to the sub- 
stantial injury of plaintiff, and defendants have thereby engaged in unfair 
competition. 

34. Defendants, severally and in combination and without. justifi- 
cation or authority, are seeking to interfere with the normal operation of 


plaintiff's legitimate business precisely at the point where the profit of 
plaintiff 's endeavors is to be reaped, by appropriating plaintiff's goodwill, 
as represented in its trademarked CORICIDIN cold remedy and, its dis- 
tinctive product and packaging which have acquired a secondary meaning 
and received widespread consumer preference and acceptance at great 
expense and effort to plaintiff, thereby diverting the profit from plaintiff 
who has earned it to defendants who have not. | 

35. Defendants’ deceptive practices of imitation enable defendants 
to misappropriate the goodwill created through plaintiff's time , expense 
and efforts to establish public preference for CORICIDIN and have resulted 
in the unjust enrichment of the defendants. 
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$6. Special unfair competitive advantage would inure to defendants 
because of the fact that they have not been burdened with any part of the 
time or expense needed to develop the distinctive trademarked product 
and packaging or the product acceptance and preference by the consuming 
public. 

$7. Defendants, by the aforesaid acts and practices, have engaged 
in unfair competition and have infringed plaintiff's registered trademark 
CORICIDIN and have thereby violated Sections 32(1) (a) and 45 of the Lanham 
Trade-Mark Act of 1946, 15 U.S.C. § § 1114(1) (a), 1127. Said trademark 
infringement and unfair competition by defendants has caused, and unless 
restrained will continue to cause, serious and irreparable injury to the 
plaintiff. 


Count Two 


38. Paragraphs 1 through 37 are incorporated in this Count by 
reference. 

39. The actual selling prices at which BIOCIDIN was sold were 
substantially lower than the prices printed on the bottles. The purpose 
and the effect of this false and fraudulent preticketing was and is to lead 
the consuming public into believing that. BIOCIDIN is, in fact, CORICIDIN 
and thereby enable defendants to pass off BIOCIDIN to the public for 
COREKDIN and/or to enable defendants to misrepresent to the consuming 
public that BIOCIDIN is the same product as CORICIDIN but is available 
at a greatly reduced special sale price. 

40. Defendants falsely labeled BIOCIDIN to indicate that it was 
"prepared especially for Kent Pharmacal Labs, Wilmington, Del." 
although there is no record of any such “lab” or other firm by that name 
incorporated or qualified to do business in Delaware nor listed in the 
Wilmington, Delaware telephone directory. The name Kent Pharmacal 
Labs is merely a pseudonym for use by the individual and corporate 
defendants on items manufactured by or for the individual and corporate 
defendants named herein. It is not incorporated and has the same 
address and telephone listing as the defendant , Dart Drug Corporation 
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12 of 1801 Columbia Road, Northwest, Washington, D.C. This false design- 
ation of origin results in misbranding contrary to the express provisions 
of Section 502 of the Federal Food, Drug, and Cosmetic Act, 21 U.S.C.A. 
§ 352(b) (1) (1959 Supp.). Such false representation as to origin adds to 
the confusion of source of BIOCIDIN and further enables defendants to 
pass off BIOCIDIN for CORICIDIN as being the identical or a substitute 
product since CORICIDIN originates in Bloomfield, New Jersey, which is 
the same geographic region as Wilmington, Delaware. 

41. Defendants mislabeled BIOCIDIN by claiming that salicylamide, 
an old and common drug with properties, uses and effects similar to as- 
pirin, is a "newer more effective replacement for aspirin." Salicylamide 
is not a new product and has been known and used by the drug Sy for 
the same purposes as aspirin for many years. 

42. The aforesaid claims and representations of defendants are 
in violation of Section 43(a) of the Lanham Act ,15 U.S.C.A. § 1125(a), 
in that they are false descriptions and representations of goods manufac - 
tured for and sold by defendants in commerce. Said false designations 


and representations made by the defendants have caused, and unless re- 


strained will continue to cause, serious and irreparable injury to the 
plaintiff. 


WHEREFORE , plaintiff prays: 

A. That the Court adjudge and decree that the defendants have 
competed unfairly and have infringed plaintiff's registered CORICIDIN 
trademark, in violation of Sections 32 (1) (a) and 45 of the Lanham Trade- 
Mark Act of 1946, 15 U.S.C. 8 8 114(1) (a), 1127, by copying plaintiff's 
CORICIDDIN formula, tablet design, packaging, labeling and by subsequent 
adoption and use of the mark BIOCIDIN to designate a product having 
identical uses and which is sold through the same channels of trade to 
the same class of customers as plaintiff's CORICIDIN: | 

B. That the Court adjudge and decree that defendants have knowingly 
made false, misleading and deceptive claims, descriptions and represen- 
tations with respect to defendants' BIOCIDIN and that said claims, des- 
criptions and representations violate Section 43(a) of the Lanham Act, 

15 U.S.C. 81125(a); | 
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C. That a preliminary and permanent injunction issue restraining 
defendants, their officers, agents, directors, employees, successors 
and assigns, and each of them, from further acts of unfair competition, 
false, misleading and deceptive claims, descriptions and representations, 
and trademark infringement, as herein described, in violation of the 
Lanham Trade-Mark Act; 

D. That each of the defendants be required to account and pay 
over to the plaintiff all gains, profits and advantages derived by them or 
any of them from said unfair competition, trademark infringement, false, 
misleading and deceptive claims, descriptions and representations; 

E. That the defendants be required to pay to plaintiff, in addition, 
the damages which plaintiff has sustained by reason of said unfair com- 
petition, trademark infringement, false and misleading representations; 

F. That, because of the wilful nature of defendants’ acts herein 
described, the Court enter judgment for plaintiff for three times the amount 
of said damages; 

G. That each of defendants be ordered to deliver up for destruction 
all labels, price lists, signs, prints, packages and wrappers in the possession 
of any of the defendants and bearing the trademark BIOCIDIN thereon; 

H. That the Court enter such other and further orders as may be 
necess2ry and appropriate in order to dissipate the effects of the vio- 
lations of law alleged herein and to restore fair competition and make 
plaintiff whole; 

I. That the Court allow and defendants be required to pay the full 
cost of this suit, including as a part thereof a reasonable fee for the 
services of plaintiff's attorneys, and, 

J. That plaintiff be granted such other and further relief as the 
nature of the case may require and as may appear just and appropriate 
to this Honorable Court. 


HOWREY & SIMON 
as 


By/s/ William Simon 


/s/ Richard E. Day 
January 20, 1960 Attorneys for Plaintiff 
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AFFIDAVIT 


State of New Jersey ) 
County of Essex ) 


Richard J. Bennett, being duly sworn, deposes and says: 

That he is Secretary of the Schering Corporation, that he has read 
the foregoing complaint and that he agrees with the statements contained 
herein. : 

The affiant further says that he knows the information contained 
therein to be true, with the exception of paragraphs 3 to 13, 20 to 24, 32, 
39 and 40, and that with respect to said paragraphs, he believes the in- 
formation contained therein.to be true. 

/s/ Richard J. Bennett 


[JURAT dated January 18, 1960] 


“EXHIBIT A" 
Registered Nov. 21, 1950 Registration No. 533, 77 
PRINCIPAL REGISTER 
Trade-Mark 
Sec. 8 affidavit accepted 
Sec. 15 affidavit filed on Mar. 9, 1956 
UNITED STATES PATENT OFFICE 
Schering Corporation, Bloomfield, N. J. 
Act of 1946 
Application October 11, 1949, Serial No. 586,112 
CORICIDIN 
STATEMENT 
Schering Corporation, a corporation duly organized under the laws 
of the State of New Jersey, located and doing business at No. 2 Broad Street, 
Bloomfield, in the County of Essex, State of New Jersey, has adopted and 
is using the trade-mark shown in the accompanying drawing, fora 
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PHARMACEUTICAL PREPARATION INTENDED FOR THE ALLEVIATION 
OF THE COMMON COLD AND OTHER VIRUS DISEASES, in Class 18, 
Medicines and pharmaceutical preparations, and presents herewith five 
specimens showing the trade-mark as actually used in connection with 
such goods, the trade-mark being applied to labels affixed to the goods, 
and requests that the same be registered in the United States Patent 
Office on the Principal Register in accordance with the act of July 5, 
1946. 

The trade-mark was first used on August 18, 1949, and first used 
in commerce among the several States which may lawfully be regulated 
by Congress, on August 18, 1949. 

SCHERING CORPORATION 

By JOHN N. McDONNELL, 
CERTIFIED TO BE A TRUE COPY OF THE REGISTRATION, WHICH IS 
IN FULL FORCE AND EFFECT, WITH NOTATION OF ALL STATUTORY 
ACTIONS TAKEN THEREON AS DISCLOSED BY THE RECORDS OF THE 
UNTIED STATES PATENT OFFICE. SAID RECORDS SHOW TITLE TO 
THE REGISTRATION in Registrant 


/s/ Robert C. Watson 
Commissioner of Patents 


Attest: 
Jan. 14, 1960 


/s/ Edward W. Fietcher, Jr. 
Attesting Officer 


eee 


[Filed Jan. 20, 1960] 
MOTION FOR PRELIMINARY INJUNCTION 


Plaintiff moves the Court, on the verified complaint herein and the 
annexed affidavits of O. W. Angelone , 1346 Connecticut Avenue , Northwest, 
Washington, D. C., and Edward J. Marr, 1346 Connecticut Avenue, Northwest, 
Washington, D. C., for a preliminary injunction enjoining the defendants, 
their officers, agents, directors, employees, attorneys, successors, and 
assigns, and all persons in active concert and participation with them, 
pending the filing, hearing, and determination of this action, from further 
acts of unfair competition, trade-mark infringement, false, misleading 
and deceptive claims, descriptions and representations, as set out fully 
in the verified complaint herein, in violation of the Lanham Trade-Mark 
Act, on the grounds that 

(1) Unless restrained by this Court defendant will perform the 
acts referred to; 

(2) Sach action by the defendant will result in irreparable injury, 
loss and damage to the plaintiff, as more particularly appears 
in the verified complaint; 

The issuance of 2 preliminary injunction herein will not 
cause undue inconvenience or loss to defendant but will 
prevent irreparable injury to plaintiff. 


HOWREY & SIMON 
1707 H Street, N. W. 
Washington 6,D.C. 
EXecutive 3-6450 


By /s/ WILLIAM SIMON 


/s/ RICHARD E. DAY 
Attorneys for Plaintiff 


19 


[Filed Jan. 20, 1960] 
THE UNITED STATES DISTRICT COURT 


FOR THE DISTRICT OF COLUMBIA 
City of Washington ) 


District of Columbia ) 
Mr. O. W. Angelone, being first duly sworn, deposes, aoa | Says: 


That on behalf of Schering Corporation, and at the request of its counsel, 
I entered each of the Dart Drugstores on the dates listed below and asked 
the clerk who waited on me in each store for a bottle of Schering 
Corporation's CORICIDIN cold tablets. The following is a summary of 
the conversations taking place between said sales clerks and myself: 

1. Dart Drug, 17th and K Streets, N.W., Washington, D. C. - 
December 23, 1959. After I asked the clerk for CORICIDIN, he advised 
me that BIOCIDIN is better and costs much less, being $1.27 per 100. 
The clerk pointed out that BIOCIDIN contains the same ingredients as 
CORICIDIN except that BIOCIDIN contains salicylamide which, according 
to the clerk, is four times better than aspirin and is much better for you. 
When I asked the clerk who makes BIOCIDIN, the clerk replied that his 
own firm, Dart Drugs, makesit. The clerk volunteered that Schering 
Corporation recently lost its patent on CORICIDIN and now anybody can 
make it. The clerk stated that Dart has its own labs and makes its own 
and pointed out that, whereas CORICIDIN is $2.88 for 100 tablets, Dart 
sells BIOCIDIN at $1.27 for the same size bottle. CORICIDIN and 
BIOCIDIN were displayed side by side on shelves containing other items 
in this store. The clerk who waited on me was approximately 45 years 
old, short, dark-complected, white, male and wore glasses. 

2. Dart Drugs, 828 Fourteenth St., N.W., Washington, D. Cc. - 
December 23,1959. I asked the clerk for CORICIDIN and he immediately 
replied that I should try BIOCIDIN which is identical and much cheaper. 
The clerk stated that both formulas had the same ingredients and told me 
to note that the labels are the same. I asked the clerk who Kent ‘Labs is 
and the clerk advised me that it is Dart's own firm and that it makes a 
complete line of pharmaceuticals for Dart exclusively. The clerk stated 
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that Schering Corporation must pay for advertising, etc., and that they 
sell CORICIDIN at 2 higher price although there is no difference between 
CORECIDIN and BIOCIDIN other than the price. The clerk pointed out 
that salicylamide is a new replacement for aspirin and is acid-free 

and therefore much better for the person taking it. The clerk emphasized 
the difference in price for the same tablet, BIOCIDIN being sold for $1.27 
whereas COREKCIDIN is sold for $2.88 per 100. Both items were displayed 
side by side on the third shelf of the five-shelf rack in a row aisle. The 
clerk waiting on me in this store was a white male, approximately 5'6", 
wearing glasses, having a full head of hair and talking with a lisp. Another 
clerk interjected, during the sales conversation, and substantiated what 
the first clerk said. 

3. Dart Drug, 1345 E Street, N.W., Washington, D.C. - December 23 
1959. When I asked the clerk for CORICIDIN, he remarked that BIOCIDIN 
(pointing to BIOCIDIN) is just as good and much cheaper since it is put 
up by Dart. The clerk suggested that I compare both bottles and remarked 
that the only difference is that BIOCIDIN contains salicylamide which is 
much better than aspirin, is easier to digest and will not upset the stomach. 
The clerk stated that Schering had lost its patent rights to CORICIDIN and 
noW anyone can use the CORICIDIN formula. CORICIDIN was on display 
on an open shelf at $2.88 for the 100 tablet bottle and BIOCIDIN had a 
preferred position, being displayed on the front counter near the cash 
register at $1.27 for the 100 tablet size. 

4. Dart Drug, 11th and E Streets, Northwest, Washington, D.C. - 
December 23,1959. Upon asking for CORICIDIN, the clerk pointed to a 
nearby shelf and then said that next to the CORICIDIN is BIOCIDIN which 
is actually better and cheaper and will not upset the stomach. When asked 
who Kent Labs is, the clerk stated that it is Dart’s own lab, that it is 
not a lab as such but is only a name that was incorporated in Delaware. 
The clerk stated that BIOCIDIN is made by Hance Brothers in 
Philadelphia , along with other products made exclusively for Dart Drug, 
that Hance makes it and Dart boxes it; that Dart does not pay for ad- 
vertising and therefore can sell it much cheaper than CORICIDIN. The 
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100 tablet size BIOCIDIN is sold for $1.27 andthe 100 tablet size CORICIDIN 
is sold for $2.88. Both formulas were displayed side by side on a shelf. 


The clerk's name was Phil Benson. 

5. Dart Drugs, 1801 Columbia Road, Northwest, Washington, D.C. - 
December 23,1959. When I asked for CORICIDIN, the clerk inquired 
whether it was meant to be for a cold and then suggested that the sufferer 
try BIOCIDIN which is the same thing, containing the same basic com- 
bination and formula, the only difference being that CORICDIN has as- 
pirin whereas BIOCIDIN has salicylamide. The clerk stated that 
BIOCIDIN is made especially for Dart and that Kent Labs, as such, is 
only an outlet name for Dart. The clerk also stated that BIOCIDIN is 
much cheaper at $1.47 per 100 tablet size whereas CORICDIN costs 
$2.88 for the same size. BIOCIDIN was plainly visible on the front counter. 
CORICIDIN was not so visible, being displayed in one of the rear aisles. 
The clerk was a white male, approximately 35 years old, with black hair, 
weighing over 200 lbs. and wearing glasses. 

6. Dart Drug, 8511 Fenton Street, Silver Spring, Maryland - 
December 23,1959. When I asked the clerk for CORICIDIN he stated 
that he had BIOCIDIN which is only $1.27 per 100 tablet bottle and that 
BIOCIDIN gives the same results, that there was no difference between 
the two. When I asked the clerk what Kent Labs is, the clerk responded 
that it is Dart's own lab, although it doesn't really make the product and 
that BIOCIDIN is made elsewhere. The clerk emphasized that! the only 
difference between the two products is the price, plus the fact that 
BIOCIDIN contains no aspirin. The clerk asked me to look at both bottles 
and to note the similarity of the contents. Both products were on display 
side by side on a row shelf, along with other items. BIOCIDIN was priced 
at $1.27 per 100 tablet size and CORICIDIN at $2.88. The clerk was a 
white male, about 40 years old, brown hair, 5'6", 140 lbs. 

7. Dart Drugs, 7227 Wisconsin Avenue, Bethesda, Maryland - 
December 23, 1959. I told the clerk that I felt a cold coming on and asked 
him if he recommended CORICIDIN and the clerk replied, yes, but that 
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BIOCIDIN (pointing to it) is just as good and a lot cheaper, that it contains 
the same ingredients and the only difference is that BIOCIDIN contains 
salicylamide. The clerk stated he was not too familiar with what Kent 
Labs is but was sure that Kent did not make up BIOCIDIN for Dart and 
that it was made by another house. BIOCIDIN sold for $1.27 per 100 
tablet size and CORICIDIN $2.88 for the same size. BIOCIDIN had a 
huge and visible display of several bottles next to the cash register on the 
front counter whereas CORICIDIN was away and down the aisle and not 
So visible. The clerk was approximately 40 years old, white, male, no 
glasses, brown hair, about 5" 9" and 175 Ibs. 

8. Dart Drugs, 700 King Street, Alexandria, Virginia - December 24, 
1959. When I asked the clerk how much he wanted for CORICIDIN, the 
clerk stated that the 100 tablet size was $2.88, that he had BIOCIDIN 
(pointing) for only $1.27 per 100 tablet size. The clerk stated that 
BIOCIDIN was bottled exclusively for Dart, that Dart does not have the 
big company expenses like Schering. The clerk stated that Dart has 
medicines bottled for it and that it has its own salesmen. The clerk 
asked me to compare the formula and note that it is identical with 
CORKCIDIN and that the only difference is that BIOCIDIN has no aspirin. 
The clerk stated that BIOCIDIN is as good, if not better than, CORICIDIN. 
While the clerk was making a sales pitch on behalf of BIOCIDIN to me, 
another customer asked for CORICIDIN and received a similar sales 
pitch in behalf of BIOCIDIN which was apparently successful, since the 
other customer purchased the BIOCIDIN. The BIOCIDIN had a tremendous 
display on the front counter in the prescription section. CORICIDIN 
was on down the aisle away from the front counter. The clerk who waited 


on me was white, male, short, about 33 years old, not wearing glasses, 
dressed in a pharmacist’s white uniform. 
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In all of the stores visited, BIOCIDIN was displayed in bottles 
without a box so that the bottle size and shape and the label and tablet 
were readily visible. 


/s/ OLIVER W. ANGELONE 
1346 Connecticut Ave., N. W. 
Washington, D. C. 


(SEAL) 
[Jurat dated January 18, 1960] 


[ Filed January 20, 1960] 


City of Washington ) 
) ss. 
District of Columbia ) 


Mr. Edward J. Marr, being first duly sworn, deposes, and says: 


That on behalf of Schering Corporation, and at the request of its counsel, 
T entered each of the Dart Drugstores on the dates listed below and asked 
the clerk who waited on me in each store for a bottle of Schering 


Corporation's CORICIDIN cold tablets. The following is a summary of 
the conversations taking place between said sales clerks and myself. 

1. Dart Drug, 17th and K Streets, Northwest , Washington, D.C. - 
December 23,1959. When I asked the clerk for CORICIDIN he told me 
that BIOCIDIN is the same thing at only half the price at $1.27 for the 
100 tablet size. When I asked if BIOCIDIN contains aspirin, the clerk 
replied that it contains salicylamide which is better and does not upset the 
stomach. I stated that I had never heard of Kent Labs and the clerk replied 
that Kent is their own brand name. The two products were in an aisle 
display side by side on a nearby shelf containing other items. CORICIDIN 
was marked $2.88 per 100 tablet size and BIOCIDIN at $1.27 for the 100 
size. The clerk who waited on me was a white male, about 25 years old, 
with long black hair and was referred to as "Eq" by other clerks. 

2. Dart Drug, 828 Fourteenth Street, Northwest, Washington, D.C. - 
December 23,1959. When I asked the clerk for CORICIDIN I was advised 
that CORICIDIN and BIOCIDIN are identical but that BIOCIDIN is one -half 
the price of CORICIDIN. The clerk further advised me that Schering had 
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lost its patent on CORICIDIN. The clerk pointed out that BIOCIDIN 
contains salicylamide which is better than aspirin. He emphas ized that 
BIOCIDIN is the same thing as CORICIDIN and is guaranteed. He stated 
that Kent Labs made an entire line of products for Dart Drugs. The items 
were displayed side by side with CORICIDIN at $4.17 per 100 tablet size, 
marked down to $2.88, and BIOCIDIN marked down to $1.27 for the 100 
tablet size. The clerk who waited on me was a white male, possibly 29 

or 30 years old, with black, curly hair and glasses, and about 5' 10", 
weighing about 165 pounds. 

3. Dart Drug, 1345 E Street, Northwest, Washington, D. C. - 
December 23,1959. When I asked the clerk for CORICIDIN he advised me 
that BIOCIDIN was only $1.27 for the 100 tablet size. When I asked what 
the difference is between CORICIDIN and BIOCIDIN the clerk replied 
that there is no difference, that Schering lost its patent on CORICIDIN, 
that CORICIDIN contains aspirin and can upset the stomach whereas 
BIOCIDIN contains salicylamide which is better and does not upset the 
stomach. He also pointed out that BIOCIDIN is one-half the price of 
CORKCIDIN. When I asked the clerk who Kent Labs is, he replied that 
Kent is actually Hance Brothers of Philadelphia, a very reputable drug 
house, as any physician can tell you. However, Dart Drug uses the Kent 
label. While I was making my purchase, another customer by coincidence 
approached and asked for CORICIDIN. We both received the same sales 
pitch but the customer purchased CORICIDIN because his wife had been 
specific in requesting him to buy it. The clerk was a white male, about 
24, blond, about 5° 9", 160 pounds, named “Irving.” 

4. Dart Drugs, 11th and E Streets, Northwest, Washington, D. C. - 
December 23,1959. Iasked for CORICIDIN in the 100 tablet size and 
was advised by the clerk that BIOCIDIN was on sale at $1.27 per 100 
tablet size. When I asked what BIOCIDIN is, the clerk replied that it is 
the same formula as CORICIDIN, identical strength and everything and 
meets with Food and Drug approval. He added that CORICIDIN is just a 
trade name and no one else can use it. The items were displayed side 
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side by side on shelves near other similar items, with the price $2.88 
marked on the 100 tablet CORICIDIN and $1.27 for BIOCIDIN. 

5. Dart Drugs, 1801 Columbia Road, Northwest, Washington, D.C. - 
December 23,1959. When I asked the clerk if they had CORICDIN, I 
was advised that they also had BIOCIDIN which is the same thing at only 
$1.47 per 100 tablets. The only difference between the two, according to 
the clerk, is that CORICIDIN contains aspirin and BIOCIDIN has salicyla- 
mide, which is better. He added that CORICIDIN is strictly a name. 
BIOCIDIN was displayed on the main counter near the serving area with 
other cold remedies but CORICIDIN was alone and on an end aisle display. 
The clerk was a white male in his late 20's, with black hair combed in 
an upsweep fashion. 


6. Dart Drug, 8511 Fenton Street, Silver Spring, Maryland - 


December 23,1959. This store was extremely busy with one clerk in 
SSS I 
attendance. When I asked the relative merits of CORICIDIN and BIOCIDIN, 


the clerk, being very busy, said to step aside and compare the two labels 


and that by such a comparison onecould see that the two products were 
the sane thing, except for the price, BIOCIDIN being much cheaper. 
CORICIDIN and BIOCIDIN were displayed side by side with BIOCIDIN 
listed at $1.27 and no listing of the price for CORICIDIN. | 

7. Dart Drug, 7227 Wisconsin Ave nue, Bethesda, Maryland - 
December 23,1959. When I asked the clerk for CORICIDIN, he pointed 
to BIOCIDIN and said "here is the same thing" and that the patent on 
CORICIDIN had run out. He stated that in BIOCIDIN they took out the 
aspirin and put in salicylamide, which is newer, more effective and does 
not upset the stomach. When I asked who Kent Labs is, the clerk re- 
plied that they are Dart Drug people. I then asked if they had their own 
labs and the clerk replied that Kent is just the packager and that Hance 
Brothers and White of Philadelphia actually make BIOCIDIN. I noted that 
Biocidin is only one-half the price of CORICIDIN and the clerk stated 
that CORICIDIN is way over-priced. BIOCIDIN had the most favorable 
position in the store, being immediately in front of the clerk with many 
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bottles on display. CORICIDIN was in an aisle display and not nearly as 
obvious. The clerk was about 28 years old, prematurely bald, about 5’ 
10”, 170 pounds, and told me that he used to work at the 17th and K Street 
store about eight months ago. 

8. Dart Drug, 700 King Street, Alexandria, Virginia - December 24, 
1959. When I asked for CORICIDIN, I noticed the BIOCIDIN and asked 
what it was. The clerk replied that it is BIOCIDIN, the same thing as 
CORKCDDIN at only one-half the price. When I asked who Kent Labs is, 
the clerk replied "Do you want to pay for a name?” and said that Kent 
bottles Dart drugs and vitamins. When I asked if BIOCIDIN contains 
aspirin, the clerk stated that BIOCIDIN actually has a better formula, 
containing salicylamide which is stronger than aspirin. Both items were 
in a side-by-side and aisle display, with no prices shown. The clerk was 
a boyish, white male, about 20 years old, 5’ 8". 

In all of the stores visited, BIOCIDIN was displayed in bottles 
without a box so that the bottle size and shape and the label and tablet 
were readily visible. 

/s/ E. J. MARR 


1346 Connecticut Avenue, N. W. 
Washington, D. C. 


(SEAL) 
[Jurat dated January 18, 1960] 


[Filed Jan. 22, 1960] 
AMENDMENT OF COMPLAINT 

Plaintiff amends its complaint, as of course under the provisions 
of Rule 15a), in the following respects: 

1. Page 2, paragraph 3, strike lines 3 and 4 and substitute therefor 
the following: "chartered April 8, 1958, and operates a warehouse 
and distributing business at 5458 Third Street, Northeast, Washington, D.C., 
from which place it distributes drugs and merchandise to the various 
‘Dart Drug’ stores named herein.”; 
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2. Page 4, paragraph 13, strike the address: '621-24th Street, 
South, Arlington, Virginia" and substitute therefor the following: "4740 
Connecticut Avenue, N. W., Washington, D.C." 

3. Page 12, paragraph A, line 4, strike ie U.S.C.88 114 (1) 
(a)" and substitute the following: "15 U.S.C. § § 1114 (1) (a)". | 


HOWREY & SIMON 
1707 H Street, N.W. 


Washington, D. C. 
xe * 


By /s/ William Simon 


/s/ Richard E. Day 
Attorneys for Plaintiff 


Dated: January 21, 1960 
[Certificate of Service] 


[Filed July 5, 1960] 
EXCERPTS FROM TRANSCRIPT OF PROCEEDINGS : 
June 27, 1960 
Washington, D.C. 

The above -entitled matter came on hearing on motion before 
THE HONORABLE LUTHER YOUNGDAHL, a United States District 
Judge, at 10:50 A.M. 

* * * * * 

THE DEPUTY CLERK: Schering Corporation versus Dart Drug 
Corporation, Civil Action No. 202-60. 

MR. DAY: May it please the Court, my name is Richard E. Day 
and I represent the plaintiff corporation. 

On May 12, 1960 Your Honor signed an order denying plaintiff's 
motion for a preliminary injunction in this suit which is for trademark 
infringement, unfair competition. : 
Subsequently , Your Honor, signed a finding of fact and conclusion 


of law which were submitted by defendant's counsel. Plaintiff's counsel 
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submitted a motion to enlarge time within which to object to the proposed 
findings of fact before Your Honor signed them and after the signing of 
these findings of fact and conclusions of law, the plaintiff moved Your 
Honor for a correction of certain of these findings. And that is the motion 
that is before the Court this morning. 

x = *« * * 

And now in finding of Fact No. 4, we are suddenly faced with a finding 
that Biocidin syrup is also produced by defendants. In addition, they go 
so far as to say the formula of Biocidin syrup as being identical to the 
formula to the Biocidin capsule. 

THE COURT: The Court is not bound by their position at the pre- 
trial testimony. 

MR. DAY: No, sir. 

THE COURT: The Court at the trial still has to rule whether they 
were correct in distributing it or not. 

MR. DAY: Yes, sir. 

THE COURT: The Court may feel they were not correct. 

MR. DAY: Yes, sir. 

THE COURT: And the findings should not prejudice you. 

x * = e * 

THE COURT: Are not you confusing a little bit the situation as to 
what happened here procedurally , the Court has not tried the law suit 
but simply denied the injunction. You still have your trial on the merits. 

MR.DAY: Yes, sir, we understand we still have the trial. 

THE COURT: The findings that I made was simply to the denial of 
the temporary injunction. 

MR. DAY: Yes, sir, we are fully aware of that. 

THE COURT: So you have not the same basis for your technical 
basis for objections to the niceities of the situation you would have if this 
case were ultimately disposed of in a trial. Is that right? 

MR. DAY: Yes, sir, we understand that. * * * 


* x * * 


[Filed June 29, 1960] 
AMENDED FINDINGS OF FACT 


Plaintiff seeks a preliminary injunction enjoining the defendants 
and others from acts of unfair competition, trademark infringement, 
false, misleading and deceptive claims, descriptions and representations. 
The action is based upon the plaintiff's claim that by their use of the 
trademark BIOCIDIN, the defendants have competed unfairly and have 
infringed plaintiff's registered trademark CORICIDIN. 

Upon consideration of such motion, the record herein, including 
affidavits and depositions, and after oral argument by counsel, the Court 
makes the following findings of fact and conclusions of law: | 

AMENDED FINDINGS OF FACT 

1. Plaintiff markets a cold remedy in tablet form consisting of 
Chlorprophenpyridamine Maleate, Aspirin, Phenacetin and Caffeine under 
the trademark CORICDIN. It registered such trademark with the United 
States Patent Office on November 21, 1950, same being Registration No. 
533,777. | 

2. The formula was combined into glazed, red-colored tablets of 
a flattened spherical shape. 

3. Defendant Dart Drug Stores are separate corporations operating 
with a combined merchandise, price, and advertising policy. : 

4. Sometime in 1959 defendants sold and distributed a cold remedy 
in tablet form and in liquid form consisting of Chlorprophenpyridamine 
Maleate, Salicylamide, Phenacetin and Caffeine, which they marked under 
the trademark BIOCDIN. 

5. An essential component of both BIOCIDIN and CORICDIN is 
Chlorprophenpyridamine Maleate, which chemical is either manufactured 
by plaintiff and sold to other producers or manufactured by other producers 
under license from plaintiff. | 

6. Neither CORICIDIN nor BIOCIDIN are exclusive products. Many 
manufacturers or suppliers market an identical product. Among them are 
Richlyn Laboratories, Lustgarten Laboratories, Mysco Laboratories, 
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Gold Seal Laboratories, Richco Products and Richard and Williams. 

7. The CORICIDIN and BIOCIDIN Tablets are similar in size, 
color and shape. . Tablets of identical size, color and shape are common 
in the drug industry. At the hearing hereof, plaintiff's counsel conceded 
that plaintiff's claim was not based upon either the size, color or shape 
of the tablets. 

8. There are 19 trademarks, either registered or pending regis- 
tration in the United States Patent Office for pharmaceutical preparations 
containing the suffix "Cidin”. These trademarks are as follows: 
TRADEMARK REGISTRATION DATE OF OWNER 

NUMBER REGISTRATION 


Achrocidin 651 ,399 9-10-57 American Cyanamid 
Co. 


Agricidin 578 ,343 8-4-53 Merck & Co. 
Ameoboc idin 615,182 11-1-55 Charles Pfizer & Co. 
Endocidin 674,511 2-24-59 Endo Labs, Inc. 


Fermicidin 581 ,054 10-13-53 Merck & Co. 
Flagecidin 602 ,932 3-8-55 Charles Pfizer & Co. 
Fungacidin-PF 681 ,709 7-14-59 G.F Harvey Co. 
Linacidin 667 ,051 9-16-58 Uni-Chemicals Ltd. 
Malucidin 654 688 11-19-57 Malucidin Co. 


Pen Vee Cidin 643 ,509 4-2-57 American Home 
Products Corp. 


Pleocidin 561 209 7-8-52 Merck & Co. 
Rimocidin 560 ,539 6-24-52 Charles Pfizer & Co. 
Sulfacidin 684 ,676 9-8-59 Iso-Sol Co. 
Terracidin 516 545 10-18-49 Upjohn Co. 

Tricidin 682 453 7-28-59 Boyle & Co. 


Tropiciden 592 149 7-6-54 Commercial Solvents 
Corp. 
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PUBLISHED MARKS | 
TRADEMARK _SERIALNO. _FILINGDATE _ OWNER 
Declocidin 80845 12-22-59 American Cyanamid Co. 


Pharycidin 79805 12-22-59 The Purdue Frederick 
Co. 


PENDING MARKS | 


Renacidin 80326 Guardian Chemical 
Corp. 


9. The product BIOCIDIN is sold to the public ina bottle which is 
of stock design in common use in the drug industry. The product 
CORICDIN is packaged in a bottle which in turn is inserted in a card- 
board container or carton; the labels on the bottles are differently worded 
and colored. Thus, the appearance of the two products when pevectted 
to the public is quite dissimilar. 

10. The plaintiff has not shown that the defendants’ use of the mark 
BIOCIDIN is likely to be confused with the plaintiff's trademark CORICIDIN. 
11. The plaintiff has not produced any evidence of deceptive practices 
or "palming-off" perpetrated by the defendants with regard to its sales 
of BIOCIDIN. On the contrary, affidavits of plaintiff's witnesses affir- 
matively show that no "palming-off" was practiced by the defendants. 
12. The plaintiff has not shown that it would be irreparably injured 
by the denial of preliminary relief. | 
CONCLUSIONS OF LAW 

1) At the time of trial, the plaintiff will probably not be able to 
show that the defendants’ use of the name BIOCDDIN is likely to be con- 
fused with the plaintiff's trademarked CORICIDIN within the meaning of 
15 U.S.C. § 1114. | 

2) The plaintiff will not be irreparably injured by the denial of 
preliminary relief. 

SEEN: /s/ Luther W. Youngdahl : 
HOWREY, SIMON, BAKER & MURCHISON | 
By /s/ R.E.Day - Attorneys for Plaintiff 


/s/ J.E. Bindeman /s/ Leonard W. Burka 
Attorneys for Defendants 
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EXCERPTS FROM TRANSCRIPT OF PROCEEDINGS 
Washington, D.C. 


Thursday , 
January 12, 1961. 


The above-entitled matter came on for further hearing before 
HONORABLE CHARLES F. McLAUGHLI, United States District Court 
Judge, at 2:02 p. m. 

& * * * * 

THE COURT: The Court is again in session on a continuation 
of the case of Schering Corporation versus Dart Drug Corporation, et 
al, Civil Action No. 202-60. All counsel being present in Court and having 
indicated a desire to make statements for the record, the Court will 
afford counsel on both sides an opportunity to make such statements as 
they desire to make. 

MR. SIMON: If the Court please, speaking for both myself and Mr. 
Bindeman, the plaintiff and the defendants have reached a settlement 
of this case which has been reduced to a stipulation which Mr. Bindeman 


and I have each signed on behalf of our respective clients, and the stip- 


ultation in writing sets forth the things that each party will do to consummate 
the settlement and fully disposes of the case. The stipulation provides 
for Your Honor’s approval. 

At the same time, we would like to file in the record a second 
stipulation which contains a photograph of the product involved in this 
case with the label as of the time the suit was filed, and we would like 
that in the record merely because it identifies the label that is referred 
to in the main stipulation. 

And, thirdly, we have an order for Your Honor's signature which 
dismisses the case with prejudice pursuant to the written stipulation that 
I have just referred to. 

And this is for both of us, Mr. Bindeman? 

MR. BINDEMAN: This is perfectly satisfactory. I concur entirely, 
Your Honor. 

THE COURT: Very well. The Court has been handed the two stip- 
ulations referred to in the statement by counsel for the plaintiff and 
which has been verbally approved by counsel for the defendants. 


33 : 


The Court notes that the stipulation first referred to, in which 
is set forth all of the terms and conditions of the agreement between the 
parties, is signed by counsel for the plaintiff, Howrey, Simon, Baker & 
Murcheson, and by the attorney for the defendants, Mr. J. E. Bindeman. 
The Court has approved and accepted the stipulation by placing upon 
the stipulation its signature under the words "Approved and accepted”; 
and has indicated that it is signed by the Court in the Court's eee 
as United States District Judge. 
The Court will permit the filing of both stipulations referred to by 
counsel in his statement, which statement has been approved eran 
by counsel for the defendants. | 
The Court has also been presented with an order in typewritten 
form by the terms of which order this cause is dismissed with prejudice, 
subject to the terms and provisions of the stipulation referred to by the 
Court. The Court has executed the order by signing the same in his cap- 
acity as United States District Judge. The order of this date, January 12, 
1961, is agreed and consented to by counsel for both parties; namely, 
J.E. Bindeman, attorney for the defendants, and Howrey, Simon, Baker 
& Murcheson, attorneys for the plaintiff. 
That concludes the case, and the terms and conditions of the 
stipulation are in effect as is the order of dismissal with prejudice. 
MR. SIMON: If the Court please, may we also thank the Court 
for his encouragement and assistance in getting us to reach this settlement. 
THE COURT: Do you wish to say something ? : 
MR, BINDEMAN: I was about to say that I concur certainly with 
that, Your Honor. I think that with your help we have resolved what would 
certainly be a long and involved lawsuit, and we are certainly joined in 
being grateful to Your Honor for your help which has been most substantial. 
THE COURT: The Court appreciates your expressions, but the 
Court does not feel that it should sit idly by and accept any credit. It 
only acted in the capacity of Judge and made available under the cir- 
cumstances the good offices of the Court in an endeavor by counsel to 
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reach an accord, but counsel themselves have reached the accord, and 

the Court feels that they are to be congratulated on the disposition 
which they have made of this case which would have been, as in- 

dicated, an involved and lengthy trial and a considerable amount of 

effort on the part of all concerned. The Court thanks counsel. 
(Thereupon, the hearing adjourned at 2:08 p. m.) 


x = * * * 


[Filed Jan. 12, 1961] 


STIPULATION 


The plaintiff and the defendants, by their respective attorneys, 
stipulate that the attached photograph is a true representation of the 
label, and the color thereof, used by the defendants on their product 
Biocidin at the time of the filing of the complaint in this case, and is 
referred to in a stipulation of the parties bearing the date hereof; the 
use of which label was subsequently discontinued by defendants. 
Dated January 12, 1961 


/s/ HOWREY, SIMON, BAKER & 
MURCHISON 
1707 H Street, Northwest 
Washington 6,D.C. 

Attorneys for Plaintiff 


/s/ J.E. BINDEMAN 
Wyatt Building 
777 Fourteenth Street , Northwest 
Washington, D.C. 
Attorney for Defendants 


; 
< 
; 


[Filed Jan. 12, 1961] 


STIPULATION 


It is hereby stipulated by and between plaintiff, Schering Corporation, 
a corporation, and the above named defendants Dart Drug Corporation, 
Dart Drug Corporation of Maryland, Dart Drug Corporation, Downtown, 
Dart Distributing Corporation, Dart Drug Corporation, Connecticut and 
K, Dart Drug Corporation, Bethesda, Dart Drug Corporation, Virginia, 
Dart Drug Corporation, 13th and E, Dart Drug Corporation, 11th and E, 
and Herbert H. Haft, by their respective attorneys, that: 

1. The parties recognize that this court has jurisdiction of the 
subject matter of and the issues raised by the plaintiff's complaint and 
the answer thereto of the respective defendants and that the court has 
jurisdiction of the parties hereto; 

2. The defendants agree that subject to the time provisions of 
paragraph 5, they will not at any time or in any way use the name 
BIOCIDIN as a trade mark or trade name for any pharmaceutical product 
manufactured, sold or marketed by them, or by any of them, or by their 
officers, agents or employees, or their successors or assigns, or the 
successor or assignee of any of them, or by any firm which is a parent 
of or is owned or controlled by any defendant, and they further agree that 
any trade name or trade mark used by them in the marketing or sale of 
any product containing substantially the same formula of any CORICIDIN 
product listed on pages 2 and 3 of a certain Schering price list dated 
October 1960, shall not include any syllable which is identical to any of 
the following syllables, or any combination of said syllables: (1) COR, 
(2) CI, (3) CID, (4) DIN, (5) SCHER, (6) RING; it being understood 
and agreed that this exclusion shall also pertain to any phonetic sound 
identical to the above, such as (1) Kor S for C and (2) Y forI. Def- 
endants have advised the plaintiff that they are considering the use of 
either the trade name BIOCARE , BIOCOLE , BIODON, BIOCOLD, BIOPURE, 
BIOPRIN, BIOCIN, BIOCINE or BIONICOL and plaintiff agrees that the 
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use of any such trade name or trade mark shall not be deemed in vio- 
lation of this stipulation; 

3. The defendants agree that they will not again use the a in 
use by them at the time of the filing of the complaint in this cause on 
cold tablets marketed by them under the name BIOCIDIN and that they 
will not revert to either the color, design or text of such label; and 
defendants further agree that any future change, as to either color, design 
or text, from their present label for the product now and heretofore 
marketed by them under the trade name BIOCIDIN shall be a change or 
changes which create a greater dissimilarity between their label and the 
label of plaintiff's CORICIDIN products than presently exists, rather than 
to make any change creating greater similarity between such labels; 

4. Should defendants continue or undertake to market other pro- 
ducts similar or comparable in content or therapeutic effect to any product 
sold by plaintiff under the CORICIDIN trade mark, defendants will cause 
the labels thereof to be dissimilar in color, design and text, from those 
employed by plaintiff to the same or greater extent or degree as is 
provided above for the tablets marketed by defendants under the trade 
name BIOCIDIN; | 

5. Defendants shall immediately undertake to comply with the 
foregoing provisions and the defendants shall have wholly completed 
compliance with the terms of this stipulation ninety (90) days after the 
date hereof as to cold tablets, and one hundred eighty (180) days after 
the date hereof as to cold syrups and nasal sprays, or upon their sale of 
existing inventories of all such products bearing the BIOCIDIN label, 
whichever event occurs first; 

6. Plaintiff agrees that this stipulation shall not in any ie restrict 
or limit defendants, their successors or assigns, or any firm owned or 
controlled by any defendant or their officers, agents or employees, from 
producing and selling a cold tablet, cold syrups or nasal sprays containing 
the same ingredients as are contained in the defendants' said products 
sold on the date hereof under the BIOCIDIN trade name or trade mark; 
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plaintiff agrees that subject to the provisions of paragraphs 2 and 3 
of this stipulation, the sale of said products in their present formula, 
shape, color and size and in the present bottles, with their present 


labels, including specifically the color, design and language thereon, 

does not violate this stipulation, does not infringe on plaintiff's trade name 

or trade mark, and does not constitute unfair competition to the plaintiff; 
7. This court will retain jurisdiction of this action for the purpose 

of enforcing the provisions of this stipulation against all parties; and 

upon 2 showing by the plaintiff of a violation by the defendants, or either 

of them, their officers, agents or employees, their successors or assigns, 


or the successor or assignee of any of them, or by any firm which is 
owned or controlled by any defendant, the court will enter a permanent 
injunction for the relief prayed for in the complaint, in the customary 
and usual form of an injunction in a suit for trade mark infringement 

and unfair competition; and upon a showing by the defendants, or any of 
them, of a violation of this stipulation by the plaintiff, its officers, agents 
or employees, their successors or assigns, or the successor or assignee 
of any of them, or of any firm which is owned or controlled by plaintiff, 
the court will enter a permanent injunction against said violation or enter 
a decree with such relief as may be deemed necessary and proper to 
enforce the terms hereof; 

8. In consideration of the above and as a contribution to the def- 
endants’ costs in making the changes required by this stipulation, in- 
cluding art work for and production of new labels, repackaging, and ob- 
solescence and loss of merchandise, and promotional material bearing the 
BIOCIDIN name, plaintiff will ship, freight prepaid, within thirty (30) 
days (partial shipments to be permitted within said period) to the def- 
endant DART DRUG CORPORATION at 5458 Third Street, Northeast, 
Washington, D.C., at no charge to defendants, three hundred (300) dozen 
bottles of CORICIDIN tablets, 100-tablet size, such merchandise to be 
accepted on a final sale, no return, basis; 
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9. Pursuant to this stipulation, this action is dismissed with pre- 
judice , without cost to either party, subject to being reinstated on motion 
of either party alleging a violation of this stipulation. | 
Dated: January 12,1961. 


/s/ Howrey, Simon, Baker & Murchison 
Attorneys for Plaintiff 


xx * 


/s/ J.E. Bindeman 
Attorney for Defendants 


xx * 


APPROVED AND ACCEPTED: 


/s/ Charles F. McLaughlin 
United States District Judge 


[Filed Jan. 12, 1961] | 
ORDER | 
Pursuant to the terms and provisions of a Stipulation between the 
parties hereto, bearing the date hereof, and which Stipulation has been 
and hereby is approved and accepted by this court: | 
IT IS ORDERED That this cause be and hereby is dismissed with 


prejudice subject to the terms and provisions of such Stipulation. 
/s/ Charles F. McLaughlin 
ENTER: United States District Judge 
Dated: January 12, 1961 | 
AGREED AND CONSENTED TO: | 


/s/ J.E. Bindeman 
Attorney for Defendants 


/s/ Howrey, Simon, Baker & Murchison 
Attorney for Plaintiff 
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[ Filed May 5, 1961] 


NOTICE 
TO: J. E.Bindeman, Esquire 

Wyatt Building 

777 Fourteenth Street, N. W. 

Washington, D. C. 

Please take notice that we have this day filed with the Clerk of the 
United States District Court for the District of Columbia, the motion of 
Schering Corporation to: (A) Reinstate the foregoing action, and (B) En- 
ter 2 permanent injunction against the defendants pursuant to the stipu- 
lation of January 12, 1961; a copy of which motion is herewith served 
upon you. 


/s/ 
WILLIAM SIMON 
JOHN BODNER, JR. 
of 
HOWREY, SIMON, BAKER & MURCHISON 
1707 H Street, N. W. 
Washington 6, D. C. 


Attorneys for Plaintiff 
Dated: May 5, 1961 


[ Filed May 5, 1961] 


MOTION FOR FINAL DECREE 
PURSUANT TO STIPULATION OF JANUARY 12, 1961 


Schering Corporation, a corporation, plaintiff, by its attorneys, 
moves the Court for the entry of a final decree against the defendants 
Dart Drug Corporation, 2 corporation, Dart Drug Corporation of Mary- 
land, a corporation, Dart Drug Corporation, Downtown, a corporation, 
Dart Distributing Corporation, a corporation, Dart Drug Corporation, 
Conn. & K, a corporation, Dart Drug Corporation, Bethesda, a corpora- 
tion, Dart Drug Corporation, Virginia, a corporation, Dart Drug Corpora- 
tion, 13th & E, a corporation, Dart Drug Corporation, 11th & E,a 
corporation, and Herbert H. Haft, pursuant to the stipulation entered into, 
and accepted and approved by this Court, January 12, 1961; and in support 
of this motion plaintiff shows: 
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1. Plaintiff is the owner of the trademark and trade name "CORI- 
CIDIN," under which it has for many years widely advertised, promoted 
the sale of, and sold CORICIDIN cold tablets. On January 20, 1960, 
plaintiff filed its complaint in this court against the above-named defend - 
ants, alleging infringement of plaintiff's trademark CORICIDIN and unfair 
competition in the simulation of its said trade name and products, all as 
more fully appears from the plaintiff's complaint on file in this cause. 

2. The trade name used by the defendants, in the sale of cold tablets, 
which plaintiff's complaint alleged infringed plaintiff's trademark and 
constituted unfair competition, was the name "BIOCIDIN"; which trade 
name defendants had used in the Washington, D. C. metropolitan area 
for more than a year prior to the entry of such stipulation. 

3. On January 10, 1961, this cause came on for trial before the 
Honorable Chalres F. McLaughlin, a Judge of this Court. Following the 
opening statements of counsel for the parties, the Court suggested that the 
parties consider the possibility of settlement of this cause. On January 12, 


1961, a settlement was reached between the parties, subject to approval by 
this Court. On January 12, 1961, plaintiff and the said defendants entered 
into a stipulation in writing, which was that day accepted and mpDE Over by 
this Court, disposing of the said action. | 

4. The said stipulation, accepted and approved by this Court, pro- 


vides in part: 

"The defendants agree that subject to the time provisions of 
paragraph 5, they will not at any time or in any way use the name 
BIOCIDIN as a trademark or trade name for any pharmaceutical 
product manufactured, sold or marketed by them * * * shall not 
include any syllable which is identical to any of the following 
syllables or any combination of any such syllables: (1) COR, (2) CI, 
(3) CID, (4) DIN, (5) SCHER, (6) RING; . . . Defendants have advised 
the plaintiff that they are considering the use of either the trade 
name Biocare, Biocol, Biodon, Biocold, Biopure, Bioprin, Biocin, 
Biocine or Bionicol, and plaintiff agrees that the use of any such 

| 
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trade name shall not be deemed in violation of this stipulation" 

(Par. 2). 

5. Paragraph 5 of said stipulation, creating the time limitation 
referred to above, provides: 

“Defendants shall immediately undertake to comply with the 
foregoing provisions and the defendants shall have wholly completed 
compliance with the terms of this stipulation 90 days after the date 
hereof as to cold tablets . . ." 

6. The ninety-day period within which defendants were obligated to 
complete compliance with the requirements of said stipulation expired on 
April 12, 1961. 

7. Said stipulation, accepted and approved by this Court as afore- 
said, further provides. 

"This court will retain jurisdiction of this action for the pur- 
pose of enforcing the provisions of this stipulation against all 
parties; and upon 2 showing by the plaintiff of a violation by the 
defendants .' . . the court will enter a permanent injunction for the 
relief prayed for in the complaint, in the customary and usual form 
of an injunction in a suit for trademark infringement and unfair 
competition; . . . " (Par. 7). 

8. Defendants have not used any of the names which the said stipu- 
lation shows they advised plaintiff they were considering. Defendants 
have shown a lack of good faith in any effort at compliance with said stip- 
ulation and throughout have manifested an intention to go as far as human 
ingenuity permitted in the use of a trade name not prohibited by said 
stipulation. 

9. On or about February 21, 1961, the defendants sent a bulletin, 
No. 105, from the individual defendant Herbert H. Haft, who is president 
of the corporate defendants, to "All Store Managers, Personnel". The 
bulletin advised the defendants "are changing the name of our cold tablet 
’ Biocidin'. The new name will be 'Biovidin’.” A copy of that bulletin is 
attached hereto as Exhibit 1, and made a part hereof. The name "Biovidin" 
is in clear violation of the foregoing stipulation. 
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10. On March 1, 1961, plaintiff wrote the secretary and attorney of 
the defendants that it had been called to plaintiff's attention that defendants 
proposed to change the name "Biocidin" to "Biovidin" and advising that the 
use of the name "'Biovidin" would be a violation of the stipulation. A copy 
of that letter is attached hereto as Exhibit 2, and made a part hereof. 

11. Under date of March 2, 1961, the secretary and attorney of the 
defendants wrote plaintiff's attorneys that plaintiff had been misadvised, 
and that defendants were changing the name "Biocidin" to "Biovidon", 
which would not violate the stipulation. A copy of that letter is attached 
hereto as Exhibit 3, and made a part hereof. | 

12. Defendants' bulletin, a copy of which is Exhibit 1 to this petition, 
shows that plaintiff was not misadvised as to the name to which defendants 
proposed to change; although after it became apparent to them that plaintiff 
was aware of, and objected to, the proposed violation of the stipulation, the 
name was changed to Biovidon. Biovidon appears to be as close to the 
name Biocidin as human ingenuity could conceive, without violating the 
stipulation, and shows that defendants did not intend good faith compliance 
with the stipulation in the selection of a name Ciecag ienatlert from plain- 
tiff's trademark and trade name. | 

13. On April 27, 1961, defendants ran an advertisement in The 
Washington Post, a newspaper of general circulation in the metropolitan 
Washington, D. C. area, believed to have the largest circulation of any 
newspaper published in the area. A copy of that advertisement is attached 
hereto as Exhibit 4, and made a part hereof. An enlargement of that portion 
of the said advertisement relevant here is attached hereto as Exhibit 5, and 
made a part hereof. | 

14. In a specially marked box headed by the caption "COMPARE AND 
SAVE" and "WHY PAY MORE", defendants advertised "“CORICIDIN" tablets 
and "BIOCIDIN" tablets. The defendants’ use of the name Biocidin on 
April 27, 1961, in advertising the sale of cold tablets, not only clearly 
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violated the stipulation, but was particularly offensive in that it was 
expressly used for competitive comparison with the plaintiff's "Coricidin" 
products. 

15. Plaintiff is informed and believes, and on such information 
alleges that the price at which defendants thus advertised Biocidin was 
a different price than that at which defendants had previously sold that 
product; therefore this advertisement could not be merely the use of 
old copy employed in prior advertisements, but had to have been specially 
prepared for this advertisement. 

16. Plaintiff is informed and believes, and on such information and 
belief alleges that defendants have sold and attempted to sell cold tablets 
under the trade name Biovidon to consumers entering its stores in re- 
sponse to the said advertisement and asking for "Biocidin"; thus seeking 
to switch customers to Biovidon products who were attracted to their 
stores by the Biocidin advertisement. 

WHEREFORE plaintiff prays, pursuant to the stipulation of the 
parties dated January 12, 1961, and accepted and approved by the Court 
by its order of January 12, 1961, which acceptance and approval by this 
Court appears at the foot of the stipulation of the parties as well as ina 
separate order of this Court entered on such date, that: 

(A) This action be reinstated by this motion alleging a violation 
of the said stipulation, as is expressly provided for in paragraph 9 
thereof; and 

(B) This Court enter a permanent injunction against the defendants 
and each of them for the relief prayed for in the complaint, in the custo- 
mary and usual form of an injunction in a suit for trademark infringement 
and unfair competition, as is expressly provided for in paragraph 7 of 
such stipulation. 

/s/ 


WILLIAM SIMON 
JOHN BODNER, JR. 
of 
HOWREY, SIMON, BAKER & MURCHISON 
* * * * 


Dated: May 5, 1961 Attorneys for Plaintiff 
[ Certificate of Service] 
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EXHIBIT 1 | 

| 

DART DRUG | 
BULLETIN 


# 105 | 
February 21, 1961 


To: All Store Managers, Personnel | 
From: Herbert H. Haft | 
Subject: Biocidin Tablets, syrup and nasal spray 

As you all know by now we are changing the name of our cold 
tablet "Biocidin." The new name will be "Biovidin." 

According to our agreement with Schering, we will not sell Biocidin 
after April 12, 1961. This means that we must sell all of the Biocidin 
labels before April 12, 1961 -- If we don't we will have to pull these 
products and have them relabeled -- thus making us incur additional ex- 
pense. 

If however, you do have Biocidin tablets remaining after | April 12, 
1961, you will remove all of same from your inventory and return to the 
warehouse. PLEASE REMOVE YOUR WINDOW STOCK. 

Please try to sell all of your existing stocks before the above men- 
tioned date. : 

Our agreement with Schering states too, that we will not sell Bio- 
cidin syrup or nasal spray after July 12, 1961. Please follow the afore- 
mentioned procedure at the proper time. 


| 
Thank you for your cooperation. 
| 


THIS BULLETIN MUST BE FILED AS A PERMANENT REFERENCE 


March 1, 1961 


J. E. Bindeman, Esquire 

Wyatt Building 

777 Fourteenth Street, Northwest 
Washington, D. C. 


Re: Schering Corporation v. 
Dart Drug Corporation, 
Civil Action No. 202-60, 
United States District Court 
for the District of Columbia 
Dear Mr. Bindeman: 

It has just been called to our attention by Schering Corporation 
that under date of February 21, 1961, Dart Drug Corporation issued to 
its store managers a bulletin bearing No. 105, advising that the name 
"Biocidin" would be changed to "Biovidin". We have not seen the bulle- 
tin, although its contents have been forwarded to us; but I hasten to write 
this letter to you in order that your client may be put on notice at the 
earliest possible opportunity. 

Your attention is directed to paragraph numbered 2 of the stipula- 
tion between the parties in the above matter, which was approved by the 
District Court and which expressly provides that Dart shall not use in its 
trade name the syllable "din". The use of "Biovidin" is a clear violation 
of the stipulation. Will you please advise us at your earliest opportunity 
that Dart will not use that name and also the name to which it will change. 

If Dart should sell any product under the name "'Biovidin", this is 
to advise that Schering will promptly move the District Court for the re- 
lief provided for on a violation of the stipulation. 

Yours very truly, 
/s/ William Simon 
ce: J. E. Bindeman, Esquire (REGISTERED MAIL) 


Abraham M. Lowenthal, Esquire 
Richard J. Bennett, Esquire 


[LETTERHEAD OF J. E. BINDEMAN] 


March 2, 1961 | 


William Simon, Esq. 
Howrey, Simon, Baker & Murchison 
1707 H Street, N. W. 
Washington 6, D. C. 
In re: Schering Corporation v. Dart Drug 
Dear Mr. Simon: 


I acknowledge receipt of your letter dated March 1, 1961 relative 
to the above. | 


Your information is incorrect that Dart is changing the product 
known as Biocidin to Biovidin. 


My client is changing the product to Biovidon. I call your atten- 
tion to the fact that the syllable "don" was expressly aporovel by the 
Stipulation in the above entitled matter. 


Very truly yours, 


/s/ J. E. BINDEMAN 


89 LAVORIS MOUTHWASH . 


COMPARE & SAVE 
WHY PAY MORE? 
3.98 Comp. Value 3.98 Comp. Value 


CORICIDIN 1-96 BIOCIDIN ]-27 
TABS 100s 


TABS 1008 3/327 


.97 CEPACOL ANTISEPTIC... ... 
2.55 FOSTEX CREAM (ACNE)...... T 99 3/5. e 
2.83 TITRALAC TABS, 100s ...... 2.38 3499 


3.40 AQUA IVY AP TABS, 50s 
1.2mg (New) 
me 4A DIA Y, 


[ Filed June 30, 1961] 


DECREE 


This cause coming on for hearing on the motion of Schering Cor- 
poration, plaintiff herein, filed May 5, 1961, for a Decree, against Dart 
Drug Corporation, Dart Drug Corporation of Maryland, Dart Drug Cor- 
poration, Downtown, Dart Distributing Corporation, Dart Drug Corpora- 
tion, Conn. & K, Dart Drug Corporation, Bethesda, Dart Drug Corpora- 
tion, Virginia, Dart Drug Corporation, 13th & E., Dart Drug Corporation, 
11th & E., and Herbert H. Haft, defendants, pursuant to the stipulation 
dated January 12, 1961 entered into between plaintiff and the defendants 
and approved by this Court, and the response of the defendants to said 
motion, and the Court being familiar with the allegations of the said 
motion and the response thereto and having heard the arguments of coun- 
sel for the parties, and being fully advised in the premises, DOTH FIND: 

A. This was an action for trademark and trade name infringement 
instituted by the plaintiff in this court by a complaint filed against the 
defendants. 

B. After the cause came on for trial, the parties entered into a 
stipulation disposing of this case, dated January 12, 1961, and accepted 
and approved by this Court on that date; which stipulation is a matter of 
record in this proceeding. 

C. The said stipulation provides, among other things, that subse- 
quent to April 12, 1961, the defendants "will not at any time or in any 
way use the name Biocidin as a trademark or trade name for any phar- 
maceutical product manufactured, sold or marketed by them." 

D. On or about February 21, 1961, the defendants sent a bulletin, 
No. 105, from the individual defendant Herbert H. Haft, who is president 
of the corporate defendants, to "All Store Managers, Personnel."" The 
bulletin advised the defendants "are changing the name of our cold tablet 
'Biocidin'. The new name will be "Biovidin’." 

E. On March 1, 1961, plaintiff wrote the secretary and attorney of 
the defendants that it had been called to plaintiff's attention that defendants 
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proposed to change the name "Biocidin" to "Biovidin" and advising that 
the use of the name "Biovidin" would be a violation of the stipulation. 

F. Under date of March 2, 1961, the secretary and attorney of the 
defendants wrote plaintiff's attorneys that plaintiff had been misadvised, 
and that defendants were changing the name "Biocidin" to "Bioykion”, 
which would not violate the stipulation. | 

G. On Thursday, April 27, 1961, there appeared in The Washington 
Post, a newspaper of general circulation in Washington, D. C., an adver- 
tisement of the defendants which used, advertised and referred to 'Bio- 
cidin" products. 

H. The aforesaid stipulation of January 12, 1961, further provides 
that, "upon a showing by the plaintiff of a violation by the defendants . . . 
the court will enter a permanent injunction for the relief prayed for..." 

I. The defendants’ response to the plaintiff's motion is accompanied 
by the affidavit of Bert K. Silverman, President of Larrabee Associates, 
Inc., an advertising agency representing the defendants. The said Silver- 
man affidavit states that: Dart advised Larrabee of its intention to ad- 
vertise Biovidon (the name to which defendants had changed the product 
previously sold by them under the name Biocidin) in The Washington Post 
of April 27, 1961; that to illustrate the form of such advertisement, 
Larrabee used a box from a previous advertisement; that such previous 
advertisement had used the name Biocidin; that Dart corrected the name 
on the copy to show Biovidon was intended; that when Larrabee copied the 
Dart changes on Larrabee's copy for transmittal to the Post, such correc~ 
tion was inadvertently omitted by Larrabee and uncorrected copy was sent 
to the Post for publication; that said uncorrected copy was mistakenly run 
in the Post; that Larrabee learned of this mistake on the morning of April 27, 
1961, and thereupon notified The Evening Star not to use such word in an 
advertisement planned for that evening, notified the manager of each of 
the defendants' stores and notified the defendants’ general manager of the 


error, as well as arranged for a correction notice to be run the following 
day in the Post. : 
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J. The Court finds that the defendants are legally responsible for 
the acts of their advertising agency Larrabee and for the advertisement 
run in the Dart name in The Washington Post of April 27, 1961. 

K. The Court further finds that the defendants have thus violated 
the provisions of the stipulation of January 12, 1961, accepted and approved 
by this Court on that date. 

IT IS HEREBY ORDERED, ADJUDGED AND DECREED: 

1. That the defendants, and each of them, and their respective 
officers, agents, servants and employees, and each of them, be and each 
of them hereby is, enjoined, restrained and prohibited from at any time 
or in any manner using the name Biocidin as a trademark or trade name 
for any pharmaceutical product manufactured, sold or marketed by them, 
or by any of them, or their successors or assigns, or the successors or 
assigns of any of them, or by any firm which is a parent of or is owned 
or controlled by any defendant, or by anyone affiliated or associated with, 
or claiming under or through any defendant, and they are further enjoined, 
restrained and prohibited from using any trade name or trademark in the 
marketing or sale of any product containing substantially the same formula 
of any CORICIDIN product listed on pages 2 and 3 of that certain Schering 
price list dated October 13, 1960, which includes any syllable which is 
identical to any of the following syllables or any combination of any of 
said syllables: (1) COR, (2) CI, (3) CID, (4) DIN, (5) SCHER, (6) RING; 
and these provisions shall also pertain to any phonetic sound identical 
to any of the above, such as using (1) K for S or C and (2) Y for L 

2. That the defendants, and each of them, and their respective 


officers, agents, servants and employees, the successors or assigns of 


any of them, or any firm which is a parent or is owned or controlled by 
any defendant, or by anyone affiliated or associated with, or claiming under 
or through any defendant, are and each is enjoined, restrained and pro- 
hibited from again using the label in use by the defendants at the time of 
the filing of the complaint in this cause on the cold tablets then marketed 
by them under the name Biocidin, and they shall not, nor shall any of them, 
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revert to either the color, design or text of such label, and any further 
change, as to color, design or text, from the defendants' present label 
for the product, now marketed by them under the trade name Biovidon 
(formerly marketed under the name Biocidin) shall be a change or changes 
which create a greater dissimilarity between their label and the label of 
plaintiff's Coricidin products than presently exists, rather than to make 
any change creating greater similarity between such product. | 

3. That the defendants, and each of them, and their respective 
officers, agents, servants and employees, the successors or assigns of 
any of them, or any firm which is a parent or is owned or controlled by 
any defendant, or by anyone affiliated or associated with, or claiming 
under or through any defendant, to the extent they may continue, or shall 
undertake, to market other products similar or comparable in content or 
therapeutic effect to any product sold by plaintiff under the Coricidin 
trademark will cause the labels thereof to be dissimilar in color, design 
and text from those employed by plaintiff to the same or greater extent or 
degree as is provided for above for the tablets marketed by defendants 
under the name Biovidon (formerly marketed under the name Biocidin), 
and they are, and each of them is, enjoined, restrained and prohibited 
from the use of any such label not in compliance with the provisions of 
this paragraph. | 

4, The provisions of this Decree shall not be effective until July 12, 
1961, as to cold syrups and nasal sprays. | 


/s/ Charles F. McLaughlin 
Dated: June 30th, 1961. United States District Judge 


[ Filed April 26, 1962] 


MOTION TO ADJUDGE DEFENDANTS IN CONTEMPT | 
and for 
FINAL DECREE AS PRAYED FOR IN COMPLAINT 


Schering Corporation, a corporatiop, plaintiff, by its attorneys, 
moves that the Court find the defendants, and each of them, in Contempt 
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of this Court for violation of its Decree entered June 30, 1961, in this 
cause, and that the Court enter a final decree against the defendants 
Dart Drug Corporation, a corporation, Dart Drug Corporation of Mary- 
land, a corporation, Dart Drug Corporation, Downtown, a corporation, 
Dart Distributing Corporation, a corporation, Dart Drug Corporation, 
Conn. & K., a corporation, Dart Drug Corporation, Bethesda, a corporation, 
Dart Drug Corporation, Virginia, a corporation, Dart Drug Corporation, 
13th & E, a corporation, Dart Drug Corporation, 11th & E, a corporation, 
and Herbert H. Haft, in the manner and form prayed for in the plaintiff's 
complaint, pursuant to the stipulation entered into, and accepted and ap- 
proved by this Court, January 12, 1961; and in support of this motion 
plaintiff shows: 

1. Plaintiff is the owner of the trademark and trade name "CORI- 
CIDIN", under which it has for many years widely advertised, promoted 
the sale of, and sold CORICIDIN cold tablets. On January 20, 1960, plain- 
tiff filed its complaint in this court against the above-named defendants, 
alleging infringement of plaintiff's trademark CORICIDIN and unfair com- 
petition in the simulation of its said trade name and products, all as more 
fully appears from the plaintiff's complaint on file in this cause. 

2. The trade name used by the defendants, in the sale of cold tab- 
lets, which plaintiff's complaint alleged infringed plaintiff's trademark 
and constituted unfair competition, was the name ‘"BIOCIDIN"; which trade 
name defendants had used in the Washington, D. C. metropolitan area for 
more than 2 year prior to the entry of such stipulation. 

3. On January 10, 1961, this cause came on for trial before the 
Honorable Charlies F. McLaughlin, a Judge of this Court. Following the 
opening statements of counsel for the parties, the Court suggested that the 


parties consider the possibility of settlement of this cause. On January 12, 
1961, a settlement was reached between the parties, subject to approval 

by this Court. On January 12, 1961, plaintiff and the said defendants en- 
tered into a stipulation in writing, which was that day accepted and ap- 
proved by this Court, disposing of the said action. 
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4. The said stipulation, accepted and approved by this Court, 
provides in part: 

"The defendants agree that subject to the time provisions of 
paragraph 5, they will not at any time or in any way use the name 
BIOCIDIN as a trademark or trade name for any pharmaceutical 
product manufactured, sold or marketed by them * * * shall not 
include any syllable which is identical to any of the following 
syllables:or any combination of any such syllables: (1) COR, (2) CI, 
(3) CID, (4) DIN, (5) SCHER, (6) RING; . . . Defendants have ad- 
vised the plaintiff that they are considering the use of either the 
trade name Biocare, Biocol, Biodon, Biocold, Biopure, Bioprin, 
Biocin, Biocine or Bionicol, and plaintiff agrees that the use of 
any such trade name shall not be deemed in violation of this stipula- 
tion" (Par. 2). | 
5. Paragraph 5 of said stipulation, creating the time limitation re- 

ferred to above, provides: 

"Defendants shall immediately undertake to comply with the 
foregoing provisions and the defendants shall have wholly completed 
compliance with the terms of this stipulation 90 days after the date 
hereof as to cold tablets . 

6. The ninety-day SE within which defendants were obligated to 
complete compliance with the requirements of said stipulation expired on 
April 12, 1961. 

7. Said stipulation, accepted and approved by this Court as afore- 
said, further provides: 

"This Court will retain jurisdiction of this action for the pur- 
pose of enforcing-the provisions of this stipulation against all parties; 
and upon a showing by the plaintiff of a violation by the defendants 

. . the court will enter a permanent injunction for the relief prayed 


for in the complaint, in the customary and usual form of an injunction 
in a suit for trademark infringement and unfair competition; . . ." 


(Par. 7). : 


56 


8. Defendants have not used any of the names which the said 
stipulation shows they advised plaintiff they were considering. Defend- 
ants have shown a lack of good faith in any effort at compliance with said 
stipulation and throughout have manifested an intention to go as far as 
human ingenuity permitted in the use of a trade name not prohibited by 


said stipulation. 

9. On or about February 21, 1961, the defendants sent a bulletin, 
No. 105, from the individual defendant Herbert H. Haft, who is president 
of the corporate defendants, to "All Store Mamagers, Personnel". The 
bulletin advised the defendants "are changing the name of our cold tablet 
*Biocidin’. The new name will be 'Biovidin'.” A copy of that bulletin is 
attached hereto as Exhibit 1, and made a part hereof. The name “Biovidin" 
is in clear violation of the foregoing stipulation. 

10. On March 1, 1961, plaintiff wrote the secretary and attorney 
of the defendants that it had been called to plaintiff's attention that de- 
fendants proposed to change the name "Biocidin" to "Biovidin" and ad- 
vising that the use of the name "Biovidin" would be a violation of the stip- 
ulation. A copy of that letter is attached hereto as Exhibit 2, and made a 
part hereof. 

11. Under date of March 2, 1961, the secretary and attorney of the 
defendants wrote plaintiff's attorneys that plaintiff had been misadvised, 
and that defendants were changing the name "Biocidin" to "Biovidin", 
which would not violate the stipulation. A copy of that letter is attached 
hereto as Exhibit 3, and made a part hereof. 

12. Defendants’ bulletin, a copy of which is Exhibit 1 to this petition, 
shows that plaintiff was not misadvised as to the name to which defendants 
proposed to change; although after it became apparent to them that plaintiff 
wasaware of, andobjectedto, the proposed violation of the stipulation, the 
name was changed to Biovidon. Biovidon appears to be as close to the 
name Biocidin as human ingenuity could conceive, without violating the 
stipulation, and shows that defendants did not intend good faith compliance 
with the stipulation in the selection of a name distinguishable from plaintiff's 
trademark and trade name. 
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13. On April 27, 1961, defendants ran an advertisement in The 
Washington Post, a newspaper of general circulation in the metropolitan 
Washington, D. C. area, believed to have the largest circulation of any 
newspaper published in the area. A copy of that advertisement was 
attached as Exhibit 4 to plaintiff's motion filed herein May 5, 1961, and is 
made a part hereof. An enlargement of that portion of the said advertise- 
ment relevant here was attached as Exhibit 5 to plaintiff's motion filed 
May 5, 1961, and is made a part hereof. 

14. In a specially marked box headed by the caption "COMPARE 
AND SAVE" and "WHY PAY MORE", defendants advertised "CORICIDIN" 
tablets and "BIOCIDIN" tablets. The defendants’ use of the name Biocidin 
on April 27, 1961, in advertising the sale of cold tablets, not only clearly 
violated the stipulation, but was particularly offensive in that it was ex- 


pressly used for competitive comparison with the plaintiff's "Coricidin" 


products. 

15. #@laintiff is informed and believes, and on such information al- 
leges that the price at which defendants thus advertised Biocidin was a 
different price than that at which defendants had previously sold that 
product; therefore this advertisement could not be merely the use of old 
copy employed in prior advertisements, but had to have been specially 
prepared for this advertisement. 

16. On May 5, 1961, plaintiff filed its motion with this Court con- 
taining verbatim the allegations of paragraphs 1 through 15 of this motion 
and urging that such conduct violated the terms and provisions of the said 
stipulation approved by this Court on January 12, 1961. Defendants filed 
an answer to the said motion and thereafter the matter came on for hearing 
by this Court. | 

17. This Court, by its Decree entered June 30, 1961, found that the 
defendants' aforesaid actions violated the provisions of the said stipulation 
dated, accepted, and approved by this Court January 12, 1961, and this Court 
thereupon issued its Decree enjoining, restraining and prohibiting the said 
defendants, and each of them, and their respective officers, servants and 
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employees from using the said trade name Biocidin, and specifically 
from using any trade name containing the syllable "Din", all as more 
fully appears from the said Decree of this Court. 

18. On and about April 25, 1962, defendants offered for sale in 
their retail drug stores in Washington, D. C. the above-described prod- 
ucts under the trade name "Biocidin". On that date a shopper acting on 
the direction of plaintiff's attorneys, purchased such products in glass 
bottles bearing the trade name "Biocidin" from defendants at each of 
their retail stores respectively located at 11th and E Streets, N.W., 

1323 F Street, N.W., and 14th and E Streets, N. W., all in Washington, 
D.C. The said bottles, containing the said labels, together with defend- 
ants’ sales slip confirming the purchases thereof on such date at each of 
defendants’ said stores, are in plaintiff's attorneys’ possession and will 
be produced at the hearing on this motion. 

19. The said use of the said trade name "Biocidin" is a clear and 
express violation of the said stipulation of January 12, 1961, and the said 
Decree of the Court. This is the precise trade name which, by paragraph 9 
of this motion, and by plaintiff's motion of May 5, 1961, plaintiff alleged 
defendants intended to use in early 1961, as shown by Exhibit 1 to this 
motion and to the said motion of May 5, 1961. This is the same trade 
name which by letter dated March 2, 1961, defendants’ secretary denied 
they intended to use, but did not deny that the use thereof would violate 
the said stipulation of January 12, 1961. 

20. Plaintiff's motion filed May 5, 1961, alleged that the use of 
the trade name "Biocidin” would violate the said stipulation of January 12, 
1961, and this was not denied in defendants’ answer to said motion. 

21. This is the third violation by defendants of the said stipulation 
of January 12, 1961. The aforesaid use of the name Biovidin in April 1962 
is a clear and flagrant violation of this Court's Decree entered in this 
cause. Under the terms and provisions of the said stipulation of Janu- 
ary 12, 1961, plaintiff is now entitled to a decree in the manner and form 
alleged in its aforesaid complaint. 
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WHEREFORE plaintiff prays that this Court: 
A. Enter its permanent Decree against each of the defendants, 


their officers and successors, in the manner and form of the prayer of 
plaintiff's complaint, all as is provided for in the said stipulation of 
January 12, 1961, approved and accepted by this Court on that date, and 
as specifically provided for in paragraph 9 thereof; 

B. Find each of the defendants in Contempt of this Court for their 
flagrant violation of the said Decree of this Court, and assess such penalty 
or penalties as to this Court seems appropriate under all the relevant cir- 


cumstances; 

C. Require the said defendants to pay plaintiff's expenses in con- 
nection with this motion and the proceedings thereon; Enclosing reasonable 
attorneys' fees; and 

D. Grant such other and further relief as in the premises may be 
appropriate. 

/s/ William Simon 


WILLIAM SIMON 

JOHN BODNER, JR.,of 

HOWREY, SIMON, BAKER & MURCHISON 
1707 H Street, N. W. : 

Washington 6, D. C. | 


Attorneys for Plaintiff 


Dated: April 26, 1962 
[ Certificate of Service] 


EXHIBIT 1 


[ Exhibit 1 of the foregoing document appears 
herein at J. A. page 45.] 


EXHIBIT 2 


[ Exhibit 2 of the foregoing document appears 
herein at J.A. page 46. ] 
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EXHIBIT 3 


[ Exhibit 3 of the foregoing document 
appears herein at J. A. page 47.] 


[ Filed May 2, 1962] 


ERRATA TO MOTION OF PLAINTIFF 
TO ADJUDGE DEFENDANTS IN CONTEMPT 
AND FOR FINAL DECREE AS PRAYED FOR IN 
COMPLAINT 


Plaintiff, Schering Corporation, respectfully suggests to this Court 
the following corrections of typographical errors appearing in its motion 
to adjudge defendants in contempt and for final decree as prayed for in 
complaint, filed herein on April 26, 1962: 

(1) Page 3, Paragraph 4, in Line 13 [J. A. p. 55], in the quotation 
appearing thereunder, the word "Biocol" should be corrected 
to “Biocole"’; 

Page 5, Paragraph 11, in Line 4[J. A. p. 56], the word "Bio- 
vidin" should be corrected to "Biovidon"; 
Page 7, Paragraph 18, in Lines 3 and 6[J. A. p. 58], the words 
"Biocidin” should be corrected to ''Biovidin"’; 
Page 7, Paragraph 18, in Line 8 [J. A. p. 58], the words 
"and 14th and E Streets, N. W.," should be corrected to "and 
828 14th Street, N. W.,"; 
Page 7, Paragraph 19, in Line 1[J. A. p. 58], the word 
"Biocidin" should be corrected to "Biovidin"; 
Page 7, Paragraph 20, in Line 2[J. A. p. 58], the word 
"Biocidin” should be corrected to "Biovidin". 

/s/ William Simon 


WILLIAM SIMON 
JOHN BODNER, JR., of (signed) 
HOWREY, SIMON, BAKER & MURCHISON 
1707 H Street, N. W. 
Washington 6, D. C. 
Dated: May 2, 1962 Attorneys for Plaintiff 
= ? 
[ Certificate of Service] 


[ Filed September 17, 1962] 


HEARING ON MOTION 


Washington, | D. Cc. 
Thursday, May 31, 1962 


The above-entitled matter came on for hearing on motion of 
plaintiff to adjudge defendants in contempt and for final decree before 
The Honorable EDWARD A. TAMM, Judge, United States District 
Court for the District of Columbia. 

os * * x * 

THE DEPUTY CLERK: No. 8, Schering Corporation vs. Dart 
Drug Corporation, et al. | 

MR. SIMON: My name is William Simon, appearing for Schering 
Corporation. I am accompanied by John Bodner of our Firm and 
Abraham Lowenthal of the Firm of Kelsey & Lowenthal of New York. 

MR. HIRSCH: My name is Robert Hirsch, accompanied by Mr. 
Thomas Schattenfield of my office. I have Mr. Charles Shipe and Mr. 


Herbert Haft at the table with me. Mr. Haft is President of the Dart 
Drug Corporation; Mr. Shipe is the Vice President. It appears that 
there may be some necessity that they testify as witnesses today. I 


would appreciate permission to have them remain in the courtroom. 

THE COURT: They may remain in the courtroom. 2 

What do you contend the defendants have done erroneously? When 
I attempted to interpolate the errors in your pleadings into the pleadings, 
I lost track of the phraseology or the euphonics to which you make ob- 
jections. What do you say these defendants did? | 

ARGUMENT IN SUPPORT OF MOTION 
BY MR. SIMON 

MR. SIMON: The basic complaint here, Your Honor, is the in- 
junction order of Judge McLaughlin prevents their using any -- 

THE COURT: What do you say they did? 

MR. SIMON: They used the word "Biovidin" with -- | 

THE COURT: How do you spell it? | 
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MR. SIMON: B-i-o-v-i-d-i-n -- and the injunction specifically 
prohibits the use of the syllable "din". 

If I may, Your Honor, I would like to give a little of the back- 
ground and put the pending motion in context, very briefly: The com- 
plaint in this case was filed January 20th of 1960. 

THE COURT: The Court has reviewed the pleadings. I am fami- 
liar with the background of the case. 

MR. SIMON: I would like to point out to Your Honor, if I may, 
that the original product of the defendant, Dart Drug was a B-i-o-c-i-d-i-n 
tablet in a bottle which was the same shape as the Coricidin bottle. The 
pill is the same color. It is the same shape pill. The ingredients are 
virtually the same. The words on the label were almost identical ex- 
cept for the respective names of the companies, but one could not have 

written the labelonthe defendant's product without having the 
plaintiff's label before’ him and the color of the label on the defendant's 
product was almost identical with the color of the label on the plaintiff's 
product. 

Shortly after the suit was filed, they voluntarily changed their 
label to a black and yellow label. The case was then reached for trial 
and a stipulation was entered into before Judge McLaughlin, which we 
approved and which became the Court's order in 1961, which prohibited 
the defendant from using the name "Biocidin", which they were then 
using and it specifically prohibited their using a number of syllables, 
one of which was the syllable "din”’. 

That decree of Judge McLaughlin's also contained the provision 
in paragraph (7) that the Court would retain jurisdiction over the action 
for the purpose of enforcing the provisions of the stipulation against 
the parties and upon a showing by the plaintiff of a violation by the de- 
fendants or any of them, the Court would enter a permanent injunction 
for the relief prayed for in the complaint in the customary and usual 
form. That appears on page 3 of the stipulation which was accepted 
and approved by Judge McLaughlin. 
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In May of 1961, Your Honor, we filed a motionin this Proceeding 

alleging that the defendants had violated the stipulation approved 
by Judge McLaughlin in January. And in that motion, we set up two 
violations: First, we referred to the fact that on March 1, 1961 we 
had written the secretary of the defendants’ corporations telling them 
that we had understood that they were going to use the name “Biovidin" 
-- and may I point out, Your Honor, that is the very word that is now 
being used in violation of the order and is in issue here. We wrote them 
in March 1961, saying we understood they contemplated the | use of that 
word and that to do so would violate the stipulation approved by the Court. 
They wrote back the next day saying that we had been mis-ativised, that 
they did not intend to use the word "Biovidin" but would use the word 
"Biovidon". i 

As the Court papers show, we had not been mis-advised because 
we had in our possession a bulletin which had been sent by the Presi- 
dent of the defendant corporations to all their stores, saying that the 
name would be changed to "Biovidin". 

It is now said that this was a typographical error on their part 
and it was unintentional. We have no way of knowing what the facts are 
beyond that they did send the bulletin. They say it was inadvertent. 

Secondly, that petition alleged, however, that an advertisement 
was run in the Washington Post and in the Evening Star which used the 
name "Biocidin"', | 

“Biocidin" was the old word that the Court specifically = they 
could not use and these ads appeared in the Post and the Star on April 
27, 1961. 

They came in and filed affidavits of their advertising sas Say- 
ing it was a mistake that had been made by the advertising agency and 
that the advertising agency was responsible. 

Nevertheless, Judge McLaughlin held that those advertisements 
in the Washington Post did constitute a violation of the stipulation which 
he had approved and he did enter an injunction order against these 
defendants enjoining them from using the name “Biocidin"; ; enjoining 
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them specifically from using any word with the syllable "din" in it. 
With our consent, Judge McLaughlin's order was not as broad a 


decree as the complaint had prayed for but merely followed the breadth 
of the settlement which had been made in January. 

So that while he found they had violated the stipulation and did 
enter a decree, its breadth, as I say with our consent, was narrower 

than the complaint had prayed for and than the settlement provid- 
ed for in the event of a violation. 

We next, if Your Honor please, filed in this proceeding on April 
26 the present motion which is before Your Honor now, which alleged 
that on the prior day, April 25th, agents of Schering asking for Scher- 
ing had purchased three bottles in three different Dart Drug stores of 
this cold tablet with the name "Biovidin". I don't think there will be any 
dispute, Your Honor, that the name containing the syllable "din" is a 
violation of Judge McLaughlin's decree. 

THE COURT: As I understand the position of the defendants, it 
is that this was a typographical type of error due to the fact that they 
changed suppliers in purchasing this commodity and that the quantity 
involved is such that they described the situation as being an isolated 
occurrence. What do you say about the possibility of these defendants 
insofar as any deliberate violation is concerned? What do you have to 
offer? 

MR. SIMON: I will say primarily, Your Honor, that it is my pur- 
pose to demonstrate to you here this morning that several of the state- 
ments that they make in their answering papers under oath are untrue. 

And it seems to me when they come into this Court and in their 
answering papers make untrue statements, as we will demonstrate, 
that this is pretty good evidence of their culpability. 

Secondly, may I say to Your Honor -- 

THE COURT: How are you going to demonstrate this? 

MR. SIMON: I was going to take that up one by one, if I may, and 
I would be glad to do it now. 
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THE COURT: As I understand the position of the defendants, you 
don't challenge these three sales, do you? 

MR. HIRSCH: No, sir, we do not. | 

THE COURT: Very well. | 

MR. SIMON: First, I might point out to Your Honor that the 
defendants have filed two answers here. I accept the responsibility for 


| 
the need of their filing a second answer because this was responsive 
| 


to typographical errors we made in our original petition. 

But in their first answer, they stated that to the best of their 
knowledge and belief none of the mislabelled bottles had ever reached 
the consumer. This is stated in their answer. 

After the answer was filed, Mr. Hirsch came to my office and he 
asked to see the bottles and I showed him the three bottles. I also 
showed him the sales slips which we had and there could be no pkmmention 
they were bought and we had the sales slips. 

So the second answer came in and said, "Yes, we did have these 
bottles but only in three stores." | 

Now, to me, it is significant we had sales slips showing purchases 
in three stores and they come back and say, "But those are the only 
three stores", and they submitted two affidavits, Your Honor —— 

THE COURT: Did you attempt to make purchases in any other 
stores? | 

MR. SIMON: Yes, Your Honor. They submitted two affidavits, 
Your Honor, which say in both of them that upon learning of this from 
us, they checked all their stores and they found only three stores had 
this and they affirmatively say none of the eleven other stores had this 
product. 

Then they go on to say, Your Honor, that if they really wanted 
to be unfair and violate the Order, they would not only have put the 
wrong name on the Biovidin pills or Coricidin but there is a companion 
product called "Coricidin Decongestant" and they have a "Biovidin 
Decongestent" and they say in their answer that if they had intended to 

| 
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violate this thing, they would have done it on the decongestent as well. 

The fact is, Your Honor, that the Dart Drug store at 17th and 

Connecticut Avenue has had for the last six weeks and this morn- 
ing, today, still has in their window a large display of "Biovidin", 

"din" tablets, "Biovidin Decongestant". 

I have a photograph taken of the window that will prove that not 
only was the situation when the photograph was taken on May 11th but 
it exists today. 

Thus, two essential elements of their answer are false. They did 
put the wrong name on the decongestent which they said they didn't do 
and this store at Connecticut and K had tablets with the wrong name on 
them and still has them in the window. 

In addition, we submitted written interrogatories. We asked them 
what they did with the wrong labelled pills after they found out about it. 
Their answer to the interrogatories filed only on Tuesday discloses that 
when they went to checking after we filed our motion, they found the 
mislabelled pilis in three stores but one of the three stores is located at 
18th & Columbia Road where they found 26 bottles of the pills -- the 
mislabelled pills. The three stores at which we purchased the mis- 
labelled pills are all in the downtown area, so that if the 18th & Col- 
umbia Road store had mislabelled pills, this is a fourth store, and we 
know for sure that the store at 17th & K had mislabelled pills which is 

a fifth store. So that at a minimum there were five stores that 
had the mislabelled pills, although two affidavits on file here say that 
there were only three stores and affirmatively state none of the other 
11 had mislabelled pills. 

Now, one question, Your Honor, which I would develop on exami- 
nation of witnesses but'I think it is so obvious that I can make the point 
to Your Honor without any testimony: They say in their papers that 
they went to a new source of supply and they ordered from the new 
source of supply Biovidon, and the supplier gave the wrong-named 
product. 
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This, if I may say so, Your Honor, is patently incredible be- 
cause the label is the same color as the labels they get from the other 
suppliers; the words on the label are word for word identical with the 
wording on the labels they got from other suppliers; the size of the type 
is identical with the size-type they got from other suppliers. 

Now, somebody had to tell this new supplier what words to put 
on this label, what color to print it. He couldn't have just received 
an order for Biovidon and then all on his own have made this mistake 
and then have submitted to them a wrong name product, because unless 
someone had given him the words, he couldn't have verbatim the words 

on all of their other products. | 

Now, if Your Honor please, this is a clear violation 4 they say 
inadvertent, but nonetheless it is a violation. Their explanation, to me, 
doesn't ring but we do know that two of the important statements they 
make in their papers just aren't true, namely, that they didn't use it on 
the decongestent and that it was only in three stores. | 

This is the third violation that they have made in the period since 
January 1961 when we obtained the original stipulation and consented to 
by Judge McLaughlin. It seems to me that we have now reached the 
point that it must be made clear to them that they have an order of this 
Court which they must respect and they must obey and that when they 
come in here in their answer and say the first we learned about this 
was sometime prior to the first week in March and when we learned 
about it, we cleaned it all up. But they don't dispute that on April 25 
at least three stores had the product -- they say only three. ' The fact 
is that at least five and one of them today, six weeks later, still hasa 
window display of the mislabelled product. 

THE COURT: What relief are you asking from the Court? 

MR. SIMON: We ask for three areas of relief, Your Honor: 

First, a finding of civil contempt and a fine in an amount equal 
to the plaintiff's expenses in connection with this motion. | 

Secondly, Your Honor -- | 

THE COURT: What do you say that amount is? | 


MR. SIMON: Well, Your Honor, I contemplated that might have 
been asked but I would say that since we have no way of knowing how 


long the hearing is going to take and when it will be concluded, I am 
not in a position to state. But if Your Honor did find with us, I would 
be glad to file an affidavit which would include the time through these 
proceedings and our expenses which have not been very great, so that 
would be in the form of an affidavit which I would like to file after the 
hearing rather than now, if I may. 

Our second item of relief, Your Honor, is what the Courts have 
called an interrorem fine. There are a large number of cases including 
the John Lewis-United Mineworkers case in this District where the 
courts have assessed an in terrorem fine to remind the party violating 
the decree that he shouldn't do it again. 

Thirdly, we ask for an injunction in the breadth of the relief pray- 
ed for in the original complaint which the stipulation provided for if 
they should violate. 

On the first violation, we didn’t press for it. 

I might say, Your Honor -- I have done this inadvertently, I 
assure you -- but my own confusion with "Biovidin" and "Biovidon", 
their admitted confusion with these one-letter being different indicates 
the ease with which you can step over the line when you choose to chart 
a course so close to the precipe. I daresay, Your Honor, that when 
they went to choose a different name from the Biocidin, which they were 
ordered to discontinue using, they could not have found a closer name 
than Biovidon. They changed two letters, no syllables. 

It is as close a word as human ingenuity could have discovered. 
They were in their legal rights because technically it did not violate the 
decree and we do not contend that it did. But, in going so close to the 
precipe, it seems to me they assumed the burden -- 

THE COURT: Going so close to what? 

MR. SIMON: The precipe. I’m sorry, I am talking about the edge 
of the mountain, Judge. 


69 | 
| 


It seems to me that in going so close, Your Honor, they assumed 
the responsibility of not stepping over and they have stepped over. 
Therefore, Your Honor, at this time I believe we should have the relief 
which the complaint originally asked, that is, a wholly -disassociation 
from our product and a name sufficient dissimilar so that we won't 
have the confusion that has resulted when they -- they say inadvertently 
we dispute it -- changed one letter in the word. 

I had prepared, Your Honor, to offer testimony. Mr. Hirsch in- 
dicates that I don't need to, but I would like to get, if I may, five ex- 
hibits in the record; the three bottles with the labels with the cash 
register receipts attached to them which gives the date of purchase and 
the address of the store where they were purchased. I would also like 
the photograph which I have referred to here; andI would also like to 
offer in evidence -- and Mr. Hirsch has said he would not ask for evi- 


dence to qualify it as to authenticity -- a prospectus which the company 
filed with the Securities & Exchange Commission within the last sixty 


days. 

THE COURT: Which company? 

MR. SIMON: Dart Drug Corporation, the defendant. My only 
purpose in offering it, Your Honor, is to indicate the assets and earn- 
ings of the company which the courts have held is a relevant factor in 

determining the amount of an in terrorem fine. ! 

THE COURT: Do you have any objection ot any of these exhibits? 

MR. HIRSCH: I have no objection, Your Honor. : 

THE COURT: Have you seen the photograph? 

MR. HIRSCH: I have not seen it. 

MR. SIMON: I have an extra copy which I will give to’ you. 

THE COURT: Very well. The exhibits will be marked as plaintiff's 
exhibits 1 through 5, the three bottles being 1, 2, 3, and the photograph 
is Number 4; anf the Securities & Exchange Prospectus as omer 5. 

Give them to the Clerk, if you will. 


(Three bottles, one mbotberaph and 
SEC Prospectus were marked 
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Plaintiff's Exhibits 1, 2, 3, 4, and 
5, respectively, and were received 
in evidence.) 


THE COURT: Anything further? 

MR. SIMON: One thing only, Your Honor: May the record show 
that these three bottles which Your Honor has admitted in evidence were 

purchased at the Dart Drug stores at 828 - 14th Street, Northwest; 
lith & E Street, Northwest; and 1323 F Street, Northwest. 

MR. HIRSCH: Your Honor, in connection with the submission of 
Exhibits of purchases, could we have a statement concerning the stores 
which your purchaser did go to at which he did not find this product or 
this label? 

MR. SIMON: The fact is that on April 25, I instructed an employee 
of our law firm to go to one store. I instructed him to go to the Dart 
Drug Store at 11th & E Streets to buy a Biovidin bottle there, which I 
was told was on sale; and then I told him to check two other nearby 
stores. On that day, he found in the only three stores he went to the 
three bottles. 

On May 10th, I sent him back to check four or five stores and on 
May 10th, he found no mislabelled bottles at any store except the Con- 
necticut and K Store with respect to which we have offered the photograph. 

THE COURT: Mr. Hirsch. 

ARGUMENT IN OPPOSITION TO MOTION 
BY MR. HIRSCH 

MR. HIRSCH: May it please the Court, I appreciate the fact that 

Your Honor has apparently read the file and is familiar with the preced- 


ing documents so that without dwelling on one of the earlier documents, 
I wish to call the Court's attention to the findings of fact and conclusions 
of law which were reached and entered in this case by Judge Youngdahl 
on the plaintiff's motion for a preliminary injunction. 

I believe that these findings of facts and conclusions of Judge 
Youngdahl are significant in putting this matter in its proper perspec- 


tive. 
First of all, he found that the tablets which were sold did not 
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constitute a method of unfair competition by Dart Drug Corporation 
with the Schering Corporation. 

Secondly, he found that the name "Coricidin" and "Biocidin" 
which was used at the time of the filing of the original complaint was 
not confusingly similar and was not likely to confusethe public. 

THE COURT: Why should the Court go beyond or behind the 
stipulation that was entered in the case, as I understand, by Judge 
McLaughlin? 

MR. HIRSCH: Merely to understand that the stipulation repre- 
sented a settlement of the original case without admissions by the de- 
fendant of infringement, trademark infringement or otherwise or unfair 
competition and, in fact, represented a settlement in which the plaintiff 
paid the defendant a sum of money which was in effect a purchase of the 
name "Biocidin", which we had used, and a purchase which would 
prevent us from using certain syllables, "CID", "DIN", "COR", "“SCHER" 
and "RING". | 

I believe that this is significant because Mr. Simon has touched 
upon the fact that we have stayed close to the line in using "Biovidon" 
at this time. Close to the line of what? | 

Q. Close to the line of something which Judge Youngdahl found 
not confusingly similar. So that I believe that when we look'at his find- 


ings and conclusions of law, we understand that we are not close to the 


line of anything that would be comparable in any degree. 
Now that we can t:rn to the current situation, we find that Dart 
Drug Corporation has improperly and they were wrong, inadvertently 
and erronerously, in selling and offering for sale a product in this 
cold tablet line that had the name BIOVIDIN, din at the end. This re- 
presents a violation of the decree which was entered by the Court. 
We can't challenge that. We are sorry for it. We do say that the cir- 
cumstances indicate that there was absolutely no culpability here, no 
wilfulness and that, therefore, there is no cause for the Court to find the 
defendant in contempt, nor to issue a remedial order or an in terrorem 


order here. 


72 
THE COURT: What do you say about counsel's suggestion that 
your affidavits are not factually true? 


MR. HIRSCH: In our response to the first motion for contempt 
in this case, the product which we allegedly sold bore the label ""Bio- 
cidin”. Now, we subsequently learned that this was an error on Mr. 
Simon's part. We directed our entire attention to seeing whether we 
had any products for sale under the name "Biocidin”. We were so 
positive that we had none that we barely probed beyond that point and 
we did state in our response even though there had been no mention 
made in the motion filed by Mr. Simon about a product called "BIOVI- 
DIN”, we volunteered that we had been aware of the fact that we had 
received a shipment which bore the label "BIOVIDIN" erroneously and 
that to the best of our Inowledge, we stated in our answer: 'Respon- 
dents state upon information and belief that said shipment of incorrectly 
labelled products never found its way into the hands of the public." 

I would like the Court to understand that this wasn't even in issue 
in the pleadings filed by Mr. Simon. We volunteered it. It was upon 
information and belief; and quite frankly, we didn’t check around to see 
whether we had any product on the shelves "Biovidin" at that time. We 
thought we had cleared that out a long time ago. 

Then when the amended motion came in, we proceeded to look 
for "BIOVIDIN"” and we did find the product in the three stores. I think 
it is significant to note that in Mr. Shipe’s answer to the interrogatories, 
we didn’t attempt to conceal the fact that we in fact found the product in 
three stores, which included a store other than the three stores at which 
they made their purchases. We couldn’t help it. These were the facts 
and, therefore, we stated them. We can speculate that perhaps the 
bottle that was purchased at the one store where we didn’t find it on the 
shelf was the last bottle on the shelf. 

We don't know. All we know is that when we checked the shelves, 
we did not find a bottle labelled "BIOVIDIN” in one of the three stores 
where Mr. Simon's agent had made a purchase, but we did, in fact, 
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find a bottle in a fourth store and we admitted that. We stated it. No 

effort whatsoever was made to conceal that fact. | 

THE COURT: Counsel suggests if you had made a thorough inquiry, 
you would have found a fifth store which contained a Biovidin Deconges- 
tant. 
MR. HIRSCH: Yes, sir, he does. And, with respect to "Biovidin" 
"DC", this is a different product. The complaint in this case dealt with 
an allegation that we committed a method of unfair competition by sell- 
ing a red capsule very much like the red capsule of Schering's under a 
label which they alleged was confusingly similar to their's. 

I would like to note parenthetically, sir, that this red capsule is 
a stock item that is purchased from a supplier who makes this item for 
10 or 20 companies or more throughout the country. Itis just an anti- 
histimine cold tablet. All you have to do is ask him to send you a 
quantity of antihistimine tablets under your label, and he will ship this 
very capsule to you. I am sorry for the parenthetical note there, but 
I did want to get that in. | 

The "Biocidin DC” product is really unrelated to this matter. It 
is a white capsule, not a red capsule and, therefore, totally outside the 
realm of these allegations of unfair competition which have been made 
and it is true that we had purchased both "Biovidin DC" from the same 

supplier who made the error and, therefore, we got both products 
in from him which had "DIN" at the end. At the same time, sir, we 
had many more of these bottles selling in our other stores under the 
name of "Biovidon" which had come from our other suppliers. I think 
it is even interesting to look at this photograph. 

You will notice that the display card which is used says “Biovidon 
DC, 100, $1.97", just a little bit to the right lower center and a little 
below the bottle which regretfully had the wrong label on it. | 

I would think the use of this large card showing the name as "DON" 
and not "DIN" would contradict or refute any thought of wilfulness on our 


part. These cards, incidentally, as indicated in our response are very 
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often in our stores at the point of sale and also very often actually 
obliterate the label on the bottle because they go on the shelf in front 
of where the bottles are stacked so the customer going to pick up a 
bottle sees this card first, I would assume. 

In any event, this would account for the fact there was also a 


"Biovidin DC” bottle found in any one of our stores, and I don't dis- 
believe the statement. This could have happened. It was part and 
parcel of the same error with the same manufacturer. But this is a 

white tablet product and not the red tablet product which was the 
subject of the first complaint in this case. 

Turning specifically to some of the arguments which were made 
by Mr. Simon, I should like to comment first on his statement that this 
is the third violation. This attempts to put us in the posture of being 
contumacious, continuing to violate the decree; and if we examine the 
so-called violations, we see that there is really no substance to them. 

If Your Honor will recall, on January 12, 1961, the parties 
entered into a stipulation which gave Dart 90 days to dispose of the then 
*Biocidin” capsules. That 90 days would have expired on approximately 
April 12, 1961. 

In February, Mr. Haft, the President of Dart, sent a memorandum 
out to his store managers, advising them of the stipulation and advising 
them that they should sell all of their "Biocidin” label products before 
April 12th in order to comply with the stipulation. He indicated that 
thereafter the product would be sold under the name "Biovidin", "DIN". 
This was an inter-company memo. It was in fact erroneous because the 
company had determined to use the name "Biovidon”, "DON". 

I would hardly think that they would be so foolish as to try to use 
“DIN” immediately after they were to comply with the stipulation when 
the stipulation by its clear terms said they could not use the syllable 
"DIN". They did not use the syllabel DIN’ at that time. It wasn't 
until this very recent episode, an error of one of their manufacturers, 
that they used the syllable "DIN". 
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So that I would hardly think that that inter-office memorandum 
or inter-company memorandum would constitute a ae of the stip- 


ulation in any sense. 

Then about two weeks after the "Biocidin" use was to have been 
discontinued, the companies’ advertising agency, using the old advertis- 
ing format that had used the word "Biocidin" in it, ran an ad in the 
Washington Post calling the product "Biocidin". This was an obvious 
definite error on the part of the advertising agency and Dart momentarily 
corrected that. We received no call from the Schering Corporation; we 
caught it immediately in the morning Post, called up the advertising 
agency and had them contact the Star because the Star had gotten the 
same mat. This ad rau in the first edition of the Star and was pulled for 
subsequent editions of the Star. This was an entirely voluntary act on 
our part. 

Now, Judge McLaughlin entered a decree following that act. But 
we must not assume in any way that the entry of that decree establishes 

any culpability on our part for running that ad in the Washington 
Post and one edition of the Star. The stipulation says that if Dart Drug 
violates the stipulation, the Court will -- it uses the mandatory word -- 
will enter a permanent injunction. 

Now, Judge McLaughlin correctly or incorrectly -- we don't have 
to challenge his decision -- held that the error of the advertising agency 
was the responsibility of Dart Drug, therefore Dart Drug had violated 
the stipulation and under the terms of paragraph (7) of the stipulation, 
he entered a permanent injunction. That does not indicate any culpa- 
bility whatsoever; it was merely based upon the fact that we were 
responsible for the error of our agent. 

The third violation is the one which has brought about the present 
proceedings. The circumstances here -- I believe Your Honor has 
indicated he is aware of it from having read the pleadings ae are that 
we purchase this product, which I have indicated is a stock product, 
from one supplier, Hance Brothers & White and we purchased this 
product. 
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Starting back in April, 1961 when the stipulation went into effect, 
we marketed the product under the name "Biovidon", "DON" at all 
times and we still market it under the name "Biovidon" in our stores, 
and we advertise it in the newspapers under the name "Biovidon". We 

have exhibits to our pleadings in this matter which show our news- 
paper advertisements. 

In October of 1961, we decided it would be wise to have more than 
one supplier of this product and so we gave orders in October to one 


company, Continental Vitamin Corporation, sometimes known as Zenith 


Labs -- there may be some confusion in the documents with respect to 
that -- and from another company American Tablet & Capsule. We 
continued to receive the product from Hance Brothers & White and from 
American Tablet and Capsule Company with the name "Biovidon", 'DON", 
all of the time during this period, including the time when we received 
the erroneously labelled product from Continental Vitamin Corporation. 

When we found out that this one company had made an error in the 
label, we attempted to clean up our shelves and get the product off our 
shelves. As I have already stated, we were remiss. We didn't succeed. 

THE COURT: I am going to suspend this hearing at this time for 
the luncheon recess. We will continue at 2:00 o’clock. 

MR. HIRSCH: Thank you, sir. 


(Whereupon, at 12:25 p.m. the hearing in the above -entitled 
matter was adjourned until 2:00 o’clock p.m. the same day.) 


AFTERSOON SESSION 

THE COURT: You had reached the point in your argument where 
you said you endeavored to clear from the shelves the shipment of 
“Biovidin” which had been obtained from the Continental Vitamin Cor- 
poration. 

MR. HIRSCH: Yes, sir. I have discussed with specific detail 
the three alleged violations and I have pointed out -- 

THE COURT: When did you receive this shipment from Conti- 
nental Vitamin? 

MR. HIRSCH: It was shipped on December 15, 1961. Presumably 
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we received it some short time thereafter. 


THE COURT: What was the size of this shipment? | 

MR. HIRSCH: The order was 100 dozen. The invoice, I believe, 
said that 83 and a third dozen were shipped and our account indicated 
that we received perhaps 82 1/3 dozen, so that I believe “ would be 


the correct amount that we received. 

THE COURT: What does this mean with reference to’ ivolume? 
Is this a customary monthly shipment or a weekly shipment or an annual 
shipment? What does it mean? , 

MR. HIRSCH: This would represent a very small portion of the 

total Biovidon tablets which we purchased and sold during this 
winter-spring season and our purchase orders which I will introduce as 
Exhibits, copies of which are attached to our pleadings, indicate the 
large quantity of this product which we had ordered during this same 
period of time from Hance Brothers & White and American Tablet & 
Capsule Company, our other suppliers. So that this was only a small 
portion of the total to be consumed. | 

As I indicated, the so-called three violations were one, the inter- 
company memo which I don’t regard as a violation; the newspaper ad 
which we are responsible for, but I hardly think suggests culpability; and 
this third one. I don't want to suggest to the Court that I am deliberately 
disposing of this so-called third violation which I think is the second 
violation. We are responsible for it. We are responsible for the error 
which our manufacturer made. We did endeavor to clear ourselves. 
We are responsible for perhaps having been negligent in not clearing all 
of our stores complately of the product with the erroneous label. 

However, I think it is improper and incorrect to try to treat this 
as the third of a series of continued contumacious actions on the part 
of Dart Drug. 

Going now to another error which Mr. Simon said we ia: He 

contended that in our second pleading we sai? thai we had not sold 
any Biovidin DC decongestant. That is not correct, sir. Page 9 of our 
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second response discusses that point near the bottom of the page. I 
believe that Mr. Simon has erred. The paragraph beginning at the 
bottom of the page says: "Biovidon" line consists of a number of pro- 
ducts in addition to tablets. Biovidon DC are tablets. They are white 
decongestant tablets. "The line also contains a decongestant nasal 
spray. a cough syrup and chewable tablets for childten. At all times re- 
levant herein these products bore the name Biovidon." 

I believe that Mr. Simon may have misread the statement, "de- 
congestant nasal spray” and believed that to have been a statement con- 
cerning decongestant tablets, which it is not. 

In order to illustrate the wide line of this type of product which 
we sell, I would like to offer into evidence the products, comparable 
products of the Schering Company which are sold and the products which 
Dart Drug sells, to indicate the dissimilarity between the labelling and 
the products and to indicate the wide range of the products, the latter 
point being particularly significant with respect to our statement that 


we had others in this family of products which bore the label "Biovidon” 
and it would be, we think, inconsistent with culpability for us to 
have intended to label one "Biovidin” and others in the same family 
"Biovidon”™. 
I believe that Mr. Simon has already seen these proposed exhibits. 
MR. SIMON: I have no objection. 
MR. HIRSCH: Defendant's Exhibit No. 1 is CORICIDIN 100 tablet 


THE COURT: The Exhibit will be admitted. 


(Defendant's Exhibit No.1 marked and received 
in evidence.) 


MR. HIRSCH: Defendant's Exhibit No. 2 is BIOVIDON, 100 tablet 


THE COURT: The Exhibit will be admitted. 


(Defendant's Exhibit No. 2 marked and received 
in evidence.) 


MR. HIRSCH: ' May I, sir, in the interest of perhaps not having to 
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come back to this, call your attention to some dissimilarities in these 


as I go through them? 

THE COURT: You may. 

MR. HIRSCH: I would like to call the Court's attention to the fact 
that the CORICIDIN, 100 tablet size, is sold and offered in a box, 
whereas the BIOVIDON is sold and offered in a bottle. This difference 

alone was extremely significant to Judge Youngdahl in his finding 
that these products were not confusingly similar to the public. 

I call the Court's attention to this because the plaintiff's Exhibit 
of CORICIDIN is not in a box as it is customarily found in the drugstores 
where it is sold. 

Defendant's Exhibit No. 3, CORICIDIN, 25 tablet sie 

THE COURT: The Exhibit will be admitted. | 


(Defendant's Exhibit No. 3 was mark- 
ed and received in evidence. ) 


: Defendant's Exhibit No. 4, BIOVIDON,, 25 tablet 


: The Exhibit will be admitted. 


(Defendant's Exhibit No. 4, marked 
and received in evidence.) 


MR. HIRSCH: Defendant's Exhibit No. 5, CORICIDIN syrup. 
THE COURT: The Exhibit will be admitted. 


(Defendant's Exhibit No. 5, marked 
and received in evidence.) 


MR. HIRSCH: Defendant's Exhibit No. 6, BIOVIDON -- it is not 
called a syrup but it is obviously a syrup or liquid. | 
THE COURT: The Exhibit will be admitted. 


(Defendant's Exhibit No.'6, marked 
and received in evidence. ) 


MR. HIRSCH: I wish to call the Court's attention to the fact that 
if we open the box of CORICIDIN we find that the syrup is red in color, 
whereas the BIOVIDON liquid is green in color. There are other dis- 
Similarities. I will not burden the Court by calling Your Honor's 
attention to them since they are obvious from a visual inspection. 
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Defendant's Exhibit No. 7, CORICIDIN DECONGESTANT NASAL 
MIST. 
THE COURT: The Exhibit will be admitted. 


(Defendant's Exhibit No. 7, marked 
and received in evidence.) 


MR. HIRSCH: Defendant's Exhibit No. 8, BIOVIDON DECONGES- 
TANT NASAL SPRAY. 
THE COURT: The Exhibit will be admitted. 


(Defendant's Exhibit No. 8, marked 
and received in evidence. ) 


Defendant’s Exhibit No. 9, CORICIDIN MEDILETS, 


The Exhibit will be admitted. 


(Defendant's Exhibit No. 9, marked 
and received in evidence.) 


MR. HIRSCH: Defendant's Exhibit No. 10, BIOVIDIN CANDETABS, 
100 tablet size. 
THE COURT: The Exhibit will be admitted. 


(Defendant's Exhibit No. 10, marked 
and received in evidence.) 


MR. HIRSCH: Do you know, Mr. Simon, whether you can stipulate 
that we don't have a 25-tablet size of Candetabs? 

MR. SIMON: I don't know but if you say so, I'll take your word. 

MR. HIRSCH: Is that correct, Mr. Haft, we do not have a 25- 
tablet size of Candetabs? 

MR. HAFT: Only the 100 size. 

MR. HIRSCH: CIRICIDIN MEDILETS, 100-tablet size, Defendant's 
Exhibit No. 11. 

THE COURT: What is the size? 

MR. HIRSCH: 100-tablet size. 

THE COURT: The exhibit will be admitted. 


(Defendant's Exhibit No. 11, marked 
and received in evidence.) 


HIRSCH: CORICIDIN "D" decongestant tablets, 100-talbet 
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THE COURT: The Exhibit will be admitted. 
THE DEPUTY CLERK: Defendant's Exhibit No. 12. 


(Defendant's Exhibit No. 12, marked 
and received in evidence.) 
MR. HIRSCH: Defendant's Exhibit No. 13, BIOVIDON, "DC" 
100 tablet size. 
THE COURT: The Exhibit will be admitted. | 


(Defendant's Exhibit No. 13, marked 
and received in evidence.) 


MR. HIRSCH: I call the Court's attention to the fact that both the 
Coricidin "D" and Biovidon "DC" tablets are white tablets. | 

Defendant's Exhibit No. 14, CORICIDIN "'D" decongestant tablets, 
24 tablet size. | 

THE COURT: The Exhibit will be admitted. | 


(Defendant’s Exhibit No. 14, marked 
and received in evidence.) 
MR. HIRSCH: Defendant's Exhibit No. 15, BIOVIDON "DC", 
25 tablet size. | 
THE COURT: The Exhibit will be admitted. | 


(Defendant's Exhibit No. 15, marked 
and received in evidence. ) 


MR. HIRSCH: I call the Court's attention to the fact that if we 
open the box in which the CORICIDIN tablets are contained, we find that 


they are in a type of plastic or cellophane container, four toa package, 
whereas the BIOVIDON is contained in a bottle of the same style 
and design as the bottles containing 100 tablets. 
Defendant's Exhibit No. 16, Coricidin "D" decongestant tablets, 
12 tablet size. 


THE COURT: The Exhibit will be admitted. 


(Defendant's Exhibit No. 16, marked 
and received in evidence.) 


MR. HIRSCH: I call the Court's attention to the fact that the tablets 
in the 12-tablet size container are in a similar plastic or cellophane 
type container. 
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Next, Mr. Simon stated in his argument that the decree provided 
for the entry of an injunction for the relief prayed for in the event of a 
violation. 

This is not correct. The stipulation which was entered into did 
so provide; the decree itself, which is the subject matter of this motion, 
and that with which we are concerned, did not so provide. Also, I be- 
lieve that there is no basis for Mr. Simon's statement or indication 
that Schering voluntarily consented to the nature of that decree. 

With specific reference to Judge McLaughlin's decree which I 
indicated earlier was entered, I believe was because we were respon- 
sible for an inadvertent error and under the terms of the stipulation, 

he had to enter a decree. I call the Court's attention to the fact 
that Judge McLaughlin's decree specifically recognizes that the term 
*BIOVIDON” is a permissible name to use in connection with these 
antihistimine-analgesic products and that, therefore, there would appear 
to be no basis for the suggestion that we selected a name which skirted 
so close to the line, 2 name which I have also indicated before was not 
found to be confusingly similar anyway. 

With reference to the window display at Connecticut & K, we are 
terribly sorry that the display of BIOVIDON "DC" in the window had 
not been removed prior to this date. I can give the Court assurances 
that at the luncheon hour, we instructed the people at the store to rip 
the window apart. I think it is significant to note that Mr. Simon did 
not state that he was able to buy a product labelled "BIOVIDIN" in the 
store, which had the package in the window display. 

If Your Honor has passed by any of our stores downtown, you 
might have noticed that we have -- I don’t know if I am exaggerating, but 
I think thousands of packages and bottles massed in our window displays 


in a very narrow area from floor to ceiling. This is the type of window 
display that is used and we just missed it and we are sorry for that. 

THE COURT: How can the Court have any assurance in the accu- 
racy of your affidavits? 
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If this type of thing can occur in one display, doesn’t it suggest -- 
and I suppose that is the purpose for which counsel offers it -- that the 
Court should not place much reliance upon your affidavits? | 

MR. HIRSCH: The point is certainly well-taken. I can't quarrel 
with it unduly. Perhaps the fault is mine in not going out and policing 
this as I should have. We did give instructions to all of the store 
managers to clean off the shelves and to remove anything from the store 
windows. Mr. Ben Kovalsky from the warehouse of the central office 
and, I believe, one other person, went around to all of the stores and 
did attempt to clean up all the windows. They apparently missed this 
one. 


THE COURT: When did this take place? 

MR. HIRSCH: This happened again in the week of April 26th 
when the motion was filed. 

Within a day or two thereafter, we went out and had this man check 
all of the windows. I know from my own personal knowledge, from the 
store managers whom I interviewed, that they complained that their 
windows had been totally disrupted, so that I know it had been done at 
the stores at least where I interviewed the store acne I did not 

go to Connecticut and K; I should have. 

I might comment, although it is a little premature, that there has 
been a suggestion of bad faith on Dart's part. I believe that all of this, 
this lengthy time here in Court -- part of which I am responsible for -- 
could have been avoided if Schering Corporation, if Mr. Simon had 
simply called and said, ''Wait a minute, you are violating the decree." 

I am sure that we would have no desire to continue to violate the decree. 
A telephone call, I believe, could have saved this Court's action. Scher - 
ing Corporation did not choose to make that telephone call. 

I think this goes, perhaps, to the question of awarding expenses 
and damages to them. They kind of brought this on themselves, I be- 
lieve, for a reason. There is a history here: Mr. Haft was the leading 
witness before the Kefauver Committee, 18 days before the! original 


complaint was filed in this case, in which he named Schering Corporation 


84 


as one of the companies which received a great deal of unfavorable 
publicity. He gave facts and figures to the Senators and has been the 
subject of harrassment from the Schering Corporation ever since. So 
that perhaps this explains the reason for their not bothering with a 
polite phone call which would have solved, I think, all the problems 

we have here today. 

Mr. Simon said that the supplier couldn't have made a mistake 
as to the label. However, I submit that that is contrary to the facts. 
We have attached to our pleadings our purchase order to Continental 
as well as our many purchase orders to the other companies, showing 
that we ordered the product as Biovidon, "DON". 

We have a copy of a letter, dated February 14, 1961 which is 
attached to our pleadings in which we state that we had not paid the 
Continental Vitamin Corporation's invoice for this product because of 
the error which they made in the labelling. 

Is the submission of that photostatic copy to our pleadings suffi- 
cient or would Your Honor care to have our carbon copy introduced 
into evidence? 

THE COURT: In the absence of some challenge to the photostatic 
copy, the Court has no occasion for questioning its accuracy. 

MR. SIMON: I make no challenge to it, Your Honor. 

THE COURT: Very well. 

MR. HIRSCH: I hardly think that our refusal to pay the bill in our 
letter stating, ‘The reason for the non-payment was due to error in 
labelling of the BIOVIDIN” would refute the suggestion that the manu- 

facturer couldn't have made a mistake. He obviously made the 
mistake. We are responsible for it but, nevertheless, he did make the 
mistake. 

As factors which demonstrate our good faith, we have attached to 


our pleadings a series of newspaper advertisements which have been 


running over a sample period of time during the period involved here. 
I have the originals of the newspaper advertisements with me as well 
as a whole host of others. I only attached perhaps six to the pleadings. 
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If there is no objection, may we treat the photostatic copies which 
we attached to our pleadings as being accurate copies of newspaper 
advertisements? 

MR. SIMON: I have no objection to that, if the Court please. 

MR. HIRSCH: I call your attention, Your Honor, to the fact that 
in all of these newspaper advertisements over a representative period 
of time, our product was held out to the public as Biovidon, "DON". 

Similarly, we have submitted photostatic copies of our purchase 
orders from October, 1961 up to a current date, although I think we 
didn't order any after the cold season -- I think the last date is March 
16, 1962 -- showing the orders to the three suppliers of the Product. 

All of these purchase orders show that we ordered them under the 
name ''Biovidon". 

THE COURT: The Court will accept the photostats unless there 
is some challenge to them. ! 

MR. SIMON: We have no objection, Your Honor. l 

MR. HIRSCH: I would ask the Court, also, to accept the photostatic 
copies although they didn't come out very well. Perhaps I might put 
these point of sale display cards into evidence, unless Your Honor is 
satisfied with the reproduction that appears in the photostatic copies. 

THE COURT: You may offer anything that you desire. 

MR. HIRSCH: I will be satisfied with the Seen copies. 

Do you have any objection? 

MR. SIMON: No, I do not. 

MR. HIRSCH: We would like to treat the photostatic copies as 
true copies of our point of sale signes. I call Your Honor’ s attention 
to the fact that the point of sale signs are all spelled B-i -Orv-i-d-o-n. 
These would have been right on the counter above where the: merchandise 
was stacked and sold. 

With reference to the contention of Mr. Simon that in terrorem 
relief is called for, I believe I have amply covered the fact that there 

would seem to be no cause here for any assessment of a penalty 


which would be in terrorem in nature, I believe in absence of any 
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wilful intent to continue to violate the decree. 

The final point that had been raised by Mr. Simon was that he 
would like to have the decree broadened to give the Schering Corporation 
the relief which it requested in its original complaint. I would argue, 
sir, that in order to do that, it would be necessary to open the whole 
question of whether there has been any infringement, any violation of 
trademark rights of any of the parties. 

This would require going into areas far beyond those which are 
covered by the present decree and, therefore, there would be no found- 
ation whatsoever for any order of this Court which would broaden the 
present decree or which would go back and grant to the Schering Cor- 


poration the very wide scope of relief which it requested in its original 


complaint and which, according to Judge Youngdahl's findings of fact 
and conclusions of law, they were not entitled to. 
THE DEPUTY CLERK: Exhibit No. 17, for identification. 


(Documant was marked defendant's 
Exhibit No. 17 for identification.) 


MR. HIRSCH: I offer into evidence Defendant's Exhibit No. 17 
which is an undated memorandum from Dart Drug to all store managers 
re Biocidin returns and Yardley promotion. 

THE COURT: Is there any objection to this Exhibit? 

ME. SIMON: No, Your Honor. 

THe COURT: The Exhibit will be admitted. 


(Defendant’s Exhibit No. 17 was 
admitted into evidence. ) 


MR. HIRSCH: Although undated, Your Honor this calls the store 
manager’s atteation to the fact that they must remove the Biocidin 
tablets by no later than April 11, 1961, and it is further evidence of 
good faith efforts to comply with the decree. 

Thank you, sir. 
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REBUTTAL ARGUMENT IN SUPPORT OF MOTION 


Been eS 
By Mr. Simon 


MR. SIMON: If the Court please, may I have just a few moments 
for a couple points which I would like to bring out? 

I think the most important point as a result of Mr. Hirsch's talk 
is he conceded expressly that there were some 82 or 83 dozen of Bio- 
vidin red tablets on display. He conceded that his answer didn’t intend 

to say that the phrase "Biovidin" -- the improper word -- was 
not used on the decongestant tablets. | 

We know that at least five bottles of Biovidin decongestant tablets 
had the improper label on them as late as this morning in their store 
window at Connecticut & K. I don't know, and he hasn't told us whether 
‘they ordered 80 dozen or 800 dozen or 8 dozen Biovidin decongestant 
tablets; but without question, Judge McLaughlin's decree expressly 
concluded that the five bottles of Biovidin decongestant in the window 
violate the decree. Mr. Hirsch was significantly silent on how many of 
those bottles they bought. | 

The second point I would like to make, Your Honor, is he offered 
in evidence a letter dated February 14, 1962, to the manufacturer say- 
ing that these products had been improperly labelled. This shows that 
on February 14, they knew it and yet two and a half months later, on 
April 25, we found the improperly labelled bottles in three of their 
stores, the only three stores that we checked on that day. | 

The third point I would like to make, Your Honor, is Mr. Hirsch 
said the red pill was a standard stock pill, anybody could order it from 
this company. His exact words were -- which I wrote down as he said 
it: "You order them under your label and they send them to you.” 


But the thing he never did tell us is how the manufacturer gets 
your label. Nothing was said here today of how the labels which, except 


for the improper syllable, are exactly the same as the labels that came 


from the other manufacturers. | 


| 
How did this manufacturer get those labels? And, if he printed 
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them himself, how did he get the rest of the copy for the labels? How 
did he get the size, the color and the design which was identical? It 
had to come from them. Mr. Hirsch was silent on that point. 

THE QURT: Don't you think that the invoices, the order slips 
which the defendants filed with the Zenith Continental Vitamin Company 
in which they identified the product as being "DON" negative the sug- 
gestion of mislabelling on the part of the defendant rather than the 
supplier? 

MR. SIMON: No, Your Honor, I can't accept that for this simple 
reason: This is presumably the first order that they had ever placed 
with the supplier. The label, Your Honor, you will notice on the ex- 
hibits that have the wrong name is exactly the same color, exactly the 
same wording, exactly the same type of print. Now, somebody had to 
communicate with the supplier -- the color, the size, the words, the 
rest of it. He couldn't have gotten it off that order. The order merely 

said, "Give us 100 Biovidin". It didn’t tell them what the label 
was supposed to say or its color or design or the type of print to be 
used. They had to have gotten this somehow from this defendant cor- 
poration. 

The fourth point I would like to make, Your Honor, is Mr. Hirsch 
referred at least three times to Judge Youngdahl's decision denying us 
a temporary injunction. 

It seems to me this is totally irrelevant. Judge Youngdahl's 


opinion expressly said that his decisions were limited solely to the 
temporary injunction and he was not deciding the merits. Subsequently, 
we settled the case and whether or not there was an original infringement 


seems to me now irrelevant. We have a decree of this Court which 
they consented to and which admittedly has been violated. 

The next point I would like to make, Your Honor, is they filed 
two affidavits in this case which were filed on May 18: The first affi- 
davit of Nathan Eidelman says that the first notice he received that any 
part of the December 15, 1961 shipment had reached the shelves of any 
retail store was the filing of our motion. 
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Then he says: 

"An immediate check of all retail stores was made on April 
26, 1962. A total of 67 bottles of BIOVIDON tablets mislabelled 
as BIOVIDIN was found in three of the stores. : 

There were no incorrectly labelled bottles of BIOVIDON 
tablets in the 11 other Dart Drug stores." | 
There is a similar affidavit by Mr. Shipe again on May 18 to the 


same effect. 
Both of those affidavits are admittedly in error as to the Biovidin 


at the Connecticut and K store. 

Mr. Hirsch has argued that there was no substance to|our con- 
tention that the newspaper ads a year ago were in violation of the stipu- 
lation and that the only reason that Judge McLaughlin entered a decree 
is because he had to under the language of the original settlement. 

The fact is that Judge McLaughlin made a finding that those. newspaper 
ads were in violation of the decree and Your Honor will find from the 
transcript of that argument that they argued very vigorously that day 
that he shouldn't enter a decree. The argument today that he had no 
alternative but to enter the decree is exactly the converse of what they 
argued before him at that time. , 

The last point I want to make, Your Honor, is Mr. Hirsch said 
that Your Honor could not extend the language of the decree here today 
by broadening its language because this would open up the whole area 
of the original violation alleged in our complaint and that you couldn't 
go into this without in effect trying the merits of the complaint. 

There is a short, simple answer to this: The settlement of Jan- 
uary 12, 1961 in the form of a stipulation signed by both sides expressly 
said that if there was a violation of the agreement, that the Court would 
enter a decree in the customary form for the relief prayed for in the 
complaint; and, therefore, granting us broader relief to the extent of the 
relief prayed for in the complaint is merely a matter of implementing 
the agreement of the parties which was approved by Judge uetanghiin 
on January 12, 1961. 

Thank you, sir. 


90 


THE COURT: Mr. Hirsch, what do you say about counsel's in- 
quiry as to where the supplier obtained their label or the material for 
the labels that appear on this bottle? 

MR. HIRSCH: I would like to call Mr. Herbert Haft, if I may, to 
answer that question. 

Whereupon, 

HERBERT H. HAFT 
called as a witness on behalf of the defendant, having been first duly 
sworn, took the witness stand, was examined and testified as follows: 
DIRECT EXAMINATION 
BY MR. HIRSCH: 

Q. Please state your name and address? A. Herbert Haft, 7012 
West Greenvale Parkway, Chevy Chase, Maryland. 

Q. What is your occupation? A. Pharmacist, President of a 
chain drug company. 

Q. President of Dart Drug Company? A. Yes, sir, that is right. 

Q. Mr. Haft, you have heard the arguments here today and dis- 
cussions concerning an order which was placed with Continental Vitamin 
Corporation in October of 1961 for Biovidin tablets, 100 tablets to a 
bottle. Would you please state how Continental Vitamin Corporation 
knew what label to prepare for the product which you ordered? A. Yes, 
sir. We gave them a written purchase order for the Biovidon tablets. 
The Biovidon tablets are an antihistimine cold tablet which they make 
for a great number of retail drug chains and drug outlets. It is a stock 
item. It is similar to aspirin, being a stock item for headache needs. 
This is a stock item for cold needs. 

We had two other manufacturers making the product. At the time 

we gave them a bottle of one of the other manufacturers. From 
that bottle, we told them to duplicate the label and the copy since we 
were desirous -- although we used two manufacturers -- of having the 
finished product, the label and the bottle, similar which we gave to them. 

Q. Do you know how it is that when this order was delivered, 
the bottles had labels on them containing the word ''Biovidin", ''DIN" at 
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the end? A. Through discussions with the supplier, they tell us that 
somewheres in the printer that they used there was a transposition. I 
do not know specifically myself how that happened. | 
Q. Did you intend that this product be delivered to you with the 
name "BIOVIDIN", "DIN" on it? A. No, sir, I wanted "DON". 
There was no competitive advantage of "DIN"; it was actually a 
disadvantage as at the same time we were ordering under "DON" from 


two other manufacturers and we were advertising “BIOVIDON". It was 


never our intention to order under "DIN". 

MR. HIRSCH: I have no further questions. 

Would the Court care to interrogate? 

MR. SIMON: May I ask a few questions, Your Honor? 

THE COURT: You may. | 

CROSS EXAMINATION | 
BY MR. SIMON: 

Q. Mr. Haft, from what source did you obtain the Biovidon "pC" 
tablets which are Exhibit 13 here? A. That came from Continental 
Laboratories. | 

Q. The same company? A. Yes, sir. | 

Q. How many dozen or other units of Biovidin "DIN" “decongestant 
tablets such as are shown in this photograph which is Exhibit 4? How 
many dozen of those were received? A. I don't know specifically, I 
can check the records if you want. | 

Q. Did you know prior to today that the Dart Drug stores had 
sold Biovidin decongestant tablets, spelled "DIN"? A. Yes. 

Q. When did you first learn that? A. That would be shortly 
after the merchandise was received at our warehouse and when it got 
into the stores. The exact date, I do not know. 

Q. Can you tell me the month, sir? A. It would be some time 
in the beginning part of this year. 

Q. January or February? A. Somewheres about that time I 
would imagine it was received. I don't know the specific date. 

Q. Do you know how many stores got Biovidin, "DIN! decongestant 
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tablets? A. It is our normal practice to ship all the stores the same 
merchandise. I would say all the stores received it. 

Q. Did all the stores get Biovidin, "DIN" red tablets also? 

A. I don't know because at the time the Biovidin red tablets, which 
we received from Continental Vitamin, were in our warehouse stock. 
We also had stock of Biovidon, "DON", which we were buying from the 
other manufacturers. 

So being intermixed, what stores would get either the red Bio- 
vidon or the red Biovidin or the white Biovidin or the white Biovidon, 

I wouldn't know specifically. 

Q. At any time, sir, did you make any check of your store to see 
whether they had Biovidin decongestant tablets? A. I issued orders. 
We sent two of our personnel from the warehouse to physically go through 
the stores and check the stores and physically remove any. 

Q. And when did this occur? A. This occurred prior to the end 
of February when we first found out about the Biovidin red tablets. 

We issued orders and we removed the same and had them re- 
labelled, and we thought that this had solved the problem until we heard 


from you in this action in April and I issued orders again to physically 
go around to all of the stores and check through all the stock and remove 
any of the stock that might have the spelling '’DIN"’. 

Q. IfI understand you, you issued orders twice to check the 
stores, once in February and once in April; is that correct? A. Yes, 


sir. 

Q. On each occasion, did you direct them to check both the red 
pills and the white pills? A. Recently it was the red and white. Actual- 
ly in February, the orders were issued on the red tablets. We weren't 
aware that the same manufacturer had also put "DIN" on the DC tablets. 

Q. So that at the time of the February check you didn’t even 
know that the wrong name was on the white tablets. Is that correct? 

A. I did not know. 
Q. Now, as to the red tablets in February when they checked 
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your 14 stores, in how many of the 14 stores did they find the impro- 
perly labelled red tablet? A. 1 do not know specifically. 
Q. What is your best recollection? A. I did not specifically 
check them myself and I do not know. ! 


Q. Do you have any record as to whether it was all 4 stores or 
| 


just one or two? A. I don't know. I have no recollection. 


Q. No recollection at all? A. I didn't actually check them. 

Q. Did those who did check the stores report to you?’ A. The 
report was made to me that the stores had been checked and that the 
tablets that were labelled "DIN" had been removed. : 

However, you must be aware of the fact that our stores average 


in excess of $85,000 worth of inventory per store in a fairly small 
space and this is not an excuse but is just an explanation that they must 
check stockrooms and shelves and what have you, and being intermixed 
at the same time with "DON" that this is what happened. However, the 
report to me was that specifically they had checked and that all the 
merchandise having "DIN" had been withdrawn from the stores and I 
directed that they be returned to the manufacturer to be relabelled with 
"DON". As of now, I would say that the merchandise which is on sale 
in the stores has been relabelled. 

Q. My only question, Mr. Haft, was whether in February they 
either reported to you or you asked how many of the stores had the 
improper labels on the red tablets? A. I did not specifically ask that. 

Q. And they didn’t tell you? A. No, sir. 

Q. Now, sir, you say in April a second check was made of the 
red tablets. A. The red tablets and the white tablets. | 

Q. Was the check made on the white tablets before Es A. I 
do not know. | 

Q. When did you first learn about the improper name on the 
white tablets? A. The first time I learned about the white tablets was 
actually at the time that you sent through these court papers asking 
about Biocidin, "CIDIN". At that time, our attorneys came to us and 
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asked us, "Do you have any Biocidin?” And we went through the stores 
completely and we said, "There is definitely no Biocidin". He told us 
later that he had made a mistake, that he didn't mean Biocidin but 
Biovidin. At that time, we said check all Biovidon products. We check- 
ed the complete family of the product and this is the first time 
that I specifically became aware that in a small batch of one manufacturer 
that there were some red tablets that still remained that had "DIN" and 
there were some white tablets that remained that had "DIN". 

Q. Now, sir, you testified that the first time you learned of the 
white tablets with the wrong name was at the end of April. So far as 
you know, did anybody in your company know about the improper name 
on the white tablets prior to the end of April? A. I do not know. There 
is a possibility that they did because they checked the entire stock. 

Q. Now, one more question on this area and I will be finished: 
When they checked in April and you knew that there was the improper 
name on the white tablets, now many stores were found to have the 
white tablets with improper names on them? A. I do not know. 

Q. You have no recollection at all? A. No, sir. 

Q. Did they tell you how many stores? A. No, they just reported 

back to me they had checked through. They had to go through 
bottle by bottle. There was "DON" in the stores and they pulled out 
the merchandise "DIN" and shipped it back to the manufacturer. 

Q. Talking about the white tablets, I merely want to know how 
many stores. A. The stores, no. 

Q. You don't know how many stores had it? A. No. 

Q. It might be all 14 or it might be one or two, is that correct. 
You don’t know? A. No, sir. 


Q. Now, sir, your purchase orders, are they numbered mechani- 
cally? A. They are numbered mechanically and sometimes if they mess 
up an order they will number them by pencil. 

Q. But the mechanical numbering, I take it, is in numerical 
sequence? A. The mechanical numbering is usually a numbering stamp, 
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however, from time to time a sequence or a number or numbers are 
numbered by hand if they don’t have a sequence number. ! 
Q. Would this be only where they have made a mistake and they 
were correcting it? A. It could be for many reasons. 


Q. Well, sir, will you give me this explanation: Here is an order 
dated October 9, 1961 to Hance Brothers & White that bears the numer- 
ical number 009777, and that is numerically numbered, is not? 


A. Yes, sir. 

Q. Now, sir, the order for these tablets is numbered Li by hand 
09999 and bears the date of 10/26/61. Thus, some two weeks earlier 
a later number was used: The order of October 26 for these tablets has 
a number which is a higher number than the November 9 order to Hance 
Brothers & White. Could you explain that? A. Yes. 

We have two gentlemen who but drugs, Nathan Eidelman and Ben 
Kovalsky. They will take a block of numbers -- each has a separate 
office -- each takes a block of numbers which they are responsible for 
keeping track of. | 

In other words, you walk into Mr. Eidelman's office acd he will 
have a block of numbers, say, 9900 and he will take them in sequence; 
and Mr. Kovalsky will have a separate block of numbers which he will 

keep track of. So that the actual sequence of numbers itself in 
some cases will have no relation to the date, based on who signs them 
and what sequence they are in. | 

Q. Yes, sir. | 

I notice also that the rest of them are mechanically numbered and 
I am wondering whether you can give me an explanation as to how the 
particular invoice that happened to order these particular products 
happened to be the only one that was numbered by hand? A. I wouldn't 
know specifically other than if they -- take a purchase order which is 
filled wrong, they will take a blank and number it by hand because you 
have a numbering machine which can't go back. 

Q. Now, I have only one more question and I will be finished. 
Can you tell me any reason why the answer of your company filed in 


96 


this case made no reference to the fact that you did have the Biovidin 
decongestant tablets labelled improperly? 

THE COURT: Just a minute. Will you read the question, Madam 
Reporter? 

(The pending question was read by the reporter.) 

THE WITNESS: Of first knowledge, I can't specifically answer 
vou, however, if you want me to venture an opinion I think I could. 

Q. But you don’t know, is that your answer? A. I don't know. 
I could venture an opinion if you care to hear it. 

MR. SIMON: I have no further questions, Your Honor. 

THE COURT: Do you have further questions, Mr. Hirsch? 

MR. HIRSCH: I would like to offer into evidence, through this 
witness, the purchase orders of Dart Drug Corporation which are 
numbered in sequence with the purchase order numbered 09999 in it. 

THE COURT: Has counsel seen this exhibit? 

MR. HIRSCH: No, Your Honor. I am going to show it to him. 


(Opposing counsel viewed exhibit.) 
MR. HIRSCH: I offer into evidence as defendant's Exhibit No. 18 
a series of Dart Drug Corporation invoices which are numbered starting 
at 009995 going through 10004, with the exception that 09999 -- which 
is the invoice about which Mr. Haft was questioned -- does not appear in 


this group. 
THE COURT: Is there any objection to this exhibit? 
MR. SIMON: None at all, Your Honor. 
THE COURT: The exhibit will be admitted. 


(Defendant's Exhibit No. 18, marked 
and received in evidence.) 


MR. HIRSCH: I would like the record to show that we have the 
yellow copy for the invoice number 09999 which I believe Mr. Simon 
will agree is another carbon copy of the pink purchase copy of the same 
purchase order which he has already seen. 

THE COURT: Has this page been offered in evidence? 

MR. HIRSCH: I offer this page into evidence. If we could perhaps 
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treat this all as Exhibit 18 and withdraw my note that there was one 
page missing. : 

THE COURT: Very well. Is there any objection to this page be- 
ing admitted in evidence? : 
MR. SIMON: No objection, Your Honor. 

THE COURT: The exhibit will be admitted. | 


(Invoice No. 09999 was marked De- 
fendant’s Exhibit No. 18 and received 
in evidence. ) 


MR. SIMON: I would like to point out to the Court, if 1 may, the 
invoices which are numbered 009995 through 009998 are all dated 
November 14, 1961 and then they started a new numbering series and 
the first number of the new series was 010000 and it also is dated 
November 14, 1961 whereas the typical invoice which is numbe red 

09999 and is in between those two is dated October 26, 1961. 
Therefore, obviously, this invoice was not prepared in the ordinary, 
course using the numbering sequence of the other exhibits. | 


THE COURT: Do you have further questions of this witness? 
MR. HIRSCH: Yes, sir. 
REDIRECT EXAMINATION 


BY MR. HIRSCH: 

Q. Was there a representative of Zenith-Continental Vitamin 
Company at your company when this invoice 09999 was preyered? 
A. Yes. | 

Q. Did you give him this invoice at that time? A. Yes, sir. 

MR. HIRSCH: I have no further questions. 

MR. SIMON: No further questions, Your Honor. 

THE COURT: You may step down. 

(The witness left the stand. | 

THE COURT: Do you have any further testimony on this point, 
Mr. Hirsch? 

MR. HIRSCH: No, sir. i 

THE COURT: The Court has another question to address to you. 
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Counsel has pointed our that in February, your client had apparently 
some notice of this mislabelling as is indicated by the February letter 
which you offered in evidence, but that you did nothing about this inso- 
far as the stores were concerned because three purchases were made 
of the so-called mislabelled product in April, inferring that you had 
some 60 days’ notice of this condition and did nothing to take it off the 
shelves of your stores. What do you say about this? 

MR. HIRSCH: I think it is incorrect to say that we did nothing to 
take the product off the shelves. The testimony of the witness is that 
we did give instructions to remove the product from the shelves and 
get it back into the warehouse and my understanding is that this was 
done. This does not account for the fact that either the people who 
were to remove the product from the shelves did not do their job proper- 
ly or it is possible that some of this product was in a case in a store- 
room of one of the stores or the warehouse and that one of the clerks 
in opening up a new case would get some unaccounted-for product back 
onto the shelves. 

I am not trying to excuse what happened, I am merely stating that 
it is incorrect to contend that the company did nothing about it. They 
did take steps; they failed in accomplishing their objective. 

THE COURT: Do you have anything further to say by way of 
summation? 

MR. HIRSCH: No, sir, I do not. 

MR. SIMON: I have nothing further, Your Honor. 

THE COURT: Do you have anything to say, Mr. Hirsch, with re- 


ference to the apparent lack of sequence in the handwritten purchase 
order number 09999 being dated October 26 when subsequent orders 
appear to be dated some two or three weeks later in the same sequence 


of orders? 
MR. HIRSCH: May I have a moment, please, to confer with 
Mr. Shipe? 
(Short pause in proceedings.) 
MR. HIRSCH: MayI call Mr. Shipe to the stand, please? 


THE COURT: You may. 
Whereupon, 
CHARLES D. SHIPE 
called as a witness on behalf of the defendants, having been first duly 
sworn, took the witness stand, was examined and testified as follows: 
DIRECT EXAMINATION | 
BY MR. HIRSCH: | 
Q. Please state your name and address? A. Charles D. Shipe, 
5458 3rd Street, Northeast, Washington, D. C. 
Q. That is your business address? A. Yes, sir. 
Q. What is your home address? A. 4915 - 15th Street, North 
Arlington, Virginia. 
Q. What is your occupation, sir? A. Vice President Opera 


Dart Drug Corporation. 
Q. In connection with your occupation, do you have aby respon- 
sibility relating to the books and records and papers of the company? 


A. Yes, I do. 

Q. What is that responsibility? A. I have primary responsibility 
for the financial records. | 

Q. You have heard testimony and discussion here concerning a 
purchase order dated October 26, 1961, number 09999 which is of an 
earlier date than the next purchase orders in numerical sequence. 
Would you please explain, if you can, how that occurred? A. Yes, I can. 

The purchase orders up to the time of the 10000 sequence were 
numbered in our office by a numbering machine so that at the time the 
purchase order was written, there was no purchase order number on it. 
When the purchase order was actually processed and sent to the manu- 
facturer, it would be numbered at that time. So it is quite conceivable 
that you would have a group of purchase orders -- correction. The 
purchase orders were numbered but when they were sent out to the 
manufacturer, the number sequence could be out of order. : 

In other words, the purchase order could be written in October 
but the number itself not being put on the purchase order until November. 
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I would also like to explain at this time the sequence in that same 
period starting at 10001. At that time when we ordered new purchase 
orders, the numbers were put on there by the printer so that we no 
longer put the numbers on ourselves. 

MR. HIRSCH: I have no further questions. 

CROSS EXAMINATION 
BY MR. SIMON: 

Q. IfI understood you correctly, Mr. Shipe, you said that an 
order could have been written up and given a number and then held for 

some time before giving it to the manufacturer, and this would 
account for an order being numbered later than the sequence. 

I would like to ask you how you can account for an order dated 
earlier than the sequence? A. In the first part of my explanation, I 
believe I did say that. However, I corrected that to say that the number 
was put on at the time it was mailed out rather than at the time it was 
prepared. 

Q. I still don’t understand how you could have the number put 
on when it was mailed out but have it dated two weeks earlier than the 
other numbers on either side of it. A. Well, the numbers on either 
side of it very possibly could have been mailed out in November and 
mailed out the same day and the order which had been written in October 
could have been held pending price adjustments or other things until it 
was mailed out. 

Q. Well, now, you say "It could have been”. Do you know what 
happened in this case? A. I do not know. 

Q. You do not know? A. No, sir. 

Q. I have just a few more questions, if I may: 

Did you sign an affidavit filed in this case, copy of which I hand 
you here? 


It is answers to written interrogatories. A. (Perusing document. ) 
Yes, I did. 
Q. Now, sir, I call your attention to paragraph number 3 which 
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says: "The total number of bottles to which 'Biovidin’ labels were 
attached is unknown to the defendants. However, the single shipment 
received by Dart Drug Corporation contained 82 1/3 dozen bottles." 
Isn't it a fact, sir, that you also received a second shipment of 
white Biovidin decongestant tablets? A. The affidavit here refers 
specifically to Biovidin labels which would be the red tablets, it does 
not relate to the Biovidin DC. 
Q. And it is incorrect if we were to include the Biovidin decon- 
gestant, isn’t it? A. The statement made in the affidavit is correct. 
Q. Well, didn't you receive a shipment of Biovidin decongestant 
tablets? A. Yes, we did. | 
Q. How many dozen were in that shipment? A. I do not know. 
Do you know whether it was one dozen or a hundred dozen? 
. I do not know. 
Do you know how many stores they were sent to? A. I do not 


Was any effort made to retrieve those bottles from the stores? 


A. Iam aware an effort was made to retrieve them. 

Q. How many were retrieved? A. I do not know. 

I did not handle that. 

Q. You just don’t know how many stores or how many bottles 
or anything else, is that right? A. That is correct, I do not know. 

Q. When you signed that affidavit as well as the second affidavit 
which was filed on May 18, did you make no effort to check as to what 
the facts were as to the Biovidin decongestant tablets before signing the 
two affidavits referring to Biovidin tablets? A. Yes, we had checked -- 
this is referring to subsequent to April 25th or 26th? 

Q. The first affidavit was dated approximately the 18th of May 
and the second affidavit this week. A. Yes, we had checked the Bio- 
vidin DC tablets. | 

Q. What did you learn about the Biovidin decongestant tablets 
prior to signing these affidavits? A. The only information I asked to be 
submitted to me in preparing this affidavit was the information concering 
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specifically to your interrogatories and this was concerning the Biovidin 
tablets, the red ones. I did not ask for information pertaining to the 
white tablets. 
MR. SIMON: I have nothing further, Your Honor. 
MR. HIRSCH: No further questions, Your Honor. 
THE COURT: You may step down. 
(The witness left the stand.) 
THE COURT: Anything further for the plaintiff? 
MR. SIMON: No, Your Honor. 
THE COURT: Is there anything further for the defendants? 
MR. HIRSCH: No, sir. 
ORAL RULING OF THE COURT 


THE COURT: The Court is of the opinion that the defendant has 
indicated a disinterest in, in fact, a disregard for the provisions of the 
stipulation agreement in the case: This attitude being indicated by the 
fact that as recently as today, the prohibited name "Biovidin” has 
appeared on merchandise in at least one of the defendant's windows. 

I think upon the complete testimony and the exhibits before the 

Court at the present time, the Court must conclude that this 
violation of the stipulation agreement or stipulated stipulation is con- 
tumacious in the sense that the defendant has not effectively attempted 
to comply with the Court Order. Under the circumstances, I believe 
the Court is required to adjudicate this defendant in comtempt of Court. 

The Court will approve an order establishing this adjudication. 

The Court will approve an order, to be presented, enjoining the 
defendant from the conduct complained of in the original bill of complaint. 

The Court will withhold the assessment of a fine in this case until 
counsel may furnish the Court with an appropriate affidavit, and to 
which defense counsel may have five days from the filing of that affidavit 
to file any answer or other material that they desire the Court to consider 
in connection with this adjudication. 

(Whereupon, the hearing on motion was concluded. ) 
CERTIFICATE OF REPORTER * * * 


[ Filed September 17, 1962] 


HEARING ON ADJUDICATION 


Washington, D. C. 
Thursday, June 21, 1962 


The above-entitled matter came on for hearing on the matter of 
adjudication before The Honorable EDWARD A. TAMM, J udge, United 
States District Court for the District of Columbia. 

aa * * x * 

THE DEPUTY CLERK: No. 1, Schering Corporation eae Dart 
Drug Corporation, et al. 

THE COURT: Does the defendant desire to be heard in connection 
with this matter? 

MR. HIRSCH: Yes, Your Honor. 


ARGUMENT ON BEHALF OF DEFENDANTS BY MR. HIRSCH 


MR. HIRSCH: May it please the Court, with reference to the order 
to be issued by this Court, I would urge that consideration be given to the 
proposed order which the defendant submitted which varies in certain 
respects from th proposed order submitted by the plaintiff. | 

If I may take up those variations: The plaintiff has, since the 
filing of the proposed order by the defendant in this case, filed an amend- 
ed proposed order. Has Your Honor had an opportunity to read that? 

THE COURT: Yes, I have. 

MR. HIRSCH: That would dispose of three of the suggested 
variations of modification which I had made. There remain two or three 
open matters. | 


THE COURT: You are referring now to the proposed amended 
order of the plaintiff, is that correct? 

MR. HIRSCH: Yes, sir. 

The proposed amended order of the plaintiff would acquiesce in 

three of the changes which were suggested in the defendant's 


proposed order. 
Now, with reference to the open questions, we have the matter of 
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fixing the amount of an award for expenses. Here, as indicated in my 
letter, I believe that the expenses which were submitted by the plaintiff 
with respect to Washington counsel are fair and reasonable. I don't 
greatly quarrel with New York counsel's expenses but would question 
the reason for the difference in the rate per hour as between Washington 
counsel and New York counsel, and would also like the Court to consider 
whether it was necessary for New York counsel to have spent as much 
time as it did when the case was so ably handled by Washington counsel. 

With reference to the imposition of an in terrorem fine: I would 
like to urge upon the Court, first, that there is no need, no compulsion 
for a coercive type of fine in the light of the fact that the actions of the 
defendant here were not wilful. We concede that the defendant evidenced 
or indicated a disinterest in effectively complying with the decree; but 
if Your Honor will recall the facts here, the cause of the error was 
inadvertent. The problem the defendant ran into was its failure to 
correct the error once it occurred. 

THE COURT: Don't you think that the defendant had an obligation 
to be aggressive in correcting this error? Didn't the error exist down 

to the day that the hearing was held in this court in spite of the 
protests of the plaintiff? 

MR. HIRSCH: Yes, sir, I believe the defendant had a duty to be 
aggressive in correcting the error and there is no question about the 
fact that the defendant was not aggressive enough. The error that still 
existed as of the date of the hearing was, of course, the fact that one 
window in one store hadn't been properly cleaned out. The merchandise 
was not offered for sale in that store in which the merchandise was in 
the window. 

I have with me a certification by the store managers and one of 
the employees of the company to the effect -- if I may read it: "This is 
to certify that the undersigned has conducted a joint search of each of 
the stores listed below and that no products bearing the label BIOVIDIN 
has been found in the store proper, the show window and/or the stock 
room." This is signed by Mr. Ben Kovalsky who is in the warehouse 
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of the company. 

It continues: "The search was conducted in conjunction with the 
store manager or assistant store manager of each store as indicated 
by the following signatures" -- and the store manager of each store or 
assistant store manager has signed this documant. They are all dated 
June 7, 1962 with one exception, one store was examined again appa- 
rently on June 8, 1962. | 

So that the need for coercion at this point has passed. The error 
has been corrected and, therefore, I believe that there is no need to 
hold a fine over our head for the future. I believe that the payment of 
an award of expenses to the plaintiff's attorneys, and we mustn't forget 
that the defendant has to pay my fees too. 

THE COURT: Do you charge the Washington rate or the New York 
rate? 

MR. HIRSCH: I charge the Washington rate. 

This is a fairly substantial financial burden that will be imposed 


upon the defendant and I believe under all of the circumstances should 
be sufficient in terms of an amount of fine. : 


Just one final point that I would like to make in connection with an 
in terrorem fine: As I understand such a fine, it would be conditioned 
upon future compliance or non-compliance with the decree of the Court. 
I wasn't sure that the letter that Mr. Simon submitted in connection 
with his proposed order made that clear and the phrasing of the order 
that was submitted by Mr. Simon does not seem to be couched in terms 
of conditions. 

The United Mine Workers case and all of the cases I ie been 

able to find, including the cases that are cited in Mr. ‘Simon's 
memorandum, impose an in terrorem fine conditionally to be paid 
upon non-compliance in the future. 

That takes me to what I think is the last and major issue that is 
involved here. This involves the scope of the order. In Your Honor's 
oral ruling from the Bench on May 31st, you indicated that the order 
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would give the plaintiff the relief requested in the complaint. I believe 
that we cannot frame or phrase the actual order in such general terms, 
but should go through the complaint and the acts done and frame an 
order in the light of the acts which were done. 

This is tied in with the question of an in terrorem fine as well as 
to the question of any possibility of contempt which hangs over our head 
in the future, and that is that there should be some specific injunction 
so that we know what we can do and what we cannot do. The general 
statement that the plaintiff would be granted the relief requested in the 
complaint would be, if Your Honor will read the plaintiff's complaint, 
too broad to give us any concept at all of how to behave. 

In connection with the scope of the order, the plaintiff has asked 
that the defendant be restrained from using the trademark "Biovidon", 
the trademark which it presently uses for its antihestamine cold tablets, 
sprays, tonics and candetabs. The plaintiff argues here that the name 

"Biovidon"” is too close to the plaintiff's trade name "Coricidin". 

I submit, Your Honor, first that the name "'Biovidon” is not close, 
is not confusingly similar in any sense to the name "Coricidin", and 
submit further that the original complaint in this case did not involve the 
name "Biocidin”. A stipulation was entered into prohibiting the defen- 
dant from using the name "Biocidin’’. Incidentally, a stipulation which 
does not contain any admissions of infringement by the defendant. 

The stipulation also prohibited the defendant from using certain 
syllables, among which was the syllable "din", the cause of our present 
difficulties. But I believe that it becomes a bootstrap operation to say 
that because we made a mistake in using din” instead of ''don" as the 
last syllable of our trademanrk that the entire trademark "Biovidon" is 
confusingly similar with "Coricidin". I think that a mere statement of 
the two trademarks would make it clear that they are not confusingly 
similar. 

I also call the Court’s attention to Judge Youngdahl’s findings of 
fact on the preliminary injunction in which he in fact found that there 
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was no evidence that ''Biocidin" as used by the defendants was confusing- 
ly similar to the "Coricidin" mark. | 

One final minor item: In paragraph 3 of the proposed findings of 
fact, I have offered a modification or a variation of the proposed lang- 
uage submitted by the plaintiff. I believe that the language submitted 
in my proposed order more accurately reflects the facts of the situation. 


This finding of facts involves the advertisement of the name "Biocidin" 
last -- it goes back to April, 1961, one day in the Washington Post, 
which was corrected by the defendant itself without any re from the 


plaintiff. 

The language in the proposed order which I have submitted would 
reflect the nature of that violation of the stipulation, whereas the langu- 
age proposed by the plaintiff would make it appear as though we have 
some continuous contumacious advertisement and sale of the product 
under the name "Biocidin". That is not true; we did not sell any product 
under the name "Biocidin". We just had one advertisement ' the Post 
that had the wrong name. 

For the reasons that I have indicated, I would urge the Court to 
accept the proposed findings which the defendant has submitted and 
would request that not in terrorem fine be imposed in this case. 


ARGUMENT ON BEHALF OF THE PLAINTIFF BY MR. SIMON 


MR. SIMON: I just have two short comments, Your Honor: Mr. 

Lowenthal's hourly rate is exactly the same as mine but one of 
the younger men in our office assisted me in the case, and, therefore, 
our hourly rate is an average of his rate and mine. There is no difference 
between New York and Washington counsel rates. 

There is another point I would like to make: I think that. Mr. Hirsch 
has misconstrued the cases on an in terrorem fine. While the purpose 
of it is to deter future violations, it is for a past offense. 

THE COURT: What do you say about his objection to the phraseo- 
logy describing, as the Court said orally, "the relief requested in the 
initial complaint" and his objection that the proposed order is too 
general in that regard? 
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MR. SIMON: The proposed order, Your Honor, does not merely 
say “the relief in the complaint” but is specific and says they are en- 
joined from unfair acts and practices; but it does not use the general 
language and say they are enjoined for the relief prayed for in the com- 
plaint. 

THE COURT: What do you say about his objection to "Biovidon" 
being included ? 

MR. SIMON: Your Honor, I think the only reason that we have 
been here in Court is that they have tried so hard to get a name that 
didn’t violate the express stipulation of a year ago and still came close 
to the name they were trying to simulate. But they have walked up to 

the line and stepped over it and now it seems to me that it is time 
for them to get a name that is sufficiently different from ours that it 
doesn’t lend itself to the kind of inadvertent or advertent errors that 
they have been in. 

THE COURT: You did not include the "don" in your request for 
relief previously, did you? 

MR. SIMON: The complaint, of course, broadly asked that they be 
enjoined from using any name that infringed our trademark. At the time 
of the settlement, we limited ourselves to the "din" in the settlement 
order and Judge McLaughlin's decree followed the settlement order; 
but we reserved, by the agreement, the right to the broad relief in the 
complaint. 

While we don’t ask Your Honor to just say we get all the relief in 
the complaint, we have spelled it out to broaden the relief of the settle- 
ment so that they will not have a word that is so close to ours so as to 


encourage or permit what happened in this instance. 

THE COURT: Do you have any comment on paragraph 3 of the 
proposed findings of fact with reference to the advertisement in the 
Washington Post which counsel says you make sound deliberate when it 
was inadvertent and published only on a single occasion? 

MR. SIMON: Counsel's stipulation, Your Honor, would say that it 
appeared only in one issue of the Washington Post. This record, by their 
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own affidavit on the hearing before Judge McLaughlin showed that it 
appeared in all issues of the Washington Post on that day and in one 
issue of the Evening Star. They did withdraw it from the Evening Star 
after the first issue but the record shows that it appeared lin all issues 
of the Post on that day. | 

THE COURT: Anything further? | 

MR, HIRSCH: I believe that the next to the last order of Mr. 
Simon's proposed order does start out with the language at the very top 
of the page, "Ordered that the relief prayed for in the amended complaint 
be granted."" That is the general language I was objecting to. 

With reference to this item of paragraph 3 of the proposed order 
which I have submitted adopts, I believe, exactly the language of Judge 
McLaughlin's finding on that question, sir, which I have assumed it was 
correct. It says that it was run in the Washington Post, a newspaper in 


general circulation in Washington, D. C. 
MR. SIMON: I would have no objection to striking at the top of 
page 4 of our order, beginning with the word “that" following "ordered". 


THE COURT: Where is this, on page 4? 

MR. SIMON: Page 4. 

THE COURT: Strike what? 

MR. SIMON: Beginning with the word "that" which i is the second 
word on the page, down to the word "that" in the second line. This is 
the very phrase Mr. Hirsch just said he thought was objectionable, that 
one line. 

MR. HIRSCH: That is all that I have eliminated, Your Honor. 

MR, SIMON: I have no objection to that line going out. 

THE COURT: The Court will re-read your proposed orders in the 
light of your presentation today and will approve an order within the 
next twenty-four hours. | 

MR. HIRSCH: Thank you, sir. | 

(Whereupon, the hearing on motion was concluded. 


[ Filed June 22, 1962] 


FINDINGS OF FACT AND DECREE 


This matter came on for hearing on a motion of plaintiff for an 
order to adjudge defendants in contempt of this Court and for other and 
further relief, and this Court, having considered the motion papers of 
plaintiff and the responses and affidavits filed by the defendants in 
opposition thereto, and having heard oral evidence, and having heard 
arguments by both parties, and being duly advised, the Court makes the 


FINDINGS OF FACT 

1. This action charging trade mark and trade name infringement 
and unfair competition was instituted by the plaintiff by a complaint filed 
with this Court on January 20, 1960. 

2. After the cause came on for trial, the parties entered into a 
stipulation dated January 12, 1961, settling this case, and said stipula- 
tion was accepted and approved by this Court on that date and entered 
on the record of this action. 

3. On June 30, 1961, this Court, on application of the plaintiff, 
found that the defendants had violated the provisions of the aforemen- 
tioned stipulation in that said defendants had advertised and offered for 
sale pharmaceutical products under the name and brand of BIOCIDIN 
and this Court thereupon issued its Decree dated June 30, 1961, enjoining 
and restraining the defendants from using a trade name or trade mark 
which includes any syllable which is identical to (1) COR, (2). CI, (3) CID, 
(4) DIN, (5) SCHER, (6) RING or any combination of any of said syllables, 
and from other practices more specifically recited in said Decree. 

4. On April 26, 1962, plaintiff filed this Motion to Adjudge defend- 
ants in Contempt and for other and further relief, alleging that defendants 
had violated the said Decree of this Court by offering for sale pharma- 
ceutical products under the trade name "Biovidin" in their retail stores. 

5. On the motion papers of plaintiff, the responses and affidavits 
of defendants, the oral evidence and argument by counsel for both parties 
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before this Court on May 31, 1962, the Court finds that defendants have 
indicated by their conduct a disinterest in and a disregard for the pro- 
visions of the said Decree of this Court and that the defendants have 
violated the provisions of the said Decree of this Court and that the 
violation is contumacious in that defendants have not attempted effective- 
ly to comply with the said Decree of this Court. 

And the court having rendered its opinion at the close ict this 
hearing, | 

It is ORDERED, ADJUDGED, and DECREED that the defendants 
are guilty of contempt of this Court; and it is further | 

ORDERED that defendants be and they hereby are fined in the sum 
of Five Hundred ($500.00) Dollars, and the costs of this proceeding, such 
fine to be paid by defendants to the Clerk of the Court within five (5) 
days from the date hereof; and it is further 

ORDERED that plaintiff be and it is hereby awarded dttorneye’ 
fees and expenses of this motion in the amount of $2896.37, to be paid 
by defendants to plaintiff within five (5) days from the date eae and 
it is further 

ORDERED that the Order and Decree of this Court, dated June 30, 
1961, be and the same is hereby reaffirmed and incorporated herein by 
reference thereto; and it is further 

ORDERED that the defendants, and each of them, and their respec- 
tive officers, agents, servants, employees, the successors or assigns 
of any of them, or any firm which is a parent or is owned or controlled 
by any defendant, or by anyone affiliated or associated with. or claiming 
under or through any defendant, be and the same hereby are enjoined and 
restrained from any and all further acts of unfair competition and trade 


mark and trade name infringement including those arising from their use 


of the trade names "Biocidin", 'Biovidin" and '"Biovidon" or any other 
simulation or colorable imitation of plaintiff's products bearing the 
trade mark "Coricidin"; and it is further | 

ORDERED that the defendants, within ten (10) days of the date of 
this Order, file with the Clerk of this Court an affidavit showing that 
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defendants have destroyed all goods, labels, signs, printed packages, 
advertising material, wrappers, containers, billheads, displays, sta- 
tionery, and all other material, printed or otherwise, in the possession 
of or under the control of the defendants bearing the designation "Bio- 
cidin", "Biovidin" and "Biovidon” or any other simulation or colorable 
imitation of plaintiff's said trade mark and trade name "Coricidin" 
thereon. 

/s/ Edward A. Tamm 

United States District Judge 
Dated: June 22, 1962 


[ Filed June 27, 1962] 
RECEIPT 
Receipt is hereby acknowledged this 27th day of June, 1962, by the 

undersigned attorney for Plaintiff Schering Corporation, of a check in 
the amount of $2,921.87 from Defendants Dart Drug Corporation, et al. 
Said payment is in accordance with United States District Judge Edward 
A. Tamm's Findings of Fact and Decree in the above-entitled matter 
dated June 22, 1962, ordering said Defendants to pay attorney's fees and 
expenses in the amount of $2,896.37 to Plaintiff within five days of the 
date thereof. The check for $2,921.87 includes the $2,896.37 ordered 
paid by Judge Tamm and an additional $25.50 which Plaintiff has repre- 
sented to Defendants as constituting additional Court costs. 

/s/ John Bodner 

Attorney for Plaintiff 
Dated: June 27, 1962 


[ Filed July 2, 1962] 


AFFIDAVIT 
Charles D. Shipe, being first duly sworn, deposes and says as 
follows: 
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Iam Secretary of each and every one of the Defendants in the 
above-entitled actions and am Vice-President of Dart Drug Corporation, 
5458 Third Street, N.E., Washington, D. C. | 

Iam personally acquainted with the Court’s Findings of Fact and 
Decree entered in the above-entitled matter on June 22, 1962. I have 
had a check made of each and every one of Defendants’ retail outlets, 
warehouses and suppliers. I have found that Defendants do not have in 
their possession or under their control any goods, labels, signs, printed 
packages, advertising material, wrappers, containers, billheads, dis- 
plays, stationery, or any other material, printed or otherwise, bearing 
the designation "BIOCIDIN", "BIOVIDIN" or any other simulation or 
colorable imitation of the Schering Corporation's trade mark and trade 
name CORICIDIN. The material which was mistakenly imprinted with 
the name BIOVIDIN and which gave rise to this action, has been destroyed. 

/s/ Charles D. Shipe | 
[ Jurat 2nd day of July, 1962] 


[ Filed July 2, 1962] 


MOTION FOR STAY AND APPROVAL OF 
SUPERSEDEAS BOND 


Defendants Dart Drug Corporation, et al., respectfully move this 
Court for a stay of execution of that part of its Decree of June 22nd, 
1962, which enjoins said Defendants from the use of the trade name 
BIOVIDON and which orders said Defendants to destroy by July 2, 1962 
all goods, labels, signs, printed packages, advertising material, wrap- 
pers, containers, billheads, displays, stationery, and all other material, 
printed or otherwise, in the possession of or under the control of the 


Defendants bearing the designation BIOVIDON. Defendants are request- 


ing this stay so that they may appeal the Orders enjoining them from 
using the trade name BIOVIDON and requiring them to destroy the 
BIOVIDON material to the United States Court of Appeals i the Dis- 
trict of Columbia Circuit. 
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Defendants also respectfully move this Court to approve a super- 
sedeas bond in the amount of $2,500.00 which said Defendants will file 
pursuant to Rules 62(d) and 73(d) of the Federal Rules of Civil Procedure 
in connection with their request for stay. 

/s/ Thomas Schattenfield 
Attorney for Defendants 


July 2, 1962 
[ Certificate of Service] 


[ Filed July 2, 1962} 
MEMORANDUM OF POINTS AND AUTHORITIES 

1. On June 22, 1962, United States District Judge Edward A. Tamm 
entered his Findings of Fact and Decree in the above entitled matter. 

2. Embodied in the aforesaid Decree was an Order enjoining the 
Defendants from the use of the trade name BIOVIDON. In conjunction 
therewith the Court ordered Defendants to destroy all goods, labels, 
Signs, printed packages, advertising material, wrappers, containers, 
billheads, displays, stationery, and all other material, printed or other- 
wise, in the possession or under the control of the Defendants bearing the 
designation BIOVIDON within ten days of the date of its Order. 

3. Defendants intend to appeal to the United States Court of Ap,eals 
for the District of Columbia Circuit that part of the aforesaid Decree which 
pertains to BIOVIDON and are accordingly requesting a stay of the Order 
enjoining the use of the trade name BIOVIDON and requiring destruction 
of the BIOVIDON material to allow them to prosecute the Appeal. In ac- 
cordance with the request for stay, Defendants are required by Rules 
62(d) and 73(d) of the Federal Rules of Civil Procedure to file a super- 
sedeas bond. 

4. Defendants have already complied with each and every other 
Order contained in the Court's Decree of June 22, 1962; i.e., they have 
paid the fine in the amount of $500 to the Clerk of the Court; they have 
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paid Plaintiff Schering Corporation attorneys fees and expenses in the 
amount of $2,921.87, which figure includes the $2,896.37 ordered paid 
by the Court and an additional $25.50 which Plaintiff represented to 
Defendants as constituting additional Court costs; and they! have filed 
their affidavit stating that they do not have in their possession or under 
their control any goods, labels, signs, printed packages, advertising 
material, wrappers, containers, billheads, displays, stationery or any 
other material, printed or otherwise, bearing the designation BIOCIDIN, 
BIOVIDIN or any other simulation or colorable imitation of Plaintiff's 
trade mark and trade name "CORICIDIN" thereon, and that they have 
destroyed all material mistakenly imprinted with the name *BIOVIDIN". 

5. In view of the fact that the trade name BIOVIDON was found 
acceptable in the Court's Order of June 30, 1961, Defendants do not feel 
that their continued use thereof, pending the outcome of the Appeal, will 
result in any damage to Plaintiff. Accordingly, Defendants submit that a 
bond in the amount of $2,500 should be sufficient. 


Respectfully submitted, ; 
/s/ Thomas Schattenfield 


Arent, Fox, Kintner, Plotkin & Kahn 
1000 Federal Bar Building 
Washington 6, D. C. 


Attorneys for Defendants 


[ Filed July 2, 1962] 
ORDER | 
Upon Motion of the Defendants and for good cause shown, that part 
of the Court's Decree entered into the above-entitled matter on June 22, 
1962, which enjoins and restrains said Defendants from the use of the 
trade name "BIOVIDON" and requires them to destroy all BIOVIDON 
material in their possession or under their control is hereby stayed 
pending the outcome of said Defendants’ appeal therefrom and, if neces- 
sary, for ten days after a final Order has been entered on appeal. 
| 
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A supersedeas bond in the amount of $2,500 is hereby approved for 
filing pursuant to Rules 62(a) and 73(d) of the Federal Rules of Civil 
Procedure in connection with the aforesaid stay. 


/s/ David A. Pine 
Judge 


July 2, 1962 


[Filed July 2, 1962] 
NOTICE OF APPEAL 


Notice is hereby given that Defendants Dart Drug Corporation; 
Dart Drug Corporation of Maryland; Dart Drug Corporation, Downtown; 
Dart Distributing Corporation; Dart Drug Corporation, Conn. & K.; 

Dart Drug Corporation, Bethesda; Dart Drug Corporation, Alexandria; 
Dart Drug Corporation, 13th & F.; Dart Drug Corporation, 11th & E.; 
and Herbert H. Haft, hereby appeal to the United States Court of Appeals 
for the District of Columbia Circuit from the following Decree entered 
in the above-entitled action by the United States District Court for the 
District of Columbia on June 22, 1962. The Decree from which said De- 
fendants are appealing is as follows: 

ORDERED that the Defendants, and each of them, and their respec- 
tive officers, agents, servants, employees, the successors or assigns of 
any of them, or any firm which is a parent or is owned or controlled by 
any defendant, or by anyone affiliated or associated with, or claiming under 
or through any defendant, be and the same hereby are enjoined and re- 
strained from any and all further acts of unfair competition and trade mark 
and trade name infringement including those arising from their use of the 
trade name. . . "BIOVIDON"... .” 

ORDERED that the Defendants, within ten (10) days of the date of 
this Order, file with the Clerk of this Court an affidavit showing that De- 
fendants have destroyed all goods, labels, signs, printed packages, adver- 
tising material, wrappers, containers, billheads, displays, stationery and 
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all other material, printed or otherwise, in the possession of or under 
the control of the Defendants bearing the designation. . . "BIOVIDON" 
. thereon." | 
/s/ Thomas Schattenfield 
Attorney for Defendants : 


[ Filed July 6, 1962] 


SUPERSEDEAS UNDERTAKING 
APPEAL 


The undersigned as principal has filed notice of appeal to the 
United States Court of Appeals for the District of Columbia |to reverse 
or modify the judgment rendered by the United States District Court for 
the District of Columbia in the above-entitled cause on June 22, 1962 
and to supersede said judgment is required to give an undertaking, under 
seal, in the sum of Two Thousand Five Hundred and no/100-- ($2. 500.00) 
dollars, conditioned for the satisfaction of the judgment in full with costs, 
interest, and damages for delay, if for any reason the appeal is dismissed 
or if the judgment is affirmed, and to satisfy in full such modification 
of the judgment and such costs, interest, and damages as the appellate 
court may adjudge and award. 

WHEREFORE, the undersigned Dart Drug ene Herbert H. 
Haft, as principal, and Peerless Insurance Company as surety, appearing 
and submitting to the jurisdiction of the court, hereby undertake for them- 
selves and each of them, their and each of their heirs, executors, admin- 
istrators, successors, and assigns to comply with the conditions as above 
set forth, and do further agree that, upon default by the said principal in 
any of the conditions hereof, the damages and costs, not exceeding the 
sum aforesaid, may be ascertained in such manner as this Court shall 
direct; that this Court may give judgment hereon in favor of any person 
thereby aggrieved against them for the damages and costs suffered or 
sustained by such aggrieved party, and that said judgment may be ren- 
dered in the above-entitled cause or proceeding against al or any of 
them whose names are hereto signed. 
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The said surety hereon hereby irrevocably appoints the clerk of 
this Court as agent upon whom any papers affecting liability of this 
undertaking may be served. 


Signed, sealed, and delivered this 5th day of July, 1962, in the 
presence of: /s/ Frances Elliott 


Dart Drug Corporation 
BY: /s/ Herbert H. Haft 

President [SEAL] 
BY: /s/ Herbert H. Haft [SEAL] 


PEERLESS INSURANCE COMPANY 
BY: /s/ Maury Young [SEAL] 
Attorney-in-Fact 


